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CERTAIN ACCOUNTING AND TAX ASPECTS OF TRADE-MARKS 
By Herbert D. Soper* 


The discussion of the accounting and tax aspects of trade- 
marks also embraces trade names, trade brands, secret formulas 
and the good will connected therewith. These items represent a 
4 particular class of intangible assets of a going concern and are 
usually inseparable from the business or segment of the business 
to which they relate. They oftentimes have a value to a going 
j business which is far in excess of the value of the tangible assets. 












The right to a trade-mark is one which exists in common law, 

arising from priority of appropriation and use. Since its origin 

is not based on statutory law or dependent upon governmental 

grant, its life is indeterminate. This is particularly important 
: from both the accounting and tax aspects. 









Statutes which have been enacted to regulate trade-marks 
d merely reinforce common law rights in a trade-mark by establish- 
q ing the legal owner of the trade-mark. The Lanham Act, which 
became effective in July, 1947, is the statutory foundation of the 
Federal trade-mark law as it exists in the United States today. 
This law codified all existing Federal laws on trade-marks and 
granted greater protection to holders of registered trade-marks. 
The legal phases of trade-marks are, however, beyond the scope 
of this article. 
To the accountant, the two most important characteristics of 
a trade-mark are (1) it is an intangible asset and (2) it has an 
indeterminate life. Both of these characteristics distinguish 
trade-marks from the physical assets of a business. The indetermi- 
nate life distinguishes trade-marks from most other intangible 
assets such as patents and copyrights which are statutory rights 
and therefore are conferred for a limited period of time. 




















The basis or carrying value of a trade-mark, with few excep- 
tions, for both financial accounting and tax purposes, is cost. Cost 







*Partner in charge of Milwaukee Office of Arthur Andersen & Co., Accountants and 
Auditors. 
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is easily determinable where a particular mark (together with its 
related “good will”) is purchased in an arm’s length transaction. 
Unfortunately, this is seldom the case. The more frequent trans- 
action is the acquisition of a trade-mark in a basket purchase with 
other assets, both tangible and intangible. In such cases, the 
carrying value for financial statement purposes and the “cost 
basis” for tax purposes, should be determined in the same manner, 
ie., the allocation of the total purchase price among the assets 
acquired on a fair and equitable basis. 


In the majority of cases, however, trade-marks are not ac- 
quired by purchase, but rather through adoption and usage and 
the growth and development of the business. Capital costs of 
trade-marks in this situation are usually nominal. This does not 
mean that the increment in value of the mark has been produced 
without incurring any costs. Rather, the costs which give value 
to the trade-mark are generally the type which have been incurred 
over a period of time as charges to income. Costs of an advertising 
program, which over a period of years are constantly bringing the 
particular trade-mark to the public’s attention, the association of 
that trade-mark with a high quality product, a customer-relations 
program which fosters good will—these and other similar expendi- 
tures make a trade-mark valuable. 


Expenditures of this type are usually “ordinary and neces- 
sary” to the current operations and are chargeable against cur- 
rent income both for financial accounting purposes and for income 
tax purposes. Such expenditures, which may contribute to the 
intangible value of a trade-mark seldom should be capitalized. 
This is because of the uncertainty of their benefit in terms of the 
production of future income and the practical difficulty of measur- 
ing and matching such costs against the income derived. Prudent 
business judgment usually requires the expending of such costs 
when and as incurred. 


For tax purposes, a trade-mark may also have a basis other 
than cost. If, for example, a trade-mark was adopted or purchased 
prior to March 1, 1913, its basis for determining gain for Federal 
income tax purposes is the higher of cost or fair market value on 
March 1, 1913. Its basis for determining loss is cost. Fair market 
value will also constitute the basis for a trade-mark acquired by 
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reason of the death of an owner of an unincorporated business 
where the business is continued (since all assets must be inven- 
toried at fair market value for Federal estate tax purposes). 


When a trade-mark is acquired in any manner other than an 
outright purchase, the most important factor to be considered is 
the problem of its valuation. The principles which govern the 
valuation of a mark are the same whether it be for tax purposes 
or for regular accounting purposes. A discussion of the tax cases 
and regulations which follows will serve to illustrate the principles 
involved. 


In any valuation computations involving trade-marks and 
good will, the nature of the good will must be determined—is it an 
asset of the business or does it attach to the stockholders or officers 
or employees of the business? In a ruling (A.R.R. 722, CB I-1, 
169) issued in connection with the appeal of a taxpayer from an 
action of the Income Tax Unit in denying a deduction for obso- 
lescence of good will, it was stated: 


“The principal factor contributing toward the success 
and prosperity of the appellant’s business was the knowledge 
of conditions and characteristics peculiar to the wine business 
gained by him during many years of experience. Likewise, 
the principal assets of the appellant is attributable to the 
same fund of knowledge. There was apparently no competi- 
tion in the particular business of the appellant. Practically all 
of his sales were made to less than 20 customers. The success 
and prosperity of the appellant depended entirely upon his 
ability to capitalize his principal assets, which, by reason of 
its peculiar and personal character, could not have been 
separated from him. The Committee has carefully considered 
the nature of the good will claimed by the appellant and has 
come to the conclusion that it is of such a personal character 
as to be without value as an assignable asset and accordingly 
fails to meet the most essential test necessary to sustain a 
claim for obsolescence of good will.” 


If good will is assignable with the business, it is an asset of 
the business and should be considered in determining the value of 
the business. If, however, it attaches to certain individuals who 
may have built the business, and does not exist independently of 
them, it should not be included in arriving at the fair value of a 
going business. 
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No precise formula can be laid down for valuing trade-marks 
and good will held on March 1, 1913, acquired through the purchase 
of the assets of a business, or in connection with the valuation of 
stock of a closely-held company. In a ruling on this subject 
(A. R. M. 34, 2 CB 31) the Treasury Department stated: 


“The Committee has considered the question of providing 
some practical formula for determining value as of March 1, 
1913, or of any other date, which might be considered as apply- 
ing to intangible assets, but finds itself unable to lay down 
any specific rule of guidance for determining the value of 
intangibles which would be applicable in all cases and under 
all circumstances. Where there is no established market to 
serve as a guide the question of value, even of tangible assets, 
is one largely of judgment and opinion, and the same thing is 
even more true of intangible assets such as good will, trade- 
marks, trade brands, ete. However, there are several methods 
of reaching a conclusion as to the value of intangibles which 
the Committee suggests may be utilized broadly in passing 
upon questions of valuation, not to be regarded as controlling, 
however, if better evidence is presented in any specific case.” 


The ruling proceeds to outline three suggested methods of 
valuing intangible assets, including trade-marks and good will. 
The first two methods related particularly to distilleries and brew- 
eries affected by the prohibition amendment and are not discussed 
here. The ruling continues as follows: 


“The third method and possibly the one which will most 
frequently have to be applied as a check in the absence of 
data necessary for the application of the preceding ones, is to 
allow out of average earnings over a period of years prior to 
March 1, 1913, preferably not less than five years, a return of 
10 per cent upon the average tangible assets for the period. 
The surplus earnings will then be the average amount avail- 
able for return upon the value of the intangible assets, and 
it is the opinion of the Committee that this return should be 
capitalized upon the basis of not more than five years’ pur- 
chase—that is to say, five times the amount available as 
return from intangibles should be the value of the intangibles. 

“In view of the hazards of the business, the changes in 
popular tastes, and the difficulties in preventing imitation or 
counterfeiting of popular brands affecting the sales of the 
genuine goods, the Committee is of the opinion that the figure 
given of 20 per cent return on intangibles is not unreasonable, 
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and it recommends that no higher figure than that be attached 
in any case to intangibles without a very clear and adequate 
showing that the value of the intangibles was in fact greater 
than would be reached by applying this formula. 

“The foregoing is intended to apply particularly to busi- 
nesses put out of existence by the prohibition law, but will be 
equally applicable so far as the third formula is concerned, to 
other businesses of a more or less hazardous nature. In the 
case, however, of valuation of good will of a business which 
consists of the manufacture or sale of standard articles of 
every-day necessity not subject to violent fluctuations and 
where the hazard is not so great, the Committee is of the 
opinion that the figure for determination of the return on tan- 
gible assets might be reduced from 10 to 8 or 9 per cent, and 
that the percentage for capitalization of the return upon in- 
tangibles might be reduced from 20 to 15 per cent.” 


This third method generally has been followed by the Courts. 


There are, of course, numerous variable factors which may 
affect the rate of return allowed on tangible assets and the rate 
of return allowed on intangible assets. Some of the factors to be 
considered in setting a valuation for trade-marks and related 
good will based on capitalization of earnings are (1) the existence 
of other intangible assets such as patents which contribute to earn- 
ings, (2) the rate of return for tangible assets, (3) the rate at 
which excess earnings are capitalized, (4) the number of years to 
be used in determining average earnings of the business, (5) the 
elimination of abnormal years or abnormal income or losses in the 
period used to determine average earnings, and (6) prospects for 
future earnings at the date of valuation. 

Under the Federal statutes, registration of a trade-mark is for 
a period of twenty years and is renewable. Lack of use may result 
in the cancellation of the registration after five years. As pre- 
viously stated, however, the rights of an owner to a trade-mark 
exists independently of registration. These rights are of indefinite 
duration and continue until the trade-mark is abandoned or is no 
longer used. Since the trade-mark has an indeterminate life, no 
deduction is allowed for obsolescence or depreciation of the tax 
basis of trade-marks. Here is where the tax and accounting treat- 
ment differ. 

The Internal Revenue Code (Section 23(1)) allows a deduc- 
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tion for “a reasonable allowance for the exhaustion, wear and tear 
(including a reasonable allowance for obsolescence) of property 
used in the trade or business.” In early rulings, the Treasury 
Department held that distillers, dealers in liquor, and brewers were 
entitled to a deduction from gross income on account of deprecia- 
tion or obsolescence of intangibles such as good will, trade-marks, 
trade brands, ete., the value of which was destroyed by prohibition 
legislation. These rulings were subsequently reversed and con- 
siderable litigation resulted. In the case of Red Wing Malting Co. 
v. Willicuts, 15 Fed. (2d) 626, the Cireuit Court for the Eighth 
Circuit held that the phrase “including a reasonable allowance for 
obsolescence” did not create a new class of deductions, but rather 
enlarged the deduction allowable in connection with property sub- 
ject to depreciation. The Court held that good will is not “subject 
to depreciation as that term is commonly used in the statutes” 
and ruled that since it was not subject to depreciation, it could not, 
under the statutes, qualify for a deduction on account of obsoles- 
cence. In the case of Haberle Crystal Springs Brewing Co. v. 
Clarke, 30 Fed. (2d) 219, the Cireuit Court for the Second Cireuit 
held that the Revenue Act of 1918 permitted an allowance for 
obsolescence of good will, stating: 


“... A going business has a value over and above the 


aggregate value of the tangible property employed in it. Such 
excess of value is nothing more than the recognition that, used 
in an established business that has won the favor of its cus- 
tomers, the tangibles may be expected to earn in the future as 
they have in the past. The owner’s privilege of so using them, 
and his privilege of continuing to deal with customers at- 
tracted by the established business, are property of value. 
This latter privilege is known as good will. It can, it is true, 
be exercised only in connection with the exercise of the former; 
hence it cannot be separately assigned, and legislation which 
cuts short the use of tangibles in the business necessarily 
limits also the good will. Every consideration which justifies 
allowance for the “obsolescence” of the tangibles, because of 
compulsory future discontinuance of the business, ought to 
create a similar allowance for the good will.” 


In view of the conflicting decisions of the Cireuit Courts in 
the Red Wing and Haberle cases, the United States Supreme Court 
granted certiorari in the Haberle case. In its opinion in the Hab- 
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erle case (280 U.S. 384), and also in the case of Renzienhausen v. 
Incas, 280 U.S. 387, decided on the same day, January 27, 1930, 
the Supreme Court held that brewers and distillers were not en- 
titled to deductions for obsolescence of good will on account of 
the enactment of prohibition. In reaching its decision, the Supreme 
Court stated that prior regulations and statutes dealing with al- 
lowances for depreciation and obsolescence were irrelevant since, 
in its opinion, the deduction for obsolescence was not allowable 
under the wording of the statute (Revenue Act of 1918) under 
consideration. The Court further states: “It seems to us plain... 
that when a business is extinguished as noxious under the Consti- 
tution the owners cannot demand compensation from the Govern- 
ment or a partial compensation in the form of an abatement of 
taxes otherwise due. It seems to us no less plain that Congress 
cannot be taken to have intended such a partial compensation to 
be provided for by the words ‘exhaustion’ or ‘obsolescence’.” 

The Haberle case has been cited in numerous other cases deny- 
ing deductions for obsolescence of trade-marks and good will. 
In Norwich Pharmacal Company, 30 BTA 326, the Board of Tax 
Appeals considered the question of normal depreciation of trade- 
marks. It denied the petitioner a deduction in the years 1929 and 
1930 for amortization over estimated useful life of the cost of a 
trade-mark purchased. The Board stated: 

“There are no facts disclosed by the record before us to 
justify the conclusion that the value of the petitioner’s trade- 
marks is being lessened either by use or the passage of time. 
The inherent quality of trade-marks is such that they are not 
subject to exhaustion.” 

A different result was reached in the case of Paul Jones & 
Co. v. Lucas, DC 5 USTC, Par. 1537, 64 Fed (2d) 1016, 1018. There 
the Court ruled that deductions for obsolescence allowed by the 
Commissioner for the years 1918 and 1919 should be restored to 
income. In lieu thereof, however, the Court allowed a deduction 
for the entire tax basis of trade-marks as a loss in the year 1919, 
the year in which the corporation went out of business. It held 
that the Supreme Court decisions denying obsolescence deductions 
did not preclude deductions for losses of investment in trade- 
marks resulting from liquidation of the business coupled with 
inability to sell the trade-marks because of prohibition. It appears, 
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even today, that short of this there is no basis for tax purposes to 
“abandon” or recognize a “loss” of a trade-mark. 


The accounting practice for the carrying value of trade-marks 
is different. While trade-marks may have an indeterminate life 
for both accounting and tax purposes, recognition is given in 
accounting to the fact that they do not have an indefinite life. Like 
most other expenditures which have something more than a 
momentary effect upon the production of income, the cost of a 
trade-mark, if not charged off when and as incurred, should be 
amortized over its expected useful life. This period of “expected 
useful life” is sometimes difficult of objective measurement. In 
some industries, marks are acquired or adopted for periods of 
short duration. An example of this is the fabric industry where 
trade-names are frequently changed every season. On the other 
hand some marks are used for years and years. Look at cigarettes 
for example—the principal brand names have been in use for many 
years. Any one of these trade-marks would bring a fabulous price 
on the auction block today, but that does not mean that the mark 
in and of itself has a substantial amount of indefinite continuing 
value. Let one of the manufacturers stop advertising his brand for 
a few years and it would be as valueless in the production of income 
as 1900’s best known brand of buggy whips is now. 


What does this mean, then, from an accounting standpoint? 
Simply this—the cost or carrying value of a mark should be 
charged against the income it helps to produce during the period 
when that help is or is expected to be discernable. Business con- 
servatism suggests the amortization of the cost of a trade-mark 
over a reasonable period—not because the registration is for a 
given period of years but because the economic life of any asset, 
tangible or intangible, is limited. Although the 20-year registra- 
tion period may be used, as a practical matter, recognition must 
be given to the basic economic life and, if significantly different, 
then a shorter, or longer, period used. Estimating the economic 
life of a mark is not easy, but neither is it easy to estimate the 
economic life of physical assets such as a dam which is used to 
provide water or produce electric power. No one would say that 


_ because a dam, which each year becomes more and more a part 


of the geology of the site, has an indeterminate life and, therefore, 
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the cost should be carried on the books without diminution indefi- 
nitely. Thus we should not confuse the reasoning cited for not 
allowing a deduction for obsolescence of trade-marks for tax pur- 
poses with the facts which require their amortization for account- 
ing purposes. 


Tax problems also arise in connection with licensing arrange- 
ments involving trade-marks. In Seattle Brewing é Malting Com- 
pany v. Commissioner, 6 TC 856, and Rainier Brewing Company v. 
Commissioner, 7 TC 162, Rainier and Seattle entered into an 
agreement under the terms of which Rainier granted Seattle the 
exclusive and perpetual right to manufacture and sell alcoholic 
malt beverages in the State of Washington and Territory of 
Alaska under the trade names rArNier and Tacoma. Seattle agreed 
to pay Rainier a royalty based on the number of barrels of beer 
sold or distributed in the State of Washington or the Territory of 
Alaska. The agreement further provided that, after the agreement 
had been in effect for five years, Seattle “shall have the right and 
option of electing to terminate all royalties thereafter payable 
hereunder by notifying Rainier of its election so to do, and by 
executing and delivering to Rainier the promissory notes........ 
eee reer aggregating in principal amount the sum of One Mil- 
lion Dollars ($1,000,000).............. ”. In the two cases, the 
Tax Court was called upon to determine the tax consequences to 
both Rainier and Seattle of Seattle’s election to terminate future 
royalties by payment of $1,000,000. No dispute arose concerning 
royalties paid during the five years prior to the exercise of the 
option. These were deductible as an ordinary expense by Seattle 
and taxable as ordinary income to Rainier. The Court held that 
the $1,000,000 payment by Seattle resulted in the acquisition of a 
capital asset, and, accordingly, no deduction was allowable there- 
for. Consistent with its decision in the Seattle case, the Court 
held that Rainier had sold a capital asset and was entitled to treat 
its gain on the transaction as a capital gain for Federal income 
tax purposes. 


Royalty income from an agreement licensing the use of trade- 
marks and good will of a going business will constitute personal 
holding company income under Section 502 of the Internal Reve- 
nue Code. If a substantial part of a company’s income is derived 
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from this source, extreme caution should be exercised to avoid 
the imposition of the personal holding company surtax on such 
income. 

Amounts received as awards for infringement and damages 
will be taxable as ordinary income except where it can be shown 
that the amounts received represent (1) actual damage to the 
trade-mark or good will, or (2) punitive damages. Amounts re- 
ceived for actual damage to trade-marks or good will are taxable 
as a capital gain to the extent that they exceed the owner’s tax 
basis of trade-marks and good will. Punitive damages, which are 
in the nature of a penalty, have been held to be nontaxable to the 
recipient. 

If it can be shown that any portion of the consideration in- 
volved in a capital transaction involving trade-marks and good 
will is properly allocable to an agreement not to compete, such 
amount is deductible by the purchaser over the term of the agree- 
ment and constitutes ordinary income to the seller. 
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TRADE MARKS ACT 1938 
Suggested Amendments 


By Robert Burrell, Q.C. 


The author and the Council of The Chartered Institute of Patent Agents, 

London, have kindly given us permission to reprint this paper which was read 
and discussed at General Meetings of the Institute in January and March 1953. 
The author who recently retired from active practice in England, is one of the 
foremost authorities on trade-mark law in the United Kingdom. He was largely 
responsible for the enactment of the British Trade Marks Act of 1938 and for 
the so-called Goschen Report preceding it. He is also the former Chairman of 
the Trade Marks and Copyright Committee of the International Law Asso- 
ciation. 

Since many of the problems discussed here are of equal interest to trade- 
mark owners in the United States, it is believed that a reprinting of the entire 
paper will be of value to the readers of our publication.—Eb. 

The object of this paper is to stimulate discussion of the 
question whether, in the light of the experience gained during the 
fourteen years since the Trade Marks Act 1938 came into oper- 
ation, the amendments of the previous Trade Mark Law intro- 
duced by that Act have satisfactorily fulfilled their avowed pur- 
pose, and whether there are not certain respects in which it is 
desirable that the existing Law should be further amended. 


Having regard to the revolutionary character of many of the 
changes introduced by the Act there can I think be no doubt that, 
in practice, the Act has operated with surprising smoothness, and 
in this connection a tribute is due to the officials at the Trade 
Marks Office upon whom has fallen the duty of implementing 
the new provisions, in many instances with very little statutory 
guidance as to the manner in which this difficult task should be 
carried out. This applies in particular to the provisions of Section 
28 of the Act, which provides for the registration of permitted 
users. The discretionary powers conferred on the Registrar under 
this section are exceedingly wide, and if these powers had been 
exercised in any narrow spirit much of the benefit which industry 
has undoubtedly derived from the registered user system would 
have been lost. 


It is also a matter for surprise that the far-reaching amend- 
ments of the Law introduced by the Act of 1938, involving in many 
instances the introduction of legal conceptions in direct conflict 
with those regarded as fundamental to trade mark theory as 
hitherto understood, have resulted in so little litigation. Although 
fourteen years have elapsed there is, so far as 1 am aware, no 
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reported case in which any of the Courts have been called upon 
to construe any of the provisions of either Sections 22 or 28 of 
the Act, although both these sections resulted in a fundamental 
alteration of the pre-existing law. 


It would, however, be a mistake to assume, merely because 
the Act has hitherto worked smoothly and has not given rise to 
a multiplicity of legal proceedings, that it is necessarily unprofit- 
able at this date to consider whether the Act is not due for further 
amendment. Those who practise in trade mark matters, whether 
as trade mark or patent agents, solicitors or counsel, are only 
too aware that the present Act gives rise to many uncertainties 
even on fundamental questions, and it is a matter for considera- 
tion whether, in procedural matters at all events, the system at 
present in force could not be considerably simplified. There are 
also one or two important matters upon which evidence was ten- 
dered before the Goschen Committee in 1933 on which that com- 
mittee at that date did not feel prepared to make any definite 
recommendations and which, in my view, should form the subject 
of amending legislation when opportunity offers. 


I am not proposing in this paper to attempt to formulate 
proposals in the form of textual amendments of the Act, my pur- 
pose being rather to draw attention to some of the more funda- 
mental matters which, in my opinion, deserve careful study. 


1. Rights of Proprietor of Registered Trade Mark 


One of the most important of the recommendations made by 
the Goschen Committee relates to the rights conferred by regis- 
tration of a trade mark in Part A of the Register. In this connec- 
tion it was recommended that the legal rights of a registered 
proprietor should be considerably extended and that infringement 
should in certain cases be deemed to have been committed by acts 
not leading to the belief that there was a connection in the course 
of trade between goods in relation to which the mark is used and 
the alleged infringer. This recommendation led to the introduc- 
tion of Section 4 of the Trade Marks Act 1938, which for the first 
time attempts to define such acts as are to be regarded as consti- 
tuting acts of infringement. 


In the Bismag case (57 R.P.C. 209) the form of this Section 
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was severely criticised and in the ensuing litigation two judges 
held that the Section had not altered the Law as laid down in the 
Yeast Vite case (51 R.P.C. 110) and two judges came to exactly 
the opposite conclusion. Since the date of that judgment two Law 
Lords in the Rysta case (62 R.P.C. 62) went out of their way to 
state that they preferred the view on this matter of the two judges 
who had held that the introduction of the Trade Marks Act 1938 
had not had the effect of altering the pre-existing law. 


Although the dicta in the Rysta case were clearly “obiter,’’ 
they have given rise to serious doubts as to whether in future 
litigation, it might not be held by the House of Lords that the 
Trade Marks Act 1938 had failed to implement the important 
recommendations of the Goschen Committee on this matter. To 
obviate such a possibility and to meet the criticisms to which the 
terms of Section 4 have been subjected in the Courts, it seems 
highly desirable that the Section in question should be redrafted. 


It has always been the law that the rights of a registered 
proprietor are strictly limited by reference to the precise goods 
covered by the specification of goods for which the mark is regis- 
tered, and the Trade Marks Act 1938 has not had the effect of 
altering the Law in this respect. It has always seemed to me 
somewhat illogical that, although in Opposition proceedings based 
on the existence of a registered trade mark a registered pro- 
prietor is entitled to object to the registration of a conflicting 
mark not only in relation to goods identical with those covered 
by his registration but also in relation to goods of the same class 
or description, he is not entitled, by means of an action for in- 
fringement, to prevent the use of that mark on the goods in 
question. In the course of my practice at the Bar I have often 
found it difficult to persuade a “lay” client as to the logic of such 
a state of affairs. I fully appreciate that a registered proprietor 
who has used his trade mark to an adequate extent can in some 
circumstances bring a passing-off action to supplement the statu- 
tory rights which he possesses under Section 12 (i) of the Trade 
Marks Act of 1938. In my view, however, a trader who has taken 
the precaution of registering his trade mark ought to be protected, 
even at a stage when the user of his mark is still being developed 
and at a time when an action for passing off would be difficult 
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if not impossible to establish, against the use of an identical or 
closely resembling mark by a competitor, not only on goods cov- 
ered by the registration but on any other goods of the same trade 
description. 


Under many continental systems of law, and I believe also 
under the Lanham Act of the United States, a registered pro- 
prietor is entitled by means of an action of infringement to restrain 
user by a competitor of an identical or similar mark on any goods 
in connection with which such user is likely to cause confusion 
or mistake whether or not they are comprised within the specifica- 
tion of goods for which the mark is registered. This principle 
is also to be found in the text of a model trade mark law prepared 
under the auspices of the International Law Association which 
was first considered at the recent Lucerne Congress of that Asso- 
ciation. This proposal received a substantial measure of support, 
particularly in view of the fact that the adoption of such a prin- 
ciple in the trade mark laws of the various countries would render 
the institution of defensive registrations unnecessary. 


In my opinion it would be difficult in this country at present 
to secure any support for such a wide proposition, but I cannot 
help feeling that a proposal, more limited in character, extending 
protection of a registered trade mark, other than a defensive 
registration to goods of the same description as those for which 
the mark is registered deserves careful consideration. 


In passing I would desire also to note that in defining the 
rights of registered proprietors the Trade Marks Act 1905-19, 
by the proviso to Section 39, provides that, where there are two 
registered proprietors of identical or closely resembling trade 
marks, neither of such proprietors shall have an exclusive 
right of user as against the other “but each of such persons shall 
otherwise have the same rights as if he were the sole registered 
proprietor thereof.” Although the Trade Marks Act 1938 adopts 
in Section 4 (4) the same principle in defining the rights of 
proprietors of identical or nearly resembling marks as against 
each other, it omits the further provision of Section 39 of the 
old Act, which makes it clear that each proprietor is, as regards 
third persons, to have the same rights as if he were the sole pro- 
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prietor of the mark in question. I cannot help feeling that the 
omission of this provision in the Act was per incuriam. 


2. “Likely to deceive or cause confusion” (Section 11) 


It was recommended by the Goschen Committee that this 
important Section should be re-drawn on the following lines: “It 
shall not be lawful to register as a trade mark or part of a trade 
mark any matter the use of which would be likely to deceive or 
would be disentitled to protection in a Court of Justice, or would 
be contrary to law or morality or any scandalous design.” 

This recommendation was made by the Committee in order 
to overcome a difficulty of construction arising from the terms 
of the existing section which seems to suggest that the fact that 
the use of a mark is likely to deceive or cause confusion may not, 
simpliciter, bring it within the prohibition, it being necessary that, 
in addition, the use should be such as to be “disentitled to protec- 
tion in a Court of Justice.” 

Unfortunately the recommendation made by the Goschen 
Committee was, for reasons which I do not understand, not imple- 
mented by the 1938 Act. Indeed, under the 1938 Act certain 
commas have been for the first time inserted in the Section, which 
have the effect of further adding to the difficulty of interpretation. 
Since 1938 both the House of Lords in the Rysta case and the 
Court of Appeal in Broadhead’s Application (67 R.P.C. 209) have 
commented on the difficulty of ascertaining the true construction. 
In my view it is very desirable that the proper interpretation of 
this important Section of the Act should be beyond question and 
that an amendment of the Act on the lines indicated by the Goschen 
Committee is very necessary. The draft suggested by the Goschen 
Committee is, however, open to criticism and I would prefer that 
the Section were re-drafted as follows: 

“Tt shall not be lawful to register as a trade mark or 
part of a trade mark any scandalous design or any matter 
the use of which would be likely to deceive or cause confusion 


or would be contrary to law or morality or would otherwise 
be disentitled to protection in a Court of Justice.” 


3. Registered Users 
Having regard to the fact that the introduction by the Trade 
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Marks Act of 1938 of the system of registered users involves a 
serious departure from the general principles of law hitherto 
governing the use of registered trade marks, it is not surprising 
that the system should, in its original form, be hedged about with 
a number of precautions intended to prevent the system from 
being used as a means of deceiving the general public. It is an 
essential element of the system as at present in force that the reg- 
istered proprietor who desires to permit the use of his mark by 
another should make an application to the Registrar of Trade 
Marks, who is entitled in his discretion to accept or refuse the 
application or to grant it subject to conditions designed to protect 
the public. 


It is I think very desirable in this connection to remember 
that the British Trade Mark Act serves as a model for the legis- 
latures of the Colonies and other members of the British Com- 
monwealth of Nations, and it does not necessarily follow that a 
system which is satisfactory from the point of a British trader 
who is engaged merely in the home trade will prove equally satis- 
factory for a trader who has an export trade to a large number 
of overseas countries. The present system of necessity involves 
administrative action, with its concomitant delays, especially in 
many overseas countries, and the expenditure of considerable 
sums of money by way of official fees and other legal expenses, 
particularly in a case in which the registered user is granted the 
right to use the mark for export to a large number of Colonies 
and foreign countries. In my opinion the question should be con- 
sidered whether the system at present in force could not be sim- 
plified in such a manner as to avoid the necessity for administra- 
tive action. 


As a result of the experience gained since the Trade Marks 
Act 1938 came into operation, the conditions upon which the 
British Registrar insists have become very clearly stereotyped, 
and they can be classified under three heads: 


(1) where the registered proprietor and proposed registered 
user are subject to the same financial control. In such a case the 
Registrar does not insist on the conclusion of any special control 
agreement; 
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(2) where the parties have entered into an agreement under 
which the manufacture by the registered user is controlled by the 
issue of specifications, ete., or the provision of samples and the 
registered proprietor has powers of inspection; 







(3) where the registered user is operating under a Patent 
licence. 










In my opinion many of the present difficulties would be 
removed and considerable expense would be saved if the condi- 
tions now imposed by the Registrar in these cases were incor- 
porated into the Act itself, a statutory right being granted to any 
registered proprietor freely to grant licences on the conditions 
laid down in the Act. This would make it unnecessary for any 
formal application to be made to the Registrar. If this were con- 
sidered desirable, it could be provided that the registered pro- 
prietor should, within a reasonable period, formally notify the 
Registrar of the grant of a licence, which could then be entered 
on the Register. 

















It would always be possible in-the Act to provide that in cases 
of doubt a registered proprietor should be entitled to apply for 
directions from the Registrar, who could issue a certificate certify- 
ing that the grant of the proposed licence was in order, on the 
lines of the certificate at present issued by him in connection with 
assignments pursuant to Section 22 (5) of the Act. 
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4. Assignments 


It also seems to me that the provisions of the Trade Marks 
Act of 1938 with regard to assignment of registered trade marks 
without goodwill could, with advantage, be considerably simplified. 
Under the system introduced by the Act of 1938 provision is made 
in the case of a trade mark which at the date of the assignment 
was in use for an application for directions to be made to the 
Registrar for advertisement of the assignment. These provisions 
were no doubt inserted on the assumption that in the case of 
these marks an assignment without goodwill might lead to decep- 
tion of the public. It is exceedingly doubtful whether the require- 
ments as to advertisement serve any useful purpose. I suppose 
that I may be regarded as a member of the public, and I can truth- 
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fully say that since the passing of the Act I have not personally 
come across a single advertisement of any assignment of a mark 
without goodwill, and it would appear that such advertisements 
in practice are only made in the trade journals, which are not 
normally read by members of the public. 


It is significant that the provisions of the Australian Act 
of 1948 on the subject of assignment, whilst adopting the principle 
that registered trade marks may be assigned without goodwill, 
contains no provisions with regard to advertisements, and in this 
and other respects the Australian Act is much more simple. Fur- 
thermore, the Australian Act contains an additional provision not 
to be found in the British Act which is of great value, it being 
provided that after the expiration of three years the validity of 
an assignment shall not be open to question. In my opinion the 
provisions of the Australian Law are much to be preferred to the 
detailed and complicated provisions of Section 22 of the British 
Act. 


Section 22 (3) of the British Act also contains provisions 
enabling assignment without goodwill of an unregistered trade 
mark. This provision seems to have been inserted, almost as an 
afterthought, probably in view of the difficulties which might 
arise in the case of an assignment of the right to use a label 
which, in addition to a registered trade mark, comprised unregis- 
tered trade mark matter. It is very doubtful whether this provi- 
sion is sufficiently wide to serve its avowed purpose. Cases can 
often arise in which it is desired to assign not only a registered 
trade mark but also the right to use features of get-up which have 
always been associated with the use of the registered trade mark 
in question, and it seems clear that the expression “unregistered 
trade mark” used in sub-section (3) is not wide enough to include 
features of get-up, having regard to the definition of “mark” in 
Section 68 of the Act. In my view it is important that the provi- 
sions with regard to assignment should be wide enough to enable 
an assignee to succeed to all the rights possessed by the assignor, 
both under the statute and under the common law, in relation 
to the sale of the goods sold by the assignor under the registered 
trade mark prior to the date of the assignment. It is also question- 
able whether it is logical to restrict the effect of the assignment 
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provisions to registered trade marks and unregistered trade marks 
the subject of a simultaneous assignment. There are many marks 
of very great commercial value which are unregisterable under 
the provisions of Section 9 of the Act, and it seems to me inequi- 
table that the proprietors of such valuable trade marks should 
not be entitled if they so desire, and without at the same time 
going through the formality of simultaneously assigning a regis- 
tered trade mark, to assign such marks without at the same time 
assigning the whole of the goodwill of the businesses in which 
such marks have been used. 












5. Common Law Rights 


The Trade Marks Act 1938 contains provision in Section 22 and 
Section 28 which have at any rate an indirect bearing on Common 
3 Law rights. Thus, as already mentioned, Section 22 (3) provides 
2 for the assignment of an unregistered trade mark and Section 28 
(2) expressly provides that user of a trade mark by a registered 
user shall not be deemed to be used by a person other than the pro- 
prietor for any purpose for which such use is material at Common 
P Law. These provisions of the Act give rise to considerable diffi- 
; culty having regard to the retention in the Act of Section 2, which 
H expressly provides that ‘‘nothing in this Act shall be deemed to 
: affect rights of action against any person for passing off goods as 
the goods of another person or the remedies in respect thereof.’’ 
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i It seems to me that the whole subject of the effect on Common 

Law rights of the provisions of the Trade Marks Act regarding 
assignment and Permitted User require complete review, as the 
many problems arising do not seem to me to have been given 
adequate consideration when the Act was drafted. Cases can well 
be conceived in which, as a result of long use of a mark by him, 
the public comes to associate a registered trade mark with a reg- 
istered user. This is particularly likely to occur when the registered 
: proprietor is a holding company. In such circumstances the use 
of this mark or closely resembling mark by some other trader 
might well amount to a representation that the goods bearing the 
mark were the goods of the registered user. Although under the 
provisions of Section 28 (2) of the Act the use of the mark by the 
registered user is, for all purposes for which user is required at 
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Common Law, to be deemed to be used by the proprietor and not 
to be used by a person other than the proprietor, I feel that the 
Court might in some cases find difficulty in refusing an injunction 
to the registered user in a passing-off action in view of the express 
words of Section 2 which have been quoted above. If, as I appre- 
hend, the intention of the legislature was that Common Law rights 
arising from the use of a mark by a permitted user should redound 
to the exclusive benefit of the registered proprietor I doubt whether 
this is effectively brought about by the terms of Section 28 (2) of 
the Act. 


Furthermore, it frequently arises that the proprietor of a 
registered trade mark may desire to permit the registered user 
not merely to use a registered trade mark but also unregistered 
trade mark matter, including get-up, in association with which the 
registered trade mark has hitherto been used. As registered user 
rights can only effectively be granted in respect of registered trade 
marks, the result may well be in practice that the grant of regis- 
tered user rights will result in the extinction of valuable Common 
Law rights of the registered proprietor. This is a matter which 
requires urgent consideration, and should form the subject of 
amendments to the Act when occasion arises. 


6. Service Marks 


The House of Lords in the Rysta case (62 R.P.C. 62) held that 
service marks are wholly outside the scope of the Act. Recently 
the U.S.A. has introduced a special register to protect such marks 
and it should be considered whether similar action in this country 
would not be desirable. In any events the judgment of the House 
of Lords in the Rysta case is based on an interpretation of the 
words ‘‘in the course of trade’’ which have been incorporated in 
the definition of ‘‘trade mark’’ by the Trade Marks Act 1938, which 
may give rise to serious difficulties. It is not unusual, for instance, 
for dyers to dye goods both for the trade and for the public and 
to use in relation to goods dyed by them, both for the trade and 
the public, a trade mark which serves the purposes of guaranteeing 
to the trade and public the quality of the dyeing carried out by 
them. According to the interpretation placed by the House of 
Lords on the words ‘‘in the course of trade’’ use of the mark on 
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goods dyed for the trade constitutes a trade mark user, but use of 
the same mark in relation to goods dyed for the public does not 
constitute such user, as the goods upon which the mark is used 
have reached the public domain and the proprietors of the mark 
cannot be regarded as having “traded in” such goods. It seems 
to me to follow from this that in the case of a trade mark registered 
by a dyer use of an identical or close-resembling mark by a com- 
petitor on goods dyed by him for members of the public would not 
constitute an infringement of the registration as the phrase ‘‘in 
the course of trade’’ forms an integral part of the definition of 
infringement under Section 4 (1-a and b) of the Act and would 
also, in all probability, be read into the general definition of in- 
fringement in that section under which registration confers the 
exclusive right to the use of the ‘‘trade mark’’ in relation to the 
goods by the registered proprietor. 


7. Part B. Registration 


There seems to be a general concensus of opinion that since 
the passing of the Trade Marks Act 1938 it has become more diffi- 
cult to secure registrations in Part B of the Register than under 
the Trade Marks Act of 1919, and in these circumstances it is very 
doubtful whether Part B is now filling its primary object, namely 
to facilitate the registration of British trade marks abroad. Under 
the Act of 1919 bona fide use as a trade mark for two years prior 
to the date of application was a condition precedent to registration. 
If this condition was fulfilled and the Registrar was also satisfied 
that the mark was capable of distinguishing the goods of the pro- 
prietor and was not open to objection under Sections 11 or 19 of 
the Act of 1905, he was bound to accept the application, but under 
the Act of 1938 no actual user is required, but there is now no 
positive direction to accept the mark. 


It seems a matter for serious consideration, at all events in the 
case of Part B marks for export, whether it would not be in the 
best interests of trade to reverse the onus of proof and provide that 

*the Registrar shall, subject to Sections 11 and 12 of the Act, accept 
an application unless he is satisfied that the mark is not capable 
of distinguishing the goods of the Applicant. 
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8. Defensive Registrations 


Having regard to the novel character of the provisions intro- 
duced in the 1938 Act enabling defensive registrations to be effected 
it is perhaps natural that the legislature in the first instance should 
have restricted such registrations to invented words. This has the 
effect of imposing a very strict limitation on the usefulness of the 
provisions which should now be extended to trade marks generally. 


9. Registrability of Shapes of Containers as Trade Marks 


Article 6 of the Industrial Property Convention imposes upon 
all convention countries the obligation to register ‘‘telle quelle’’ 
a trade mark duly registered in the country of origin, subject only 
to the express exceptions set out in the article. Hitherto the Trade 
Marks Office has refused to accept for registration trade marks 
consisting essentially of the shapes of containers, and complaints 
have consistently been made for many years by the other countries 
parties to the Convention that this action on the part of the British 
Registration Authorities is not consistent with the obligations 
undertaken by this country under the Convention. The decisive 
rejection at the Vienna Congress of the International Association 
for the Protection of Industrial Property of the proposal by the 
British delegation that the ‘‘telle quelle’’ provisions of the Con- 
vention should be abolished is a clear indication of the importance 
attached by other member states to this provision of Article 6 of 
the Convention. 


The gravamen of the complaint made against Great Britain is 
that according to British practice the shape of a container is 
regarded as not constituting in any circumstances a distinctive 
mark within the meaning of the Registration Acts. It is suggested 
for consideration that an amendment of the British Act should be 
introduced, amending the definition of mark so as clearly to include 
the shape of a container, it being provided that such a mark shall 
be registrable only in Part B of the Register and shall not be 
deemed to be a mark ‘‘capable of distinguishing the goods”’ except 
by order of the Court. This suggestion involves the re-introduc- 
tion in the Acts of a provision on the lines of the proviso to Section 
9 of the Trade Marks Act 1905 in relation to words other than 
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such as fell within the descriptions in paragraphs 1, 2, 3 and 4 of 
that Section. This proposal is based on a suggestion of Dr. Fox, 
of Canada, made by him in connection with proposals for the 
amendment of the Canadian Trade Marks Act. 
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NOTES FROM THE PATENT OFFICE 
Material Changes in Registered Trade-Marks 
By Katharine |. Hancock* 


Affidavits and specimens filed under Sec. 8 of the Trade-Mark 
Act of 1946, to show that registered marks are still in use, are 
affording constant evidence of the fact that trade-marks do not 
always remain precisely the same in appearance or display. From 
the number of instances in which a specimen presented shows a 
mark which differs considerably from the mark appearing in the 
registration, it would seem to be important to give some considera- 
tion to the questions of acceptable changes in registered marks 
under Sec. 8 of the Act of 1946, of formal amendments in marks in 
registrations under Sec. 7(d) of the Act of 1946, and to the rela- 
tionship between the provisions of Sec. 8 and of Sec. 7(d). 


Most of the trade-marks for which Sec. 8 affidavits are being 
filed at the present time are marks which were registered some 
years ago under the Trade-Mark Act of 1905, and which have 
been published under Sec. 12(c) of the Act of 1946. This helps to 
explain the frequency with which marks as presently used differ 
from the marks shown in the original registrations, for the longer 
a trade-mark is used, the greater is the likelihood that it will 
undergo some change. Mere passage of time alone ordinarily 
brings opportunities for desirable variations and adjustments, but 
the great alteration of selling methods in recent years has speeded 
up the tempo of change tremendously. Direct selling expense, as a 
part of the present high cost of marketing, has helped to bring 
about a kind of revolution in selling methods, which may well be 
compared to the industrial revolution in manufacturing methods. 
Individual packaging, pre-packaging, eye appeal of the package, 
self-service and other like practices have come to be important 
factors in selling. It is necessary for goods to be packaged to 
meet the needs of varying circumstances in many fields and to 
afford an opportunity for the package to carry advertising, eye- 
catching display and the persuasive appeal of word, color and 
design directed to the particular psychology of individuals or 
special groups of customers. The package must sell itself by 
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means of these devices, and selling is not a static task. Change, 
variation, individual approach are imperative.’ In view of such 
circumstances in the marketplace, it is not surprising that many 
owner of trade-marks registered in years past are finding it diffi- 
cult to present specimens today showing the mark in its original 
form. 


The Trade-Mark Act of 1946 recognizes this situation, and it 
contains a provision designed to cope with the problem of changes 
in marks which occur after the mark is registered. The relevant 
portions of Sec. 7(d) of the Act of 1946 state that at any time, upon 
application of the registrant and payment of the fee provided, the 
Commissioner may permit any registration in the Patent Office 
to be amended, provided that such amendment does not involve 
such changes in the registration as to alter materially the char- 
acter of the mark. The purpose of this part of Sec. 7(d) is to 
provide a means by which the register of trade-marks may be kept 
in a current condition reflecting marks as actually in use in trade. 
The statute has provided the opportunity for modification of the 
register in Sec. 7(d), but use of the Section is not compulsory. 
When substantial changes have been made in the mark, registrants 
may avail themselves of this provision of the statute and amend 
their registrations if the marks are altered after registration but 
the change does not materially alter the character of the mark. 

The requirements of Sec. 8, on the other hand, are compul- 
sory, and a registrant must show that the registered mark is still 
in use in order to prevent cancelation of the registration. As a 
result, the questions of the degree of change which is permissible, 
and of whether formal amendment under Sec. 7(d) is necessary 
as a basis for the Sec. 8 affidavit, become crucial. The standard 
set out in Sec. 7(d), that is, a variation may be permitted if it does 
not materially alter the character of the mark, has been adopted 
by the Patent Office in determining whether a changed mark ap- 
pearing on a specimen filed with the Sec. 8 affidavit shows that 
the registered mark is still in use. A general test of whether 
alterations are material under Sec. 7(d) is whether the change is 
of such a nature as to require republication of the mark for oppo- 


1. For a valuable resume of trade-marks and self-service, see The Value of the 
Trade-Mark in Self-Serve Selling, by Jim Nash, 43 TMR 691, August 1953. 





26 THE TRADE-MARK REPORTER Vol. 44 T. M. R. 


sition purposes. Of course, all these standards are procedural, and 
leave unresolved the question of the nature or kind of change 
which is permissible. 

This question was discussed in a recent decision? on petition 
to the Commissioner for review of the action of the Examiner of 
Trade-Marks refusing to accept an affidavit of use under Sec. 8. 
Refusal was based on the ground that the mark as presently used, 
as shown by the specimen attached to the affidavit, differed mate- 
rially from the mark as registered, and it was concluded on the 
basis of the specimen that said mark was not in use. The mark 
consisted of the words PETER PAN enclosed within a fluted oval de- 
sign and designs of two leaves near the perimeter of the oval. The 
specimen filed with the affidavit showed the words PETER PAN, in a 
type somewhat different, but not materially so, from that appear- 
ing in the registration, enclosed within a stylized form of rectangle, 
and the leaves did not appear. The Commissioner said: 

“Obviously, the dominant, and perhaps the only truly 
distinctive, feature of the registered mark is the words PETER 
pan. There can be no doubt that the word feature is still in 


use. The design is considered to be mere background and not 
in any sense an integral part of the trade-mark. 

“A number of trade-marks are being used today with a 
background display different from that shown in the regis- 
tration. This is notably the fact where marks, such as the 
instant one, are used on products sold through self-service 
retail outlets where eye appeal of the package is of great 
importance, and where the setting of the trade-mark is changed 
from time to time for better display. 

“For obvious reasons, it is desirable to amend such regis- 
trations, under the provisions of Section 7(d), eliminating 
abandoned matter which is not an integral part of the mark 
and the elimination of which will not alter materially the 
character of the mark, in order that the registration records 
accurately reflect the existing situation as to the mark actually 
in use.” 


The affidavit under Sec. 8 was accepted. Also, the registrant 
amended the registration eliminating the background material. 
Basically, as the above decision indicates, the question of mate- 


2. Ez parte Petersen §& Pegau Baking Company (Now by change of name, P. F. 
Petersen Baking Company), Registration No. 190,771, 175 Ms.D. 416. 
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rial alteration turns upon two things—what is the essence or 
essential part of a mark, and does the new form retain the same 
identity in the minds of purchasers. Several fairly well-defined 
groups into which marks might fall can be listed, but in each 
situation the type of change which constitutes a material change 
may vary. 
1. Essential elements of marks. 
Words—meaning is almost everything; form has less 
significance. 
Letters and Numbers—meaning is highly significant; 
though form could be important. 
Pictures—both meaning and form could be significant. 
Symbols and Designs—ordinarily these have little mean- 
ing, and when this is so, form is highly important. 
Non-essential elements of marks. 


Form, such as printing type style, color (if not claimed), 
size, obviously insignificant design variations, embellish- 
ments having little or no arbitrary significance. 


Display elements, background design, framework, dress 
of goods, such as are varied from time to time for 
catching attention and increasing sales appeal. 


3. Composite marks, where a number of the above elements 
are combined to form a single mark. 


As to word marks, it is clear that the essence of the mark is 
the word itself, the meaning it conveys as a part of language. The 
form of the word—how it is “displayed”, the nature of the type 
used, the accompanying eye-catching embellishments, whether it 
is written vertically or horizontally—such things do not change 
the meaning of the word nor necessarily keep the customer from 
recognizing the word as the same word seen previously in another 
form. This is also true as to letter marks and number marks, 
although probably to a lesser degree. 


The situation as to picture marks is somewhat different, since 
change in meaning is not so clear-cut as with words. A complete 
change in the subject of a picture is of course a material change 
because of the obvious new meaning, just as changing from one 
word to another is a material change. However, in pictures, form 
may affect the meaning, and although there is no intention to turn 
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to another subject, change in the form of a picture may result in 
a change in the essential meaning conveyed by the picture. For 
example, the change from the form of a young gir] to the form of 
an adult woman, or the change from a typical “little red school- 
house” to a modern streamlined school building. Or, there may be 
recognition value attached to the precise form of a picture, as such, 
so that a change might raise the question, not of any change of 
subject, but of whether recognizable identity with the original form 
has been destroyed. For example, a living figure originally posed 
in natural posture might be abbreviated, or stylized in presenta- 
tion, to a degree which would amount to a material alteration in 
form. 


Symbols and designs usually have no meaning at all, or have 
a specific meaning inherent in the form, so that most changes in 
form destroy the symbol’s significance. For these marks, changes 
in form are highly significant. 


Features of a registered trade-mark which give to it its 
uniqueness, or which the public has come to recognize as an identi- 
fication of source, must be retained, or it is likely to be held that 
the mark shown in the registration has been materially altered. 
This is true of composite marks as well as of marks containing 
only one essential element. Eliminating an essential feature from 
a composite mark is ordinarily regarded as a material alteration. 
However, there may be elements in a mark which are not essential 
parts of the mark, such as style of type, color, size, and these may 
be deleted by amendment. But more important, in today’s type of 
selling, elements of background design, eye-catching dress of 
goods, ornamentation, decorative motifs around word or picture 
marks—features which will change from time to time because they 
are intended to function as selling devices, for attracting attention 
and encouraging choice and purchase—elements not intended to 
function as permanent continuing forms of identification—these 
are really not appropriate in registrations. Once they are regis- 
tered, along with the essential features which have trade-mark 
value, their deletion would not materially alter the essence of the 
mark and they are proper subject matter for amendments under 
Sec. 7(d). 




















Bi ai 







art La oe es 





















Vol. 44 T. M. R. NOTES FROM THE PATENT OFFICE 29 





A second question is whether a change in a mark must be 
reflected in an amendment to the registration under Sec. 7(d) be- 
fore a Sec. 8 affidavit can be accepted. The statute does not give 
the Patent Office authority to compel amendment, and the Office 
has not required that amendment actually be made under Sec. 7(d) 
before accepting an affidavit on a changed mark under Sec. 8. 
Nevertheless, amendment is highly desirable, and owners of marks 
which have been altered subsequent to registration should consider 
amending their marks under Sec. 7(d) whenever the alteration 
does not materially affect the character of the mark. Of course, if 
the change is material, resort to a new application is necessary. 
Owners of trade-marks which are being registered now or which 
will be registered in the future, are in a position where they can 
reduce their registration problems under Sec. 8 and Sec. 7(d) by 
serutinizing their marks carefully to determine what are and what 
are not the essential parts of the marks, in which rights are 
actually being claimed, and by limiting their applications to the 
essential trade-mark features. Accompanying embellishments may 
then be changed as desired without giving rise to questions of effect 
on the registration. 

An underlying purpose of both Sec. 8 and Sec. 7(d) is to 
keep the register of trade-marks in the Patent Office up-to-date—a 
register which reflects marks currently in use—but cooperation 
of registrants is essential in order to realize this objective. 
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NOTES FROM OTHER NATIONS 


Edited by Marcel Deschamps 
Ceylon 
Prohibited Trade-Marks 


The following statement appeared in the September 13, 1953 
issue of the TIMES OF CEYLON: 


“The Government proposes to introduce legislation shortly 
to prohibit the use of religious and racial symbols as trade 
marks. 

The acting Minister of Trade and Commerce, Major Monta- 
gue Jayawickrema, will introduce in the House of Repre- 
sentatives a Bill to amend the Trade Marks Ordinance to 
declare the use of such symbols a penal offence. 

The proposed legislation is the outcome of representations 
made by a number of Buddhist associations to the Minister 
of Trade and Commerce against the use of pictures of the 
Buddha as trade marks for various articles. 

The Government has now decided, on the recommendation 
of the Minister of Trade and Commerce, that the use of any 
religious or racial symbol likely to hurt the feelings of any 
religion or race should not be allowed. 

It is likely that the import of articles carrying such symbols 
will not be allowed. Those found dealing in such articles will 
be liable to be fined according to the proposed legislation.” 


Federation of Rhodesia and Nyasaland 


New Legislation 
Supplementing the Note in 43 TMR 1148, we quote the fol- 
lowing communication from the Registrar of Trade Marks, South- 
ern Rhodesia, to a firm of attorneys in Salisbury: 


“In reply to your letter of the 22nd instant, I have to inform 
you that I have communicated with one of the drafting com- 
mittee of the Federal constitution which is in the course of 
completion and I can offer the assurance that every consider- 
ation will be given to the establishment and maintenance of 
an adequately staffed Patent and Trade Mark Office under 
the Federal Government. 

The existing position in all three territories, under their re- 
spective systems, will remain in force for some time to come 
as it is not intended to make any change in the immediate 
future, but when the time comes for amending legislation to 
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be introduced, ample notice will be given to all concerned in 

order that they may provide accordingly. 

The insertion of the statement which appears as Item 68 in 

the Report of the Civil Service Preparatory Commission of 

1952, can only be described as most unfortunate, and an as- 

surance can be given at once that the Federal Government is 

fully aware of the importance of this branch of the law and 

the probability is that once a Federal Patents and Trade 

Marks Office has been established, the present Trade Marks 

Act of this colony, which is almost identical to the British 

Act of 1938, will be extended to cover the Northern terri- 

tories, and it is likely that a new Patents Act will be intro- 

duced. I consider it unlikely however that any change will 

be made in the next two or three years.” 
Germany (Western Zone) 

Trade Names 

A decision of unusual interest to American trade-mark owners 
was handed down by the highest West German court, the Bundes- 
gerichtshof, on June 9, 1953. It is published, inter alia, in the 
German publication “Wirtschaft und Wettbewerb”, 1953, at page 
629. The case involved the right of one of the largest private 
commercial investigators in Germany to use in connection with 
its firm name the designation “formerly R. G. Dun & Co.” This 
firm was suing for unfair competition another similar German 
concern which did business under the firm name “Auskunftei Dun- 
Europa GmbH”. The latter firm filed a counterclaim to enjoin the 
plaintiff organization from continued use of the designation 
“formerly R. G. Dun & Co.” It appeared that at one time the 
famous American house of Dun & Bradstreet, Inc. had done busi- 
ness in Germany through the plaintiff organization but had sub- 
sequently discontinued this connection and was now associated 
with the defendant concern, whose principal shareholder was a 
man by the name of Dun. In reversing the lower court, the highest 
German tribunal held that the continued use by the plaintiff of 
“vorm. R. G. Dun & Co.” was a form of unfair competition and 
may lead the public to believe that in one way or another there 
was a connection between Dun & Bradstreet, Inc. and the plain- 
tiff’s firm. 

It was specifically held that the word “formerly” or “vorm.” 
was insufficient to permit the continued reference by the plaintiff 
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to its former connection. The Supreme Court said: “The German 
Supreme Court has always held that the continued use of firm 
names, even if they had once been lawfully acquired and used for 
many years, becomes unfair competition and unlawful from the 
time when such use may lead to a deception of the general public.” 

The Court emphasized that in view of the celebrity of the 
name “Dun & Bradstreet”, the legend “formerly R. G. Dun & Co.” 
would easily be overlooked by careless readers and that this legend 
had a significance going beyond a mere statement of a historical 
fact. 


Great Britain 
The Merchandise Marks Act, 1953 
Supplementing our previous notes in connection with the 
above British legislation, 43 TMR 173 and 43 TMR 366, we re- 
print below excerpts from an article which appeared in THE 
TIMES (London) November 11, 1953: 


“The Act... extends the definition (of false trade descrip- 
tions) to descriptions which, though they may be quite true 
as a whole, are likely to be mistaken for something which is 
false or misleading. This might well cover, for example, the 
unobtrusive use of such words as “-type” or “-style,” or the 
marking of stockings NYLON in large letters followed by 
“spliced” in letters so small as to be barely legible. Again, 
something which is not a trade description at all is to be within 
the definition if it is likely to be mistaken for one. To say that 
stockings are “full of fashion” is not a description true or 
false, but it is clearly likely to be mistaken for “fully fash- 
ioned”, which is, and so would probably come within the pro- 
hibition. This principle might also apply to get-up-tartan 
labels on whisky bottles or pictures of grapes on bottles of 
synthetic wine—which is likely to deceive. It will not, how- 
ever, be an offence to use trade marks which were in use before 
July 31 last, even if they contain words or pictures which 
might otherwise have been “false trade descriptions” under 
the new Act. 

The punishments under the Merchandise Marks Acts are 
severe and have been increased by the new Act. They are: on 
summary conviction, £100 fine or four months’ imprisonment 
for the first offence, £250 or 6 months’ for subsequent offences, 
and on indictment two years’ imprisonment or an unlimited 
fine or both. 
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Although the general principle received the support of all 
parties and of industry as a whole, there is a certain amount 
of anxious speculation among manufacturers and particularly 
among their advertising agents or “sales Consultants” as to 
the exact effect of its provisions. The meaning of the Act is 
far from clear. The new Act contains at least one outstanding 
example of obscure drafting, and it is grafted on to a prin- 
cipal Act which the present Lord Chief Justice once described 
as “a most difficult Act to construe”. 

One question in particular which is being asked is how far the 
Acts apply to advertising matter. This question will be of 
much greater importance when the new Act comes into force. 
The 1887 Act says that a description is “applied” if it is 
either physically applied to the goods or their packings, or is 
used in “any manner calculated to lead to the belief that” the 
goods in connexion with which it is used are designated “or 
described by that trade description.” How far and under 
what conditions this applies to advertisements has never yet 
been considered by the higher courts in this country. In 
Canada, however, where an Act similar to the 1887 Act is in 
force, a description in an advertisement published in a news- 
paper was held to be “applied” to the goods referred to. 

An amending Act passed in 1938 provides that, if goods are 
delivered in response to a request made by reference to a 
trade description appearing in an advertisement, they are 
deemed to be “goods in connexion with which the description 
is used.” Thus whether or not a misdescription contained in 
an advertisement can be made the subject of a prosecution 
may depend on whether any one can be proved to have asked 
for the goods by reference, not to the advertisement, but to 
the description in the advertisement. The point may seem 
pernickety to the layman, but it can be of decisive importance 
in determining the law’s: effect. 

The Government spokesmen in Parliament suggested that the 
Act would have little effect on advertising and laid stress on 
the control of actual labels and marks attached to the goods. 
But it may well turn out that the Act will have its greatest 
effect in controlling extravagant claims in Press, poster, and 
perhaps even television advertising.” 


Passing Off 
In John Haig and Company Limited v. Forth Blending Com- 
pany Limited et al., 70 R. P. C. 259, Lord Birnam in the Court of 
Session, Scotland, held: That the use by the Defendant of bottles 
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of a certain shape (called “Three Pinch Decanters” and known 
popularly in Scotland as “Dimple” bottles) caused confusion and 
misled the public into believing that the goods of the Defendant 
were the goods of the Plaintiff and therefore Defendant was en- 
joined from using the said bottles in the United Kingdom. The 
evidence established that several bartenders and their customers 
had been confused and deceived. 


Trade-Marks For Flowers 


In In re Wheatcroft Bros., Ltd., reported December 17, 1953 
by THE TIMES (London), the applicants sought to have expunged 
from the Register eleven trade-mark registrations in the name 
of the respondents in respect of roses. Lloyd-Jacob, J. held: That 
the respondents intended to use each of the marks in respect of 
a different variety of rose, and to have them registered by the 
National Rose Society as the identification name, i.e. the generic, 
non-proprietary name of that variety. Therefore, the alleged 
trade-marks could not have been intended to be used as trade 
marks. Application to expunge granted. 

The question of trade-mark protection for variety names of 
flowers has given considerable concern to our own U. S. courts, 
as evidenced by the case of Dixie Rose Nurseries v. Coe, 131 F.2d 
446 (C.A. D.C. 1942), 33 TMR 12, where it was held that a new 
variety name was not registrable as a trade-mark even during 
the lifetime of the plant patent. The same result has now been 
reached in England, although contrary to our own law, the British 
law does not provide for patent protection for plants. 
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NON-PROPRIETARY NAMES FOR DRUGS 

' MOVING IN iNTERNATIONAL COMMERCE 

Recently the World Health Organization made a move of 
considerable significance to the United States drug industry, by 
revising its procedures for selecting recommended international 
non-proprietary names for drugs. This was done at the Sixth 
World Health Assembly at Geneva last May and at the Twelfth 
meeting of the Executive Board of WHO. This move is the latest 
in the effort of WHO to carry out a program of international 
scope, which helps to protect effectively the generic names of 
important drugs moving in international commerce, and which, 
therefore, need such protection. 

Since space limitations prevent us from carrying complete 
lists of proposed non-proprietary names in The Trade-Mark Re- 
porter, the Editorial Board decided to print regularly references 
to those periodicals carrying the lists in full as they become avail- 
able in order to give this project the widest possible publication. 

The first list of 299 Proposed International Non-Proprietary 
Names and the Procedrre for the Selection of Recommended Inter- 
national Non-Proprietary Names was published in the October 1953 
issue of the Chronicle of the World Health Organization. A copy 
of this publication is on file in the Association’s library where it 
may be consulted by our readers. Most of the names included 
in this list have been published in Bulletins of the Combined 
Trade-Mark Bureau of the American Drug Manufacturers Asso- 
ciation and the American Pharmaceutical Manufacturers Asso- 
ciation. 
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BOOK REVIEWS 


Footprints oF AssurANCE. By Alwin E. Bulau. New York, The 

Macmillan Company, 1953. Pp. XIII, 319. $10.00. 

Fire marks can be likened to service marks and first came 
into use in Europe at the end of the 16th century. They were 
affixed by the fire insurance companies to the buildings insured 
by them and which were, therefore, entitled to the protection of 
the company-owned fire brigades. The importance of the fire 
marks declined and gradually disappeared when fire protection 
became a public responsibility. Subsequently the fire marks were 
used mainly for advertising purposes serving as trade-marks 
for the various fire insurance companies. 

Alwin E. Bulau, who is Assistant Secretary of the Home Life 
Insurance Company, richly illustrates with over 1800 vignettes 
the science of fire marks (signeviery). Each vignette is provided 
with a detailed description. 

The wide use of fire marks enjoyed all over the world as trade 
and service marks makes this book a valuable contribution to the 
history and development of trade-marks. 


Trap—E Marks ann Unratr CoMpeTITION; PrincriPLes AND CaASsEs. 
By James E. Shaw. Boston, Boston College Press, 1952. Pp. 
xxxvi, 706. $8.00. 

This book, as the author states in his preface, “is designed 
primarily to provide a basic working legal background for those 
students in Business Administration Colleges who have elected to 
major in the field of marketing”. As it is written primarily for 
non-law students and as it ambitiously covers the whole field of 
trade-marks and unfair competition, it sacrifices profundity for 
readability. The discussion of each subject is helpfully supple- 
mented by illustrative cases, which comprise 60 percent of the 
book. A good elementary work which will give students and lay- 
men, for whom it is intended, a bird’s eye view of the field, but 
which will be of little help to specialists. 
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JOHN W. SHAW ADVERTISING, INC. v. 
FORD MOTOR COMPANY et al. 


No. 50 C 386—D. C. N. D. Ill., E. Div.—May 8, 1953 


REMEDIES—UNFAIR COMPETITION—SCOPE OF RELIEF 
An idea must be reduced to concrete form in order to qualify as the subject 
of a protectible property interest. It must also be novel or have some elements 
of originality. The creator of the idea must not have revealed its content to 
other persons prior to its disclosure to a prospective purchaser. 
CourTs—MOorTIONs 
Motion for summary judgment must be denied since factual questions of 
novelty and uniqueness of advertising plan and matter of copying of plan raise 
issues of fact which must be determined at a trial. 


Action for breach of contract and infringement of common law copy- 
right by John W. Shaw Advertising, Inc. v. Ford Motor Company et al. 
On defendant’s motion for summary judgment. Motion denied. 


Kirkland, Fleming, Green, Martin & Ellis of Chicago, Illinois for plaintiff. 
Lord, Bissell & Kadyk of Chicago, Illinois, for defendant. 
CAMPBELL, District Judge. 


This is an action to recover damages for an alleged use and copying 
of advertising ideas and material submitted by the plaintiff advertising 
agency to defendant Ford Motor Company. Plaintiff claims that the 
ideas and material were used and copied without authorization in an ex- 
tensive advertising campaign by Ford and J. Walter Thompson Company, 
another agency. 


It is alleged in the complaint that on or about November 12, 1945, 
plaintiff informed Ford that it desired to offer a proposed advertising 
plan, created and prepared by plaintiff especially for Ford, to be used in 
furtherance of the sales of Ford passenger automobiles; that on or about 
November 30, 1945, Ford requested that plaintiff send its representatives 
to the Ford offices at Dearborn, Michigan; that on December 14, 1945, 
pursuant to Ford’s request, the two principal officers of plaintiff went to 
Dearborn, and there presented the advertising plan and some proposed 
advertisements; that said plan and advertisements were new, novel, and 
unique, and were unknown to defendants or any other person before dis- 
closure; that they were reduced to concrete form; that plaintiff’s plan 
involved a new manner of presentation, namely, an appeal to prospective 
purchasers to acquaint themselves with Ford automobiles by physical con- 
tact; that plaintiff’s key phrase or slogan, contained in its proposed ad- 
vertisements, was: “Get the Feel of the Wheel” of the Ford passenger 
automobile, which phrase plaintiff suggested should be used both in its 


37 














38 THE TRADE-MARK REPORTER Vol. 44 T. M. R. 





original form and with variations employing the words “Feel” or “Wheel”; 
that on or about January 15, 1946, Ford advised plaintiff that it did not 
desire to use the proposed plan or advertising material, and that it did not 
desire to use plaintiff’s services in connection with the advertising of Ford 
passenger automobiles; that subsequently, in 1949, Ford caused to be pub- 
lished in various media throughout the United States a series of advertise- 
ments for Ford automobiles which were based directly upon and were 
copied from plaintiff’s proposed plan and advertising materials; and that 
a prominent feature of said advertisements has been the key phrase, or 
slogan: “Take the Wheel—Try the Feel” of the Ford passenger automo- 
bile, which phrase is substantially similar to that proposed by plaintiff. 


The complaint contains eight causes of action. The first three are 
based upon a contract theory, and allege an offer by plaintiff of certain 
advertising ideas, reduced to concrete form, and an acceptance of said 
offer by Ford. The last three causes of action are based upon an alleged 
violation by defendants of plaintiff’s common-law copyright in its intel- 
lectual or literary property. The matter is now before the court on 
defendants’ motion for summary judgment as to each of the eight causes 
of action. 

Each of plaintiff’s claims is grounded upon a property interest in an 
idea. In some of its claims, plaintiff asserts that its interest should be 
protected by implied contract; in other claims, plaintiff shifts to a tort 
theory, and seeks recovery on the basis of plagiarism or piracy of its idea. 
Such a property interest is recognized and protected by the courts, though 
recognition was extended less than two decades ago, and the protection is 
qualified by certain rigorous requirements. Liggett & Myers Tobacco Co. 
v. Meyer, 101 Ind. App. 420; Ryan & Associates v. Century Brewing Ass’n, 
185 Wash. 600; Stanley v. Columbia Broadcasting System, 35 Cal.2d 653; 
Matarese v. Moore-McCormack Lines, 158 F.2d 631; Belt v. Hamilton 
National Bank, 108 F.Supp. 689. Since courts could not define and enforce 
a right in an abstraction, it is uniformly held that an idea must be reduced 
to concrete form in order to qualify as the subject of a protectible property 
interest. Bowen v. Yankee Network, 46 F.Supp. 62. It is also required that 
the idea be novel, or that it have some elements of originality. Liggett & 
Myers Tobacco Co. v. Meyer, supra. And, finally, the creator of the idea 
must not have revealed its content to other persons prior to its disclosure to 
a prospective purchaser. Luweddecke v. Chevrolet Motor Co., 70 F.2d 345; 
Hampton v. La Salle Hat Co., 88 F.Supp. 153 [40 TMR 30]. 

Defendants urge this court to hold that plaintiff’s advertising plans 
were neither novel nor concrete, and that plaintiff’s voluntary disclosure of 
its plans to Ford in December 1945 destroyed whatever protectible interest 
plaintiff may have had. Further, defendants ask the court to hold that the 
materials used in the 1949 advertising campaign by Ford and the Thomp- 
son agency were not based upon or copied from the plans submitted by 
plaintiff. Of course, these contentions raise issues of fact. The issue of 
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novelty, for example, is of paramount importance in at least five of the 
eight causes of action; and it is clear that this issue, if genuine, must be pre- 
served for determination by a jury. Dezendorf v. Twentieth Century-Fox 
Film Corp., 99 F.2d 850. The same may be said of each of the other issues 
raised by defendants’ motion. Belt v. Hamilton National Bank, supra. 


This court cannot now decide any issue of fact. In disposing of this 
motion for summary judgment, the court’s sole function is to determine 
whether or not any genuine issue of fact has been raised for trial. The 
court must assume that each of the allegations in the complaint is true; 
and all the pleadings must be construed in a manner most favorable to 
plaintiff. Hazeltine Research v. General Electric Co., 183 F.2d 3; Purity 
Cheese Co. v. Frank Ryser Co., 153 F.2d 88 [36 TMR 45]; Furton v. City 
of Menasha, 149 F.2d 945. 


After a review of the pleadings, and the affidavits and deposition sub- 
mitted by defendants, the court is convinced that the merits of this case 
cannot be adjudicated before trial. Any decision at this time would be 
based in large measure upon the answers to two questions: Was plaintiff’s 
advertising plan novel and unique?, and, if the answer is in the affirma- 
tive, Was the advertising plan later used by defendants based upon and 
copied from plaintiff’s plan? In order to answer these questions, the 
court must compare a series of advertising slogans and pictures. Such 
a comparison, and the resultant findings of fact, must be made at a 
trial, and not on a motion for summary judgment. Albert Dickinson Co. v. 
Mellos Peanut Co., 179 F.2d 265 [40 TMR 107]; Arnstein v. Porter, 
154 F.2d 464. 


For the reasons stated in this memorandum, the motion of defendants 
for summary judgment as to each of the causes of action is denied. 


Q-TIPS, INC. v. JOHNSON & JOHNSON 
Nos. 10988-9—C. A. 3—June 26, 1953 


TRADE-MaRK AcT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 
Q-TIPS is not descriptive of cotton-tipped applicators. 

TRADE-MarK Act oF 1946—REGISTRABILITY—GENERIC TERMS 
Q-TIPS is not a generic term for cotton-tipped applicators. 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—COLORABLE IMITATION 
Q-TIPPS for cotton-tipped applicators is infringed by JOHNSON’S COTTON 


TIPS for similar goods. 
REMEDIES—INFRINGEMENT—BASIS OF RELIEF—GENERAL 
One element to be considered in deciding whether there is confusing similarity 
is the intent of the actor who adopts the designation. 
REMEDIES—INFRINGEMENT—SOOPE OF RELIEF—INJUNCTION 
No relief other than injunctive may be given where there is no showing that 
plaintiff’s business has been hurt or that the defendant has made a profit out of 
the infringement. 


Action for trade-mark infringement by Q-Tips, Inc. v. Johnson & 
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Johnson, plaintiff appeals from judgment for plaintiff, both parties appeal. 

Affirmed. 

Case below reported at 43 TMR 64. 

Shanley, Congleton & Fisher of Newark, New Jersey and W. Brown 
Morton and Stanton T. Lawrence, Jr. of New York, N. Y. for plaintiff, 
appellant-appellee. - 

Kenneth Perry of New Brunswick, New Jersey and Stewart W. Richards, 
of New York, N. Y. for defendant, appellant-appellee. 

Before GoopricH, McLAuGHLIN and KaLopner, Circuit Judges. 

Goopricu, Circuit Judge. 

This case is based on trade mark infringement. The plaintiff is the 
owner of the registered trade mark Q-t1ps. The defendant manufactures 
and sells JOHNSON’S COTTON TIPS. This, the plaintiff says, is a violation 
of its trade mark. The district court agreed and filed a thoroughly con- 
sidered opinion which sets out all the facts We shall repeat only those 
necessary for our discussion of the case. 

The litigation is less complicated than would appear from a first read- 
ing of the numerous briefs. In the stubbornly contested lawsuit, with both 
parties represented by competent and experienced counsel, each has en- 
gaged in what is called in criminal court “throwing the book” at the other. 

We may postpone again, as we have before, the issue whether we may 


build up our controlling law from federal precedent or must look to state 
law and if so where.2 The parties are properly in federal court either 
by diversity of citizenship* or by provisions of the Lanham Act.* We have 
not been referred to nor have we found a split of authority between federal 
and state rules to compel us to make the choice just mentioned. 


The case may be simplified also by eliminating several other questions. 
In the first place there is no packaging of the defendant’s goods in such 
a way that they may be mistaken, by reason of their appearance, for those 
of the plaintiff. The colors of the two competitors’ packages are different. 
The defendant features the name Johnson on this as upon many other 
preparations put out by it in the bandage and allied fields. It is true that 
each package has on it a picture of crossed sticks with cotton wound about 
them at both ends. But we agree completely with the district judge that 
there is no such similarity in packaging that will serve as a basis of any 
charge of “palming off.” 


Nor is there anything in the suggestion that the so-called “dilution” 


1. 108 F.Supp. 845, 860-871 [43 TMR 64] (D.N.J., 1952). 

2. Campbell Soup Co. v. Armour & Co., 175 F.2d 795 [39 TMR 566] (1949), cert. 
den, 338 U.S. 847 (1949). See also Steele v. Bulova Watch Co., 344 U.S. 280 (1952) 
= TMR 57); Hyde Park Clothes v. Hyde Park Fashions, 204 F.2d 223 [43 TMR 934], 
(C.A. 2, 1953). 

3. Plaintiff is a New York corporation, defendant is a New Jersey corporation, 
and the amount in controversy exceeds $3000. 

4. 15 U.S.C.A. § 1121. 
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doctrine has a point in this case. This is not a situation where a man has 
a trade mark for an umbrella and raises the question whether another 
manufacturer may use a similar trade mark for a mouth wash.5 The 
ordinary rules of unfair competition and trade mark infringement are 
sufficient to protect one from competitors, and plaintiff has no need to 
resort to the “dilution” doctrine here. 


We shall not discuss here points raised by the defendant charging the 
plaintiff with misconduct which disentitles it to equitable relief under the 
clean hands doctrine. Insofar as those issues are present in the pending 
patent case between the present litigants they will be discussed there. For 
the purpose of the case now being considered we refer to and adopt the full 
explanation given by the district judge in which he found that this defense 
was not available against this plaintiff.® 

The issues in the case, we think, get down to three. The first is 
whether the plaintiff has a trade mark, for which it is entitled to legal 
protection, in the use of the term Q-Trps to designate a wooden stick with 
a cotton twist at each end. If this question is answered in the affirmative, 
the next question is whether the defendant has infringed that trade mark 
by its selection of the name JOHNSON’S COTTON Tips. If, in turn, this ques- 
tion is answered in the affirmative, then the remaining issue is whether 
the district court was correct in giving the plaintiff an injunction but 
declining to order an accounting of profits and damages. 


It is worth pointing out, at the start of our discussion, that we are in 
a field where the tendency of the law “has been in the direction of en- 
forcing increasingly higher standards of fairness or commercial morality 
in trade. The tendency still persists.” Restatement, Torts, Volume III, 
page 540. In any situation where the law is in the growing stage it is not 
to be expected that the advance in all courts will be simultaneous. Further- 
more, when the final outeome on a given set of facts may vary, not with 
the legal concepts involved, but their application to particular states of 
fact, the pattern is inevitably less clear than in cases where a definite rule 
is to be applied. 
A trade mark is defined in-Section 715 of the Restatement of Torts 
as follows: 
“A trade mark is any mark, word, letter, number, design, picture 
or combination thereof in any form of arrangement, which 
“(a) is adopted and used by a person to denominate goods 
which he markets, and 
“(b) is affixed to the goods, and 
“(e) is not, except as stated in §§ 720-722, a common or 
generic name for the goods or a picture of them, or a geographical, 
personal, or corporate or other association name, or a designation 


5. See Alfred Dunhill of London v. Dunhill Shirt Shop, 3 F.Supp. 487 (8.D.N.Y., 
1929) ; Stork Restaurant v. Sahati, 166 F.2d 348 [43 TMR 431] (C.A. 9, 1948). 
6. 108 F.Supp. at 867-871 [43 TMR 64]. 
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descriptive of the goods or of their quality, ingredients, properties 
or functions, and 

“(d) the use of which for the purpose stated in Clause (a) is 
prohibited neither by legislative enactment nor by an otherwise 
defined public policy.” 


We take it that there is no doubt that Q-Tips is a proper trade mark 
unless it falls within clause (c) of the cited material as either a generic 
name for the goods or a designation descriptive of them. The defendant_ 
urges both points. The plaintiff, it must be said, gave some support to the 
defendant’s theory that Q-Tres is a generic term by putting out, for a 
limited period of time, a kit of baby toilet preparations under the general 
designation Q-THINGS. In the kit were items named Q-TALC, Q-SOAP, Q-OIL, 
Q-CREAM, and Q-Trps. But this was soon given up. Our conclusion is 
firmly that Q-Trps is not a generic name for goods and so does not fall 
within case of the “aspirin” type.” 

Is the name Q-Trps descriptive? Here the dogma is that if the trade 
mark term is merely “suggestive” it may be a valid trade mark. If it is 
“descriptive” it will not do. These two terms are very much like the words 
“cause” and “condition” in negligence cases. If a contributing factor is 
not close or large enough to be called “cause” then it is characterized as a 
“eondition” and is not an element in building up a case of liability against 
a defendant. So here; if we characterize the term as “descriptive,” then we 
have no trade mark. It is pretty clear that the two terms are not mutually 
exclusive. There must be some description in almost any suggestion or the 
suggesting process will not take place. So what we have in any trade mark 
ease is a matter of judgment as to what side of the line the question mark 
falls upon. It is desirable to protect a trader who has built up public 
association with a product under his trade mark from having his business 
taken by somebody else. It is also desirable to keep the channels of expres- 
sion open by not giving protection to people who go out and take ordinary, 
descriptive words and then claim something like a property right in them. 

The “Q” part of the plaintiff’s mark is satisfactory enough. This is 
true whether it is taken as an arbitrary symbol or taken, in connection with 
the second word, to give the loathsome adjective “cute” in front of the 
word “tips” “Tips,” obviously, is a regular dictionary word. It means 
“the pointed or rounded end or extremity of anything.” The wood sticks, 
which with their cotton ends make Q-TIps, are rounded by the machine- 
applied cotton at each end. But this is a fanciful use of the term. The 
standard medical and surgical dressing talk for gadgets of this kind would 
be a “swab,” which is a “bit of sponge, cloth, absorbent cotton, or the 
like, for applying medicaments to a sick person or animal, or for removing 

7. The relevant sections of Restatement, Torts, are § 721 and § 735. For cases of 
generic names see Bayer Co. v. United Drug Co., 272 F. 505 (8.D.N.Y., 1921) ; Dupont 
Cellophane Co. v. Waxed Products Co., 85 F.2d 75 [26 TMR 513] (C.A. 2, 1936), cert. 


den. 299 U.S. 601 (1936); Kellogg Co. v. National Bisouit Co., 305 U.S. 111 [28 TMR 
569] (1938). 





Vol. 44 T. M. R. Q-TIPS v. JOHNSON & JOHNSON 43 


tenacious discharges from the mucous membranes * * *”; or “applicator,” 
which is “a device for applying medicine to the nose, throat or other 
cavity * * *” When Johnson and Johnson called their sticks with cotton 
wrapped around the end COTTON-TIPPED APPLICATORS they were using a term 
as descriptive as that of “tenpenny nail.” We shall speak later of what we 
think happened when they moved to coTToN TIPs instead. 


We have then in this case a two syllable trade mark. The first, “Q,” 
purely arbitrary and fanciful; the second closer to being descriptive but 
still used even in ordinary parlance, in an unusual way. Combined they 
constitute a trade mark which is the subject of protion by the law.® 


The second question is whether the defendants have infringed the 
plaintiff’s trade mark by their use of the term JOHNSON’S COTTON TIPS. 
Here it is worth pointing out that “The issue of confusing similarity is an 
issue of fact as to the probable or actual reactions of purchasers.’”® This 
fact has been determined by the trial judge, and as a determination of 
a question of fact it is entitled to great respect under F. R. C. P. Rule 
52(a). We think the evidence is not only sufficient to support the con- 
clusion but that it is strong enough so that it does not need the protection 
of the “clearly erroneous” clause of the rule mentioned. 


One of the elements to be considered in deciding whether their is con- 
fusing similarity is the intent of the actor who adopts the designation.!® 
It is interesting to note, on this phase of the matter, the development of 
COTTON TIPS by defendant. It formerly put out a product called corron- 
TIPPED APPLICATORS. These were sold to hospitals and physicians’ offices. 
The term was descriptive and non-appealing. They could also be called 
swabs, but the definition of that term already quoted shows the unesthetic 
connotation that goes with the use of the term. So the defendant submitted 
the matter to its advertising agency, a large, experienced and well estab- 
lished concern. The evidence shows a list of dozens of names suggested 
by various employees, many of which are arbitrary, fanciful and com- 
pletely unlike anything suggested by the plaintiff’s product. But in the 
end defendant’s top management came up with the name under discussion 
“Cotton Tips.” : 

It is quite clear why, with all the possibilities open to it, defendant 
made this choice. “Tips” had never been used as part of a trade mark for 
this product until plaintiff coined Q-T1ps. The numerous competitors in 
the field had got along well enough without using the word, and still do 
so. It ean searcely be said that “tips” is a reasonably necessary word to 
describe the product to the public. Whenever a competitor sought to use 


8. The validity of a trade mark is to be determined by viewing it as a whole. 
Even if each work of a mark is descriptive, the combination may still be fanciful. See 
Franklin Knitting Mills v. Fashionit Sweater Mills, 297 F. 247 (8.D.N.Y., 1923); W. G. 
Reardon Laboratories v. B. & B. Exterminators, 71 F.2d 515 (C.A. 4, 1934). 

9. Restatement, Torts § 728, comment a. See § 729 as to the factors which are 
to be considered in determining confusing similarity. 

10. Restatement, Torts, §729(b). 
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“tips,” plaintiff compelled him to stop. An injunction was obtained against 
TWIN-TIPS in Q-Tips, Inc. v. Glickston, 27 F.Supp. 948 (E.D.N.Y., 1939). 
The Mennen Company voluntarily abandoned Tips ror tots when plaintiff 
objected. The only exception is the use of “tips” by Canadian firms, one 
of which appears to be the same competitor who was enjoined in the 
Glickston case. 


Q-TIpPs has enjoyed tremendous popularity. When defendant entered 
the field plaintiff was making 90% of the prepared swabs in the United 
states. The evidence is convincing that defendant made its choice of 
COTTON TIPS in order to come as close as it thought legally possible to 
Q-Tips and bask in the reflected popularity of plaintiff’s name. 


We do not mean to stress this particular factor of intent to the ex- 
clusion of others to be considered. We think as one runs through the list 
as set out in the section of the Restatement quoted, and checks each one 
with the evidence here, that complete support may be found for the con- 
clusion that there was infringement. 


While citations of individual cases can only help show the general 
pattern and not help very much in the particular case under consideration, 
we think that the citation of a few will be helpful in showing that the 
conclusion here does follow that general pattern. See deCordova and 
Others v. Vick Chemical Co., decided by the Privy Council of the House of 
Lords, March 15, 1951, reported in Vol. LX VIII Rep. Pat., Des. & TM Cas. 
103 (vaPorus for a medicated ointment held neither descriptive nor generic 
in popular thought, even though product technically known as a vapour 
rub, and infringed by vaPour ruB); W. G. Reardon Laboratories v. B. & B. 
Exterminators, 71 F.2d 515 (C.A. 4, 1934). (mousr seEp for a rodent 
poison composed of poisoned seeds held fanciful and infringed by B. & B. 
MOUSE SEED): Telechron v. Telicon Corp., 198 F.2d 903 [42 TMR 832] 
(C.A. 3, 1952) (TELEcHRON for radio and television sets held fanciful, 
though composed of two well-known Greek stems, and infringed by TELI- 
con); Western Oil Refining Co. v. Jones, 27 F.2d 205 (C.A. 6, 1928) 
(SILVER FLASH for gasoline held fanciful, though “flash” regarded in the 
trade as descriptive, and infringed by SUPER-FLASH); Wonder Mfg. Co. v. 
Block, 249 F. 748 (C.A. 9, 1918) (aRcH BUILDER for shoes held distinctive 
because used in a secondary sense of the words, and infringed); Holt v. 
Metropolitan Refining Co., 9 F.Supp. 662 [25 TMR 234] (E.D.N.Y., 
1935) (Rust-I-cipE for a rust remover held fanciful and infringed by 
RUSTICIDE). But as already indicated, the authorities do not always speak 
in the same tones when applying undisputed law to varying states of fact. 
See, for instance: Thomas Kerfoot & Co. v. Louis K. Liggett Co., 67 F.2d 
214 (C.A. 1, 1933) (vaPex for an inhalant not infringed by vapurE because 
vAP- descriptive and -Ex is dissimilar from -uRE): James Heddon’s 
Sons v. Millsite Steel & Wire Works. 128 F.2d 6 (C.A. 6, 1942), cert. den. 
317 U.S. 674 (1942) (HEap-on BassER for fish bait not infringed by mi- 
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b 


SITE BASSOR because the similar part, “basser,” is descriptive) ; Pepsi-Cola 
Co. v. Krause Bottling Co., 92 F.2d 272 [27 TMR 734] (C.A. 4, 1937) 
(PEPSI-COLA not infringed by PEP-OLA because PEP is descriptive and the 
two are not confusingly similar). 

Defendant makes the further point that it uses corron Tips not as a 
trade mark but descriptively to tell purchasers what is in the box. There- 
fore, it argues, it comes within 15 U.S.C.A. § 1115(b) (4) which embodies 
the rule that, regardless of the validity of a plaintiff’s mark and the con- 
fusing similarity to it of words used by defendant, there is no infringe- 
ment if defendant uses the words not as a trade mark but only descrip- 
tively. Defendant tried its best to make it look as if it used corron TIPS 
descriptively. It did not claim the words as a trade mark and made no 
effort to register them as such. Instead it endeavored to create a descrip- 
tive or generic use of the name and to carry the plaintiff’s name along with 
it in such uses. It changed the description of what it had formerly called 
COTTON-TIPPED APPLICATORS in all its trade literature, price lists, and so on, 
to COTTON TIPS and embarked on a campaign to persuade its employees 
that the name of the product was coTTon Tips. We do not think it suc- 
ceeded, and neither did the district court. 

The third question is what relief does the plaintiff get? The court 
gave the plaintiff injunctive relief but denied its demand for accounting 
of profits and damages. The reason for this was that the evidence as to 
cost of marketing the defendant’s product, and the testimony of the plain- 
tiff itself showing that there had been no decisive decline in its business, 
convinced the court that such an investigation would be useless. In other 
words the plaintiff had suffered no loss, the defendant had made no profits, 
and the plaintiff would get full protection if the defendant stopped the for- 
bidden practice. These considerations, which we treat as findings although 
they were not formally designated as such, quite distinguish our problem 
here from that in our current decision of Century Distilling Company v. 
Continental Distilling Corporation, — F.2d — (C.A. 3, 1953). 

The question as to recovery of profits and damages has been several 
times before the Supreme Court. The relevant citations are: Champion 
Spark Plug Co. v. Sanders, 331 U.S. 125 [37 TMR 323] (1947); Misha- 
waka Mfg. Co. v. Kresge Co., 316 U.S. 203 [32 TMR 254] (1942); Straus 
v. Notaseme Co., 240 U.S. 179 (1916); Saxlehner v. Siegel-Cooper Co., 
179 U.S. 42 (1900) #2 

We think the Supreme Court’s discussion adds up to the proposition 
that if there is no showing that the plaintiff’s business has been hurt or 
that the defendant has made profit out of the infringement, there is no 
eall for relief other than that given by injunction. We think that rule 
fits this ease. If the plaintiff had other evidence that indicated something 
else, he is too late if he kept it for a second bite of the cherry. 


11. See also Restatement, Torts, §§ 745-748. 
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The judgment of the district court will be affirmed in appeals No. 
10,988 and No. 10,989. 


THE INDEPENDENT NAIL AND PACKING COMPANY, INC. 
v. STRONGHOLD SCREW PRODUCTS, INC. 


No. 10808—C. A. 7—July 9, 1953 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—COLORABLE IMITATIONS 

Infringement may be found where one adopts a trade-mark so like another 
that an average buyer, without a very definite recollection as to the real mark, is 
likely to become confused or misled. 

A side-by-side comparison is not the test for determining confusing similarity 
of marks. 

REMEDIES—INFRINGEMENT—BaSIS OF RELIEF—IN GENERAL 

Defendant which adopted logotype emphasizing STRONGHOLD with full 
knowledge of plaintiff’s registered trade-mark featuring same word did so at 
its peril. 

TRADE-MARK AcT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 

Although STRONGHOLD is suggestive of an attribute of plaintiff’s nail, 
it is not descriptive thereof. 

Defendant is in a weak position to assert that STRONGHOLD is a descriptive 
word invalidating plaintiff’s trade-mark, for when this litigation threatened, 
defendant registered its logotype featuring STRONGHOLD in 46 states. 

UnFrain COMPETITION—BaSIS OF RELIEF—IN GENERAL 

In Illinois palming off is no longer necessary to sustain a cause of action 
for unfair competition; test is whether adoption and use of name by defendant 
is likely to cause confusion in the trade as to the source of the products, or is 
likely to lead the public to believe that defendant is in some way connected with 
plaintiff. 

REMEDIES—INFRINGEMENT— DEFENSES 

Delay of about five years in protecting use of STRONGHOLD by defendant 
was not sufficient to make plaintiff guilty of laches, where it appears that there 
was no confusion among customers. Defendant was promptly notified by plaintiff 
of alleged infringing use shortly after defendant had changed its corporate name 
to STRONGHOLD SCREW PRODUCTS, INC. 

REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—INJUNCTION 
‘ Mere delay in bringing suit ordinarily does not affect right to an injunction 
against further use of an infringing trade-mark, but may affect right to damages. 


Appeal from District Court for Northern District of Illinois, Perry, J. 

Action for trade-mark infringement and unfair competition by The 
Independent Nail and Packing Company, Inc. v. Stronghold Screw Prod- 
ucts, Inc. From judgment for dismissing complaint, plaintiff appeals. 
Reversed. 


Case below reported at 43 TMR 182. 
Thomas F. McWilliams of Chicago, Illinois and Herbert A. Baker of 
Boston, Massachusetts, for plaintiff-appellant. 


Casper W. Ooms and Robert C. Williams of Chicago, Illinois for defendant- 
appellee. 


Before Durry and Linp.ey, Circuit Judges, and Brige.z, District Judge. 
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Durry, Circuit Judge. 

In this action plaintiff charges the defendant with appropriating 
plaintiff’s trade mark STRONGHOLD by including STRONGHOLD in its corporate 
name and applying STRONGHOLD to a line of goods, which plaintiff claims 
is similar to that made and sold by it. The complaint also charges defend- 
ant with unfair competition. 


After a trial the district court dismissed the complaint on the ground 
that plaintiff’s registered trade mark sTRONGHOLD was not infringed; that 
the trade mark STRONGHOLD is descriptive, and that plaintiff did not 
establish a secondary meaning for it; that Lllinois law on unfair competi- 
tion requires proof of palming off of its goods by the defendant, and that 
such proof was not made; and finally that plaintiff was not entitled to 
relief because of laches in filing this suit. 107 F.Supp. 969 [43 TMR 182]. 


For many years plaintiff has been engaged in the manufacture and 
sale of a wide line of fastener products, such as nails of various types, 
screws, escutcheon pins and the like. Prior to 1934 the composition shingle 
industry was having difficulty in finding suitable fasteners to hold new 
shingle coverings in place on old walls. The conventional smooth shank 
nails were then in use and the contraction and expansion of shingles 
on a wall often caused such nails to loosen and pop out. 


In 1934 plaintiff designed and produced a nail with a series of 
annular ribs about the shank, which it designated as its Stronghold nail, 
and which did not become loosened by the expansion and contraction of 
the material into which it had been driven. It could be readily driven 
with a hammer, and was described by plaintiff as “The One-Way Nail.” 
Plaintiff began an advertising campaign in 1934 to popularize its new 
product. In 1935 plaintiff mailed about 130,000 pieces of direct-to-customer 
advertising. In 1936 this number was doubled, and in 1937 and 1938 
the direct mail advertising was further intensified. 


At first plaintiff sold its Stronghold nail primarily to the roofing and 
building industry, but later it came to be used by many industries. For 
instance, as early as 1942 it was widely distributed in the shoe industry by 
the United Shoe Machinery Co. At the date of the trial plaintiff’s products 
encompassed almost the entire field of metallic fasteners. In 1951 plain- 
tiff’s total volume of business was $4,834,000. In that year the sale of its 
products in the Stronghold brand amounted to $2,275,000. 


From the date when the word STRONGHOLD was first adopted by plain- 
tiff and ever since, all containers enclosing the annularly threaded nails 
have been marked at its factory with the name sTRoNGHOLD. Likewise 
invoices and letterheads have included the word “Stronghold.” Since 1942, 
when plaintiff acquired a postage meter stamp, in connection with which 
a slogan plate on which the words, STRONGHOLD NAILS HOLD FOREVER, was 
used, most envelopes emanating from plaintiff's plant have borne that 
slogan. 
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As early as July 1, 1936, plaintiff began the use of a design com- 
prising a representation of a castle or stronghold, enclosed in a triangular 
frame, two sides of which are formed by representations of its annularly 
threaded Stronghold nail. A decorative ribbon extends from either side of 
the triangle and bears the words, “They Hold Forever.” The bottom side of 
the triangle bears the word STRONGHOLD above the word “Nails.” 

In 1938 plaintiff applied for registration of this design as its trade 
mark. During the prosecution of the application for registration, the 
Patent Office required plaintiff to disclaim certain descriptive material, 
such as the representation of a nail, the word “Nails,” and the phrase, 
“They Hold Forever.” No disclaimer was required as to the word STRONG- 
HOLD, and on May 16, 1939, trade mark registration No. 367,448 was 
granted to plaintiff. After the grant of the trade mark registration plain- 
tiff customarily used the trade mark in the form shown in the registration, 
but to some extent it also used the word STRONGHOLD alone. 

In the early 1930’s defendant’s predecessor operated under the name 
of Sackheim Brothers Corporation. In 1936 its name was changed to Manu- 
facturers Screw and Supply House, and in 1940 to Manufacturers Screw 
Products. Defendant’s first use of the word STRONGHOLD as applied to its 
products was in October, 1938. Defendant concedes that as early as Jan- 
uary 9, 1940, it was aware of plaintiff’s srroNGHOLD trade mark and its 
registration. In 1940 defendant began the use of the name STRONGHOLD in 
a design in which the word STRONGHOLD appears to be threaded on a bolt 
and the words “Serew Products” are printed on a washer into which the 
bolt appears to be threaded. This use, referred to in the testimony as 
logotype, appeared on defendant’s letterheads, business forms and cata- 
logues, but the company’s name, Manufacturers Serew Products, also ap- 
peared prominently. 

In the summer of 1946 Manufacturers Screw Products changed its 
name to Stronghold Screw Products, Ine. Letterheads and other business 
forms were changed to show the new corporate name in bold type. Plaintiff 
notified defendant on November 27, 1946, that the use of the word sTRONG- 
HOLD by the defendant was causing confusion in the trade and damage to 
the plaintiff. Defendant did not desist, and this action was commenced on 
April 26, 1948. 

Defendant denies that it manufactures nails and refers to itself as a 
“serew, nut and bolt manufacturer.” However, both plaintiff and defend- 
ant contact the same prospective customers through direct mail advertising, 
listing in trade magazines, and in directories customarily used by purchas- 
ing agents. Defendant circulates its catalogue to plaintiff’s customers. 
Plaintiff’s products are used for many of the same purposes for which 
defendant sells its products. 

In ascertaining whether “principles of old-fashioned honesty” were 
followed (See: Jewel Tea Co., Inc. v. Kraus, 7 Cir., 187 F.2d 278, 282 
[41 TMR 134]; Radio Shack Corp. v. Radio Shack, Inc., 7 Cir., 180 F.2d 
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200, 206 [40 TMR 211], it is significant that in 1947 or 1948 defendant 
listed itself as a nail manufacturer in the Thomas Register, which publica- 
tion was described as the “purchasing agents’ Bible.””’ Mr. Sackheim con- 
ceded on the trial that defendant does not manufacture nails, and that to 
so deseribe defendant in the Thomas Register was a misrepresentation. 

The district court held there was no infringement of plaintiff’s regis- 
tered trade mark, stating that plaintiff’s and defendant’s logotypes in 
their respective combinations have no resemblance to each other and that 
the only similarity between them that he could find was the use of the 
word STRONGHOLD. The court apparently gave no weight to the fact that 
STRONGHOLD is the most prominent word in defendant’s mark while stRoNG- 
HOLD NAILS are the most prominent words appearing in plaintiff’s mark. 


It is well established that in order to constitute infringement it is not 
necessary to copy an entire trade mark. Nims on Unfair Competition and 
Trade Marks, 4th Ed., Vol. I, page 678, states: “A corollary to the doctrine 
that there may be an infringement though only a part of the trade mark 
has been appropriated is the rule that ‘* * * the imitation need only be 
slight if it attaches to what is salient, * * *.’ * * * An unfair competitor 
need not copy the entire mark to acomplish his fraudulent purpose. It is 
enough if he takes the one feature which the average buyer is likely to 
remember.” This court stated the test as follows: “Whether there is an 
infringement of a trade mark does not depend upon the use of identical 
words, nor on the question as to whether they are so similar that a person 
looking at one would be deceived into the belief that it was the other; but 
it is sufficient if one adopts a trade name or a trade mark so like another in 
form, spelling, or sound that one, with a not very definite or clear recollec- 
tion as to the real trade mark is likely to become confused or misled.” 
Northam-Warren Corp. v. Universal Cosmetic Co., 7 Cir., 18 F.2d 774, 
775.2 


A side by side comparison is not the test for determining confusing 
similarity of trade marks. Albert Dickinson Co. v. Mellos Peanut Co. of 
Illinois 7 Cir., 179 F.2d 265, 269 [40 TMR 107]. 

Defendant was the late comer in the adoption of the word stRONGHOLD. 
Defendant’s first use of it was four years after plaintiff had applied it to 
its new type nail and began its aggressive advertising campaign featuring 
the word stroncHoLD. Defendant adopted its logotype emphasizing the 
word STRONGHOLD with full knowledge of plaintiff’s registered trade mark 
which featured the same word. It did so at its peril. 


Defendant asserts and the district court found that the word strona- 
HOLD was descriptive, and referred to the superior holding power of plain- 
tiff’s nail with the annular thread. The court also found that throughout 
the years plaintiff used the STRONGHOLD designation in connection with only 


1. Cited with approval in Queen Mfg. Co. v. Isaac Ginsberg and Bros., Inc., 8 Cir., 
25 F.2d 284, 287. 
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one of its products, to wit, the nail with the annular thread. We think these 
findings are clearly erroneous. 

Although the word STRONGHOLD is suggestive of one of the attributes 
of plaintiff’s nail with the annular thread, it is not descriptive of a nail, 
let alone that type of nail. A person unaware of the particular product 
or the manufacturer, upon seeing or hearing the name STRONGHOLD, would 
find it virtually impossible to identify the product to which it might have 
been applied. The label srroNGHOLD on a carton, with no other words to 
designate the contents, would never reveal that such contents were nails 
of a particular type. 

It is true that the plaintiff first used the term in connection with its 
new nail which solved a serious problem in the composition shingle indus- 
try. It is also true that this nail was usually featured in plaintiff’s adver- 
tising by the name sTRONGHOLD often appeared in such advertising in 
letters several times larger than used in any other words in the advertise- 
ment. In its advertising the word STRONGHOLD was always given great 
prominence. Frrthermore, on labels such as plaintiff’s Exhibit 105, the 
word STRONGHOLD was used in connection with “Wood Heel Nail,” and in 
plaintiff’s Exhibit 140 in connection with the words “Drive Screws.’”” 

Of course no one has a right to pre-empt a word which has been 
commonly used to designate and identify the product to which it is 
applied. However, a trade mark may consist of a word or words suggestive 
of the character of the goods or the properties which the owner of the 
mark wishes the public to attribute to them, such as HOLEPROOF (Holeproof 
Hosiery Co. v. Wallach Bros., 172 F. 859), and be valid. In fact defendant 
is in a weak position to assert that STRONGHOLD is a descriptive word 
invalidating plaintiff’s trade mark for, when this litigation threatened, 
defendant in 1947 registered its logotype featuring STRONGHOLD in 46 
States of this country. We hold plaintiff’s trade mark is not invalid because 
of being descriptive. 

The district court found there was no confusion in the trade because 
of defendant’s use of the STRONGHOLD logotype. The Court did not make 
a finding as to the effect of defendant’s use of the name STRONGHOLD as a 
part of its corporate name, except as might be implied from the finding 
that there was no confusion in the minds of purchasers of plaintiff’s and 
defendant’s products. 

It is not necessary to show actual cases of confusion since the test under 
the statute (15 U.S.C.A., See. 1114 (1)) is likelihood of such confusion. 
Admiral Corp. v. Penco, Inc., 2 Cir., 203 F.2d 517, 520 [43 TMR 616]. 
However, the testimony in the case at bar abundantly proved that actual 
confusion existed. Witness after witness, such as the purchasing agent of 
Rubberoid Company and a Serew Machine Products salesman and others, 


2. These are a type of threaded nail which are hammered into place, rather than 
screwed into wood as screws are, and they can be withdrawn with an ordinary screw 
driver. 
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as well as correspondence that was misdirected, demonstrated confusion 
did exist. Furthermore, a number of witnesses testified that in the fastener 
trade the name STRONGHOLD identified the plaintiff as the producer of the 
Stronghold nail. Plaintiff received letters addressed to Stronghold Nail 
Co., Stronghold Nail and Packing Co., and Stronghold Upholstery Nails, 
Independent Nail and Packing Co. A purchase order from International 
Harvester Co. was addressed to Stronghold Independent Nail and Packing 
Co. It seems self-evident that a purchaser who knew the merits of the 
Stronghold nail, but could not recall the corporate name of the plaintiff, 
could easily become confused if he examined the Thomas Register and 
found the Stronghold Screw Products Company listed as a manufacturer 
of nails. We conclude that the court’s finding that there was no confusion 
in the trade was clearly erroneous. 

Plaintiff and defendant were and are in competition with each other. 
Both sell throughout the United States. Both contact the same prospective 
customers through direct mail advertising and through listings in trade 
publications and directories usually used by purchasing agents. They sell 
products which are interchangeable in use. Defendant circularizes its 
catalogue to plaintiff’s customers. Although a large percentage of plaintiff’s 
output is in the field of nails, it also manufactures and sells wood screws, 
sheet metal screws, and fasteners having helical threads on a shank and 
with a slotted head. The products of both plaintiff and defendant appeal 
to users of fasteners in many industries. Since 1946 when defendant first 
used STRONGHOLD in its corporate name, both plaintiff and defendant ap- 
proached prospective purchasers using the name STRONGHOLD. 

Upon the issue of unfair competition the trial court correctly stated 
that the law of Illinois is applicable. Relying on The Stevens-Davis Co. v. 
Mather and Co., 230 Ill. App. 45, the court held that as there was no evi- 
dence of palming off of its products, defendant was not guilty of unfair 
competition. 

Four earlier Illinois cases did establish the requirement of palming off 
in unfair competition eases. They are The Stevens-Davis Co. v. Mather and 
Co., supra; DeLong Hook and Eye Co. v. Hump Hairpin Mfg. Co., 297 Til. 
359; Nestor Johnson Mfg. Co. v. Alfred Johnson Skate Co., 313 Ill. 106; 
and Ambassador Hotel Corp. v. Hotel Sherman Co., 226 Ill. App. 247. How- 
ever, we think the rule announced in these cases is no longer the law of 
Illinois. 

In 1942 the Supreme Court of Illinois in Investors Syndicate of Amer- 
ica, Inc. v. Edward J. Hughes, Secretary of State, 378 Ill. 413, stated, p. 
422: ‘‘Even in injunction eases between competing corporations the trend 
of decision is to place less emphasis on competition and more on confusion, 
as is evidenced by the following cases. (Citing) * * * ‘The test should be 
whether the public is likely to be deceived.’ ’’ In 1943 the Illinois Appellate 
Court, in Lady Esther, Ltd. v. Lady Esther Corset Shoppe, 317 Il. 
App. 451, restrained defendant from conducting a corset business under 








52 THE TRADE-MARK REPORTER Vol. 44 T. M. R. 





the name “Lady Esther Corset Shoppe” on the ground that the defendant 
was competing unfairly with plaintiff which had been engaged in the 
cosmetic business for years under the name “Lady Esther.” It is obvious 
there could be no palming off. Of course the Lady Esther case did not 
turn upon the use of similar names alone; it was a case of similar names 
plus a secondary meaning attached to one of them. 


We think that the test under the Illinois law is whether the adoption 
and use of a name by defendant is likely to cause confusion in the trade 
as to the source of products, or is likely to lead the public to believe that 
the defendant is in some way connected with the plaintiff. Judge Campbell, 
in Elastic Stop Nut Corp. v. Greer, 62 F.Supp. 363 [35 TMR 353], decided 
in 1945, and Judge Holly in Metropolitan Opera Assn., Inc. v. Metro- 
politan Opera Assn. of Chicago, Inc., 81 F.Supp. 127 [39 TMR 32], de- 
cided in 1948, agreed that in Illinois palming off is no longer necessary to 
sustain a cause of action for unfair competition. 


Defendant insists that plaintiff has used the word sTRONGHOLD only 
to identify a particular thread on a particular nail. However, there is 
abundant evidence in the record which clearly establishes the use of the 
word STRONGHOLD by plaintiff as a trade mark. Defendant, with full knowl- 
edge of plaintiff’s use of the word in its business, appropriated plaintiff’s 
common law trade mark, as well as the predominant feature of plaintiff’s 
registered trade mark. Also, defendant’s conduct constituted unfair com- 
petition. Plaintiff is entitled to relief unless it is barred by laches. The 
trial court was of the view that plaintiff’s failure to bring suit before 
April, 1948, when it had notice of defendant’s use of the word STRONGHOLD 
as early as 1940 or 1941, was sufficient to support the defense of laches. 


Although defendant’s first use of the word STRONGHOLD was in the 
fall of 1938, plaintiff did not become aware of such use until 1941. From 
time to time defendant gave plaintiff orders for merchandise involving 
comparatively small amounts, and defendant’s purchase orders and letter- 
heads after 1940 disclosed its logotype featuring the word STRONGHOLD. 
However, prior to the summer of 1946 defendant was conducting its busi- 
ness under the corporate name of Manufacturers Screw and Supply House 
or Manufacturers Screw Products, Ine. The general manager of plaintiff 
testified that while he noticed defendant’s use of the word sTRONGHOLD 
prior to 1946, he did not think there was anything alarming about the 
situation. Defendant customarily prominently displayed its corporate 
name in connection with the use of its logotype. Prior to 1946 there was 
no confusion among prospective customers that had come to the attention 
of plaintiff’s officers. It was defendant’s incorporation of the word sTRONG- 
HOLD into its business name that caused most of the confusion. Defendant’s 
course was “progressive * * * encroachment” and “such a course does 
not tend to arouse hostile action until it is fully developed.” 0. &@ W. Thum 
Co. v. Dickinson, 245 F. 609, 623. 
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Defendant was notified by plaintiff of alleged infringement shortly 
after defendant changed its corporate name to Stronghold Serew Products, 
Inc., and shortly after defendant was listed in various trade publications 
and directories under that name. From October, 1946, when defendant 
was notified of the infringement, to the filing of this suit on April 26, 1948, 
there was considerable correspondence back and forth between plaintiff 
and defendant seeking an amicable solution of the controversy. 


Mere delay in bringing suit ordinarily does not affect the right to an 
injunction against further use of an infringing trade mark. Mantle Lamp 
Co. of America v. Aladdin Mfg. Co., 7 Cir., 78 F.2d 426 [25 TMR 427]. In 
that case we said, p. 429: “The most that can be claimed by appellee is that 
by appellant’s delay in bringing suit it has lost its right to damages and 
that it is now entitled only to an injunction against the future use of its 
trade mark on lamps.” (Citing Menendez v. Holt, 128 U.S. 514; Hanover 
Star Milling Co. v. Metcalf, 240 U.S. 403.) In the case at bar plaintiff has 
waived its right to damages. Defendant does not claim that it would have 
avoided the use of the word STRONGHOLD in its corporate name if plaintiff 
had complained at an earlier date. Defendant adopted its new corporate 
name with full knowledge of plaintiff’s mark. The situation is somewhat 
similar to that in National Circle, Daughters of Isabella v. National Order 
of Daughters of Isabella, 2 Cir., 270 F. 723, where the court said, p. 734: 
“If damage is suffered by the defendant corporation by being compelled 
now to change its name and cease its infringement on the plaintiff’s name, 
the loss arises out of the defendant’s own folly in deliberately incorporating 
under a name already in use.” 


The plaintiff is entitled to injunctive relief. The judgment for de- 
fendant is reversed. 


EUREKA WILLIAMS CORPORATION v. McCORQUODALE 
Appl. No. 5917—C. C. P. A.—June 3, 1953 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
HOTOMATIC for automatic gas water heaters is not confusingly similar to 
OIL-O-MATIC for light fuel burning devices and automatic electrically controlled 
and operated fuel heating systems. 
TRADE-MaRK Act OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
While the Trade Mark Act of 1946 does not require as a condition precedent 
to a finding of confusing similarity that the products of the parties possess the 
same descriptive properties, such a finding is manifestly a major factor in deter- 
mining that issue. 
TRADE-MarK Act OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS—GOODS OF 
Same CLass 
Automatic gas water heaters, liquid fuel burning devices, and automatic elec- 
trically controlled and operated fuel heating systems are not identical but are 
somewhat related and fall within the same general class of heating apparatus. 


REGISTRATION PROCEDURE—APPEALS—CouRT OF CUSTOMS AND PATENT APPEALS 
A stipulation in the record to the effect that the goods involved possess the 
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same descriptive properties cannot foreclose the right of the reviewing court to 
point out and observe obvious differences. 


Opposition no. 27778 by Eureka Williams Corporation v. Wilmer E. 
McCorquodale, application Serial no. 537,805 filed October 14, 1947. 


Appellant appeals from decision of the Commissioner of Patents 
dismissing opposition. Affirmed. O’CoNNELL, Judge dissenting with 
opinion. 

Case below reported at 41 TMR 631. 


E. J. Balluff of Detroit, Michigan (Francis D. Thomas and Wm. Wallace 
Cochran, of Washington, D. C. of counsel) for appellant. 


Wilmer E. McCorquodale, Jr. of Philadelphia, Pa. and Theodore E. Simon- 
ton, of Cazenovia, New York for appellee. 


Before O’CONNELL, JOHNSON, WorLEyY, Cotz and Jackson, Associate 
Judges. 


CoLE, Judge. 


The appellee has sought to register HOTOMATIC as a trade mark in 
connection with the sale of automatic gas water heaters, establishing con- 
tinuous use thereof since 1928. In opposition, the appellant has set forth 
his prior registrations, and antedating usage since 1920 of the mark, 
OIL-O-MATIC as applied to liquid fuel burning devices and automatic 
electrically controlled and operated fuel heating systems. 


It being stipulated that the products above mentioned possess the 
same descriptive properties, appellant contends that the respective marks 
are confusingly similar and thus, if used concurrently, likely to deceive or 
mislead prospective purchasers.1 The record discloses that the applicant 
was prior in time in the adoption and use of his HoTOMATIC mark on 
domestic water heaters (instantaneous and thermostatically controlled) 
and that the opposer, although a leader in the field of autdématic heating 
equipment, did not market a device specifically designed for domestic 
heating of water until 1933, registering his mark therefor that same year. 
Appellant alleges, however, by a display of advertising circulars repro- 
duced in the record, that the oil burning devices bearing its o1.-0-MATIC 
mark, in trade prior to 1928, were designed for a dual purpose, i.e., to 
heat the home and also to provide hot water for use therein. In answer to 
that contention, the Examiner-in-Chief held that as the circulars were 
undated, they were of no avail and with this finding we are in accord. 


The Examiner of Interferences sustained the position taken by the 





1. TRADE MARK ACT OF 1946 (Section 2) 

No trade mark by which the goods of the applicant may be distinguished from the 
goods of others shall be refused registration on the principal register on account of 
its nature unless it—(d) Consists of or comprises a mark which so resembles a mark 
registered in the Patent Office or a mark or trade name previously used in the United 
States by another and not abandoned, as to be likely, when applied to the goods of 
the applicant, to cause confusion or mistake or to deceive purchasers; * 
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opposer, but on appeal the Examiner-in-Chief found sufficient dissimilarity 
to exist so as to negative the possibility of confusion in trade. From that 
decision, the opposer has taken an appeal to this court. 


The case was originally argued before us on November 10, 1952, and 
on January 14, 1953, we rendered our decision which affirmed the decision 
of the Examiner-in-Chief. Appellant filed a petition for rehearing within 
the statutory period, and the petition being granted, reargument was had 
thereon May 11, 1953. 


As stated in the record, we are called upon to determine whether or 
not HOTOMATIC bears such near resemblance to the previously adopted mark, 
OIL-O-MATIC as, when applied to applicant’s goods, will result or likely 
result in confusion, mistake or deception of purchasers. 


It appears that the Examiner-in-Chief was largely influenced in his 
opinion by the decision of the Assistant Commissioner in the case of 
Eureka Williams Corporation v. Willoughby Machine & Tool Company, 
86 USPQ 170 (40 TMR 718). That case, decided under the provisions of 
the Trade Mark Act of 1905, involved the present appellant’s previously 
registered mark, or.-o-MatTic for oil burners, as opposed to registration of 
the applicant’s newly adopted mark, THERMOMATIC. The goods of the 
applicant consisted of thermostatically controlled, gas conversion burners 
for domestic, commercial, and industrial heating purposes so that the re- 
spective goods were in the same general descriptive class. The Assistant 
Commissioner determined that the marks, when considered in their en- 
tirety, were dissimilar and that no likelihood of confusion as to the origin 
of the goods was apt to result. 


On appeal here, we reversed that holding by a divided court. Fureka 
Williams Corporation v. Willoughby Machine & Tool Company, 39 C.C.P.A. 
(Patents) 832, 194 F.2d 543, 93 USPQ 12, (42 TMR 423). 


Appellant relies on our decision in that case as authority for the 
proposition that the marks here in issue are also too nearly alike to allow 
their concurrent usage in trade. We do not regard our decision therein as 
decisive of the issues here. As we have stated many times in the past, the 
controlling value of cases previously decided in the field of trade mark 
law is limited to the principles of such law and beyond that may not be 
extended, unless sufficient parallel in the factual basis is recognized. Mani- 
festly, whether or not similarity between marks, if it exists, will result in 
confusion in trade is an intensely practical question to be determined only 
after a careful and independent analysis of the particular facts and cir- 
cumstances involved in each case. Expressing it another way, holdings 
in current cases as to similarity are seldom influenced by, or based upon 
precedent. This principle has been in effect throughout trade mark 
jurisprudence and finds reaffirmance as late as Kanmak Textiles, Inc. v. 
Carnac, Inc., 38 C.C.P.A. (Patents) 1148, 189 F.2d 1006, 90 USPQ 105, 
(41 TMR 822). Kensington Steel Co. v. Nichols Engineering and Research 
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Corporation, 38 C.C.P.A. (Patents) 979, 188 F.2d 397, 89 USPQ 330, 
(41 TMR 599). 

While it is true that omatic or MATIC is not to be considered as ex- 
clusively appropriated to appellant’s trade mark use, it is also true that 
a pre-fix sought to be used in combination therewith must be sufficiently 
distinctive and employed in such association as will obviate the likelihood 
of confusion as to the origin of the goods. Particularly is such a principle 
applicable when the respective goods of the parties are identical or closely 
related. It must, however, be constantly borne in mind that a trade mark 
is to be viewed as an entirety, and the general impression it makes upon 
the purchasing public as such, when measured in the light of another’s 
mark, carefully appraised. 

In this respect, whether trade confusion will likely result from the 
concurrent trade usage of two or more marks alleged to be deceptively 
similar is largely a matter of individual judgment, and such factors as 
appearance, sound, and significance must be appropriately weighed. 

The appellee herein urges that HOTOMATIC is not confusingly similar to 
OIL-O-MATIC and emphasizes the difference in sound, meaning, and conno- 
tation in the prefix portion of his mark when compared to that of opposer. 
Furthermore, the appellee argues that there are specific differences of a 
substantial nature between the products of the parties which, coupled with 
the dissimilarity of the marks, negatives a likelihood of trade confusion. 
Considering the respective marks as a whole, and noting the type of goods 
to which each is affixed, we must conclude that the marks in issue are not 
confusingly similar. 

What the law intends to prevent is “one person from passing off his 
goods or his business as the goods or business of another.” American 
Steel Foundries v. Robertson, Commissioner et al., 269 U. S. 372. While 
the Trade-Mark Act of 1946, under which these proceedings were instituted, 
does not require as a condition precedent to a finding of confusing simi- 
larity, that the products of the parties possess the same descriptive prop- 
erties, such a finding is manifestly a major factor in determining that issue. 


Here, the goods are not identical but are somewhat related, and fall 
within the same general class of heating apparatus. That is all. The 
appellee, in his brief, after discussing the Willoughby case, supra, makes 
the following statement: 


In contrast, the appellee in the case now before the court adopted 
the mark HOTOMATIC in 1928 and applied it to a product having a 
function (domestic water heating) different from the function of the 
devices then marketed by appellant’s predecessor. It was not until 
several years later (January 13, 1933) that appellant entered the field 
of domestic water heating as shown by its registration 304,965. Unlike 
the appellee in the Willoughby case, the appellee here was not a new- 
comer in a field already occupied by the appellant but in fact was the 
first to use an OMATIC mark in this particular field. 
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The first point of distinction in facts thus is that in the present 
ease the goods of the parties are substantially different, whereas in the 
Willoughby case the goods were closely similar and competitive with 
each other. 


With this statement we agree. 


We granted a rehearing in this case following release of the initial 
opinion because appellant’s counsel was evidently under the impression that 
our comparison of the goods of the respective parties was to be construed 
and accepted as being in violation of the stipulation to which we have 
hereinbefore referred. In finding the marks HoTOMATIC and OlII.-0-MATIC 
not confusingly similar, we have not ignored the stipulation in the record 
to the effect that the goods involved possess the same descriptive properties. 
Such a stipulation, however, cannot foreclose the right of the reviewing 
court to point out and observe perfectly obvious differences, which actually 
exist, and which we feel were not intended to be overlooked because of a 
strict limitation that might be drawn from the language of such a stipula- 
tion. 

Appellee’s product is an ordinary water heater, the like of which we 
have common knowledge, and is designed to consume gas as a fuel. Appel- 
lant’s product is a heating device for the home and, as the name implies, 
uses oil. The two are by no means alike in use and characteristics. 


We find it quite easy to deny the opposition plea herein, determining 
as we do that the mark HoTomarTic, as applied to appellee’s goods, is not 
confusingly similar to appellant’s previously adopted mark, o1-0-MATIC. 


The rehearing granted in this case, followed by further oral argument 
and a memorandum on behalf of the appellant, has been given every con- 
sideration. We have found no reason, however, to disturb the conclusion 
reached herein. 

For the reasons hereinbefore stated, the decision appealed from is 
affirmed. 

At the rehearing of this case, Jackson, Judge, retired, was recalled to 
participate in place of Garrett, Chief Judge. 

O’ConNELL, Judge, dissenting. 

Appellee appropriated omatic, the dominant feature of appellant’s 
widely advertised mark, and combined that suffix with the descriptive 
prefix Hot to form the compound trade mark HoTomatTic, under which 
he sells automatic gas-burning hot water heaters. The late Judge Hatfield 
branded procedure of that kind as illegal in the case of The Bon Ami Co. v. 
McKesson & Robbins, Inc., 25 C.C.P.A. (Patents) 826, 93 F.2d 915, 36 
USPQ 260, 261, where he pointed out: 

If all that a newcomer in the field need to do in order to avoid the 
charge of confusing similarity is to select a word descriptive of his 


goods and combine it with a word which is the dominant feature of 
a registered trade mark so that the borrowed word becomes the domi- 
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nant feature of his mark, the registered trade mark, made valuable and 
outstanding by extensive advertising and use, soon, becomes of little 
value, and, of course, each of the subsequent imitating trade marks 
(and there would be many) is of value only to the extent that its 
users are trading on the good will of the owner of the original regis- 
tered trade mark. 


WARM-EVER, a term used in the sale of hot water heaters, was denied 
registration as a trade mark merely descriptive of the heater, its character, 
use, or quality! in the case of In re Locke Stove Company, 33 C.C.P.A. 
(Patents) 934, 154 F.2d 200, 69 USPQ 108, 109, where this court unan- 
imously affirmed the concurring decisions of the tribunals of the Patent 
Office, and in so doing Judge Jackson stated: 

We think it clear that the term sought to be registered in relation 
to its application to the heater can have no other meaning but that 
one could have warm or hot water whenever one wished, and that it is 
not necessary to remake the fire as often as the water is needed. 
This, it seems to us, is the immediate and obvious impression to be 
derived from appellant’s mark as he is using it. It does not require 
any particular mental effort or reasoned thinking to arrive at such 
impression. 


There is a controlling stipulation here to the effect that the goods of 
the parties are goods of the same descriptive properties. Judge Garrett 
pointed out, when this early rejected coAL-o-MaTic as confusingly similar 
to appellant’s om-o-matTic in Roy Cross v. Williams Oil-O-Matic Heating 
Corp., 18 C.C.P.A. (Patents) 1192, 1193, 48 F.2d 659, 9 USPQ 146, that in 
such a case “the issue is not whether oil and coal are of the same descriptive 
properties; but whether the devices that feed them into the furnace are.” 


Moreover, our recent decision in the ease of Eureka Williams Corp. v. 
Willoughby Machine Tool Co., supra, should be controlling here despite 
the discussion to the contrary in the prevailing opinion. Inherent in the 
eourt’s failure to follow that precedent is the implication that appellant 
is entitled to no monopoly with respect to its long and extensively used 
mark OIL-O-MATIC or any part thereof. 

During the hearings leading to the enactment of the Act of 1946, 
the proposition was advanced in certain quarters that any concern owning 
a trade mark of world-wide reputation for forty or fifty years has had 
the mark long enough and should be required to share it with competitors.” 
That concept was wholly rejected by Congress, but the same result might 
well be effected by refusal to acknowledge the validity of a proper trade 


1. See Beckwith v. Commissioner of Patents; 252 U.S. 538; Burmel Handkerchief 
Corp. v. Cluett, Peabody & Co., Inc., 29 C.C.P.A. (Patents) 1024, 127 F.2d 318, 53 USPQ 
369 (37 TMR 308) ; Model Brassiere Co., Inc. v. Bromley-Shepard Co., Inc., 18 C.C.P.A. 
(Patents) 1294, 49 F.2d 482, 9 USPQ 238 (21 TMR 382) sec. 2 and 2 (e), Act of 
1946; Robert, ‘‘The New Trade-Mark Manual,’’ page 60. 

2. See The Alligator Co. v. Larus & Bro. Co., Inc., 39 C.C.P.A. (Patents) 939, 
951, 196 F.2d 532, 93 USPQ 436, 444 (42 TMR 562). ‘‘Introduction,’’ by Edward 8. 
Rogers, page xi, Robert, ‘‘The New Trade-Mark Manual.’’ 
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mark. B. W. Pattishall, writing on Trade Marks and the Monopoly Phobia, 
50 Mich. Law Rev. 967 (1952), (42 TMR 588) made this contribution to 
current trade mark literature: 


* * * the “restrictionist” trends and the contradictions found in 
many recent trade identification decisions are often traceable to mis- 
conceptions derived from the current “monopoly phobia,” which have 
no logical relation to the true rights and considerations involved. 
Abetting this misguided and destructive reasoning are the false “sign 
posts” provided by the traditional words and phrases such as “in- 
fringement,” “property” and “ownership” as well as the deep seated 
“intrinsic value” notion. Yet the problem presented in almost any 
trade identification case is the simple one: Has there been or is there 
likely to be an invasion or violation of an individual trade identity? 
If so, decency and the public interest demand that it be presented 
insomuch as deception is likely; that is, within the scope of likelihood 
of confusion. No more is needed—no more should be sought; but too 
often today these simple fundamentals are lost in a maze of semantic 
analysis and unwarranted concern for wrongful monopoly or special 
privilege. 

Is it not past time to free the law of commercial identity from the 
error which threatens to engulf it, and to recognize as well “that 
business should be conducted as games are played among gentlemen?” 


Members of the bar and of various legal and trade associations are not 
unaware of the fact that due to a fundamental change in the prevailing 
philosophy of the majority, this court, in general, has now reversed its 
former position with respect to similar or identical trade marks the use 
of which by the newcomer has been challenged as deceptive and misleading 
for the purpose of trading on the good will built up at great expense by 
the owner of the original mark in issue. Appellant makes this notation 
assertion in his brief: 

While the Lanham Act was heralded as offering trade mark owners 
unprecedent protection, an analysis of cases decided by this Court 
shows that in the approximately five and one-half years before the 
Lanham Act became effective, this Court sustained 48 out of 66 
oppositions—over 70%— involving issues of similarity of the marks 
or similarity of the class of goods, whereas in the approximately five 
and one-half years since the Act became effective, this Court has 
dismissed 38 out of 57 oppositions involving such issues—about 66% 
of such cases. 


The Lanham Act by its explicit provisions intended that the law of 
unfair competition should be applied in trade mark litigation in order to 
promote the ends of justice. The Supreme Court in Champion Plug Co. v. 
Sanders, 331 U.S. 125, 130, [37 TMR 323], held that “the character of 
the conduct giving rise to unfair competition is relevant to the remedy 
which should be afforded.” 

Conduct which constitutes unfair competition may be remedied by 
by injunction and/or the award of damages by courts of equity. Those 
remedies, however, do not eliminate the right of this court to apply the law 
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in a proper case against an applicant for registration. Robert, in the 
The New Trade-Mark Manual, at page 205 remarks: 

* * * But in determining the right of an applicant to register his 
mark, it would not seem to be out of keeping with the purpose and 
intent of the Act for the tribunals to consider such acts of the appli- 
cant as would affect his right to register, including his own miscon- 
duct (or “unclean hands’’) in the use of the mark. This is particularly 
true since the Act gives him new and substantive rights in his 
registration. (Italics supplied.) 


“Generally speaking * * * in all cases of unfair competition it is the 
principles of old fashion honesty which are controlling” Jewel Tea Co., 
Inc. v. Kraus, 187 F.2d 278, 282 [41 TMR 134]; Sinko v. Snow-Craggs 
Corporation, 105 F.2d 450, 42 USPQ 298, (29 TMR 524). Sections 44 (h) 
and (i) of the Act of 1946 provide that owners of trade marks, foreign 
and domestic, shall be entitled to the benefits of the law of unfair com- 
petition. 

Additional views expressed in the prevailing opinion have been 
thoroughly discussed by me in other cases and I rely upon them here as 
part of this opinion. See Eureka Williams Corp. v. Kres-Kno Oil Burner 
Co., 40 C.C.P.A. (Patents) 851, 202 F.2d 763, 97 USPQ 138 (43 TMR 622), 
Irma Hosiery Co. v. Schulman, 40 C.C.P.A. (Patents) 755, 201 F.2d 891, 
96 USPQ 368, (48 TMR 510); Continental Coffee Co., Inc. v. Continental 
Foods, Inc., 40 C.C.P.A. (Patents) 865, 202 F.2d 759, 97 USPQ 162, (43 


TMR 628). See also “The Right to Use and the Right to Register—The 
Trade Mark Anomaly,” by Julius R. Lunsford, Jr., published in the Janu- 
ary 1953 issue of “The Trade Mark Reporter,” pp. 1-23. 


If the recent decision and judgment of this court in Willoughby, supra, 
which held THERMOMATIC and oOIL-O-MaATIC to be confusingly similar for 
automatic fuel burning devices, is not to be regarded here as a binding 
precedent because the judgment there was rendered by “a divided court,” 
what about the value as a controlling precedent here of the decision and 
judgment in the case of Roy Cross v. Williams Oil-O-Matic Heating Corp., 
supra, in which this court held, unanimously, that CoAL-0-MATIC was con- 
fusingly similar to om.-0-mMaTic when likewise concurrently used on auto- 
matic fuel burning devices? 


For the reasons and authorities herein cited, the decision of the Com- 
missioner of Patents should be reversed. 


IN RE SYLVAN SWEETS CO. 
Appl. No. 5984—C. C. P. A.—June 17, 1953 


TRADE-MARK ACT OF 1946—REGISTRABILITY—IN GENERAL 
LUCKY CAMEL held not registrable as trade-mark for candy cigarettes sold 
in package imitating CAMEL cigarettes. 
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Applicant appeals from decision of Commissioner of Patents refusing 
registration, Serial no. 596,958 filed May 5, 1950. Affirmed. 

Case below reported at 42 TMR 796. 

Z. T. Wobensmith, 2nd of Philadelphia, Pennsylvania for applicant- 
appellant. 

E. L. Reynolds (S. Wm. Cochran of counsel) for Commissioner of Patents. 

Before O’Connell, Johnson, Worley, Cole and Jackson, Associate Judges. 

JOHNSON, Judge. 

The record discloses that on May 5, 1950 appellant filed an application 
in the Patent Office in accordance with the provisions of the Trade Mark 
Act of July 5, 1946 to register the trade mark LUCKY CAMEL for candy 
cigarettes. It was alleged that the mark had been continuously used by 
appellant on the goods specified and in commerce among the several states 
of the United States since April 19, 1950. 

The examiner refused registration of appellant’s mark in view of 
Registration No. 126,760, registered September 30, 1919, which was re- 
newed on September 30, 1939, and Registration No. 222,446, registered 
January 4, 1927, which was renewed on January 4, 1947. To the R. J. 
Reynolds Tobacco Company for use on smoking tobacco and cigarettes. 
The trade mark in Registration No. 126,760 consists of the word CAMEL and 
Registration No. 222,446 consists of the word CAMEL in association with a 


design, namely, the representation of a camel and desert scenery. 


It was the examiner’s opinion that the word CAMEL is the dominant 
feature of the involved marks and that the addition of the word Lucky to 
appellant’s mark does not serve to distinguish between appellant’s mark and 
the marks shown in the cited registrations. The examiner noted that the 
word CAMEL in appellant’s mark is presented in letters which are at least 
twice as large and conspicuous as the letters comprising the word Lucky, 
and that the word CAMEL is presented in exactly the same style and type 
of lettering as that of the word CAMEL in Registration No. 222,446, and that 
the word CAMEL is presented in a much more fanciful and distinctive style 
than the word LUCKY. 

The examiner also noted that an inspection of the specimens submitted 
as evidence of use show that appellant has reproduced the registrant’s word 
CAMEL in precise size, position, and style of lettering and has copied the 
front panel design shown in Registration No. 222,446 and applied it to 
cartons similar in size and shape to the conventional cigarette package, and 
he held that use of appellant’s mark would be likely to cause confusion or 
mistake or to deceive purchasers when applied to appellant’s merchandise. 

In his decision the Examiner-in-Chief stated [42 TMR 796] 


What applicant sells is an imitation package of Camel cigarettes 
and in this sense it might be considered somewhat analogous to a 
literary parody imitating the style and mannerisms of a noted author 
rather than a counterfeit. The packages are sold to children who 
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consume them imitating their elders smoking cigarettes. It is not 
believed that any feature of the thing thus imitated can in any way be 
considered as a part of applicant’s trade mark and for this reason it is 
believed that the registration should be refused. 


We think the specimens submitted as evidence of use, which are ap- 
pellant’s packages containing the candy cigarettes, are a palpable imitation 
of Registration No. 222,446 in every respect except for appellant’s inclusion 
of the word LucKy which is directly above the word caMEL and in much 
smaller type. In appellant’s brief it is stated: 

The CAMEL portion and the display apart from the LucKy portion 
resemble the second mark and display of the second registration cited. 
The second registration referred to is No. 222,446. Apparently it was 
appellant’s intention to simulate all the characteristic features of a mark 
already in use; to burlesque a Camel cigarette package. 

Under the Trade Mark Act of 1946 in order to qualify as a “trade 
mark” entitled to registration a notation or device must be of such charac- 
ter and be so used as to identify the goods of a certain manufacturer or 
merchant and distinguish them from those manufactured or sold by others. 

Appellant contends that because its goods are candy, having “different 
ingredients, mode of manufacture, tax liability, mode of distribution, sales 
appeal, price, class of purchasers, restrictions as to sale, physical reactions 
in use as to manner of use, taste, smell, and effect on others, and in all 


substantial respects differ from tobacco products and particularly tobacco 
cigarettes” that there is an expected difference of source of origin. How- 
ever, none of these factors would necessarily lead purchasers to conclude 
that the goods differed in origin in view of the great similarity of the marks 
and the manner in which they are used on the packages containing the 
goods of the parties. 


Appellant cites our decisions in The Alligator Company v. Larus & 
Brother Company, Inc., 39 C.C.P.A. (Patents) 939, 196 F.2d 532, 93 USPQ 
436, (42 TMR 562), and The Pep Boys—Manny, Moe and Jack v. The Ed- 
win F. Guth Co., 39 C.C.P.A. (Patents) 1015, 197 F.2d 527, 94 USPQ 158, 
(42 TMR 758), as sustaining its contentions. In those cases we discussed 
the change in statutory language contained in the Trade Mark Act of 
1946, and stated, in effect, that under the 1946 statute, while it is no longer 
necessary to establish that the goods of the parties possess the same descrip- 
tive properties, as previously required under the Trade Mark Act of 1905, 
registration of a trade mark should be refused in cases where there is a like- 
lihood of confusion, mistake, or deception, even though the goods fall into 
different categories, while presumably permitting registration in the case 
of goods which fall within the same general class, but where it is apparent 
that confusion is unlikely, and that the ultimate tests under the new act 
is the likelihood of confusion, or mistake, or the deception of purchasers. 


We have given careful consideration to the brief on behalf of appellant 
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and to the argument of counsel but do not find error in the decision of the 
Examiner-in-Chief. 

The decision appealed from is affirmed. 

JACKSON, Judge, retired, recalled to participate here in place of Gar- 
rETT, Chief Judge. 


In Re ADA MILLING COMPANY 
Appl. No. 5969—C. C. P. A.—June 24, 1953 
TRADE-MARK AcT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 
STARTGROLAY, viewed as a whole, is capable of distinguishing applicant’s poul- 
try feed, even though each of its three syllables might well be descriptive of the 
goods. 
TRADE-MARK AcT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MAkKS—Goops OF 
SAME CLASS 
STARTGROLAY, for poultry feed, is not confusingly similar to LAY-AN-Grow for 
like goods. 

Applicant appeals from decision of Commissioner of Patents refusing 
registration of trade-mark, Serial no. 581,513, filed July 5, 1946. Reversed, 
O’Connell, Judge dissenting with opinion. 

Case below reported at 42 TMR 360. 


Harvey B. Jacobson (John H. Lewis, Jr., of counsel) of Washington, D. C., 
for appellant. 


E. L. Reynolds (Clarence W. Moore of counsel), for Commissioner of 

Patents. 

Wor.ey, Judge. 

This is an appeal from the decision of the Commissioner of Patents in 
a trade mark proceeding, affirming the decision of the Examiner of Trade 
Marks in refusing registration under Section 2 of the Lanham Act (Trade 
Mark Act of 1946) of the mark startGRoLay for use on ‘‘Poultry Feed, 
Consisting of Wheat Shorts, Salt Calcium Carbonate, Soybean Grits, Soy- 
bean Meal, Meat and Bone Meal, Ground Kaffir, Milo Maze, and Yellow 
Corn.”’ 

The application, Serial No. 581,513, filed July 5, 1949, was refused 
registration on the Principal Register by the tribunals of the Patent 
Office on two grounds, viz, that the mark STARTGROLAY was generically 
descriptive of the goods on which it is used and not capable of distinguish- 
ing the appellant’s goods, and that it was confusingly similar to the 
registered mark, LAY-AN-GROoW, Registration No. 360,713, issued September 
20, 1938, for use on poultry feed. 


In denying registration on the first ground of rejection, the Examiner- 
in-Chief stated [42 TMR 361]: 
* * * the mark is generically descriptive of the goods and not 


capable of distinguishing applicant’s goods. The term STARTGROLAY is 
a combination of the words ‘‘start’’, ‘‘grow’’, phonetically spelled, and 
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‘‘lay’’. These words, in adjectival form, are commonly used to 
indicate various types of feed used in the raising of poultry. As 
applied to applicant’s goods, the mark merely indicates that the 
feed in connection with which it is used is intended for or claimed to 
be a starting feed, a growing feed, and a laying feed. The applicant 
does not appear to deny the examiner’s statement that starting, 
growing, and laying are commonly used to indicate various kinds of 
Seeds © © ©, 


The second ground of rejection by the Examiner was also sustained 
on the theory that ‘‘Applicant’s mark incorporates the dominant parts 
of the reference mark and is considered unregistrable thereover, * * *.’’ 


While appellant admits that the words ‘‘starting,’’ ‘‘growing,’’ and 
‘‘laying’’ are generically descriptive of certain types of poultry foods, 
it takes the position that the dropping of the suffix ‘‘ing’’ from each of 
those words and compounding the roots thereof creates a coined unitary 
technical trade mark sufficient to remove the notation sTaRTGROLAY from 
the eategory of generically descriptive terms; that the result is not a 
mere combination of descriptive words but a combination which deviates 
from the common use of words and parts of words sufficiently to con- 
stitute a coined technical trade mark eligible for registration under the 
above provisions. 

In support thereof, appellant cites the following excerpt from Ex 
parte Barker, 92 USPQ 218, (42 TMR 338), wherein the mark cHERRY- 
BERRY-BING, as applied to fruit and berry preserves, was held not to be 
generic to those goods. 


While it may be true that each of the individual words in the 
present applicant’s mark are generic and thus independently un- 
registrable, it seems to me that their unusual association or arrange- 
ment in the applicant’s mark results in a unique and catchy e¢x- 
pression which does not, without some analysis, and rearrangement 
of its components, suggest the contents of applicant’s goods. I am 
constrained to disagree with- the Examiner’s holding in the present 
ease that the applicant’s mark is incapable of functioning as a trade 
mark to distinguish the applicant’s goods in commerce. 


Appellant also sets out in its brief the following quotation from the 
decision of the Cireuit Court of Appeals of the First Cireuit decided in 
1949 in Food Fair Stores, Inc. v. Food Fair, Inc. (83 USPQ 14, 20, 
39 TMR 894): 


The defendant’s further contention that the words roop FAIR are 
not susceptible of appropriation because they are generic deserves only 
slightly more extended consideration. It is true that both words 
involved are generic. But, as we have had occasion to observe before, 
a trade mark is not to be resolved into its component parts, and each 
part analyzed separately in cases of this sort. Pro-Phy-Lac-Tic Brush 
Co. v. Jordan Marsh Co., 165 F.2d 549, 76 USPQ 146, (38 TMR 177). 
Considered together, the words involved may be relatively weak, but 
we do not think that they are by any means too weak to deserve the 
protection given them by the Court below. 
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as well as the following from the case of Vita-Var Corporation v. Aluma- 
tone, Corporation, which involved the marks ALUMIKOTE and ALUMATONE, 
decided by the District Court S. D. California Central Division in 1949 (81 
USPQ 330, 331, 39 TMR 599): 

At the same time, I am of the view that plaintiff’s mark 
[ALUMIKOTE] is not a mere combination of descriptive words, but a 
combination which has enough deviation from the common use of 
words and parts of words to make its registration as a trade mark 
valid. 

Here appellant has so combined three words into a unitary notation 
as to result in a mark which in our opinion, may suggest but does not 
necessarily describe the character of its goods. While it is, of course, 
true that if the mark were dissected, the words ‘‘Start,’’ ‘‘grow,’’ and 
‘‘lay’’ might well be descriptive of the characteristics of various types 
of poultry feed, it is our belief that when the mark is viewed in its entirety, 
as it is viewed in the market place, it is capable of distinguishing appli- 
eant’s goods from those of others. 

Turning then to the second ground of rejection, it is our belief that 
the two marks, when not dissected, but viewed in their entirety as they 
should be, reflect no such similarity in appearance, spelling, sound, or 
meaning as to be likely to cause confusion in the mind of the purchasing 
public as to the origin of the respective goods. 

In view of the above conclusions, we find it necessary to reverse the 
decision of the Patent Office. 

JACKSON, Judge, retired, recalled to participate herein in place of 
Garrett, Chief Judge. 

O’CoNNELL, Judge, dissenting. 

The law is thoroughly established in this and other federal juris- 
dictions that trade marks are nonregistrable whenever they consist of a 
combination of words, such as we have here, each word of which is 
individually nonregistrable under the mandate of the statute. In re 
Midy Laboratories, Inc., 26 C.C.P.A. (Patents) 1294, 104 F.2d 617, 42 
USPQ 17, (29 TMR 392); Kimberly-Clark Corporation v. Marzall, 196 
F.2d 772 [42 TMR 543]. In the cases just cited the respective courts 
properly rejected the proposition now advanced here that words non- 
registrable separately or standing alone become registrable if combined, 
on the theory that trade marks cannot be dissected and must be con- 
sidered as a whole, irrespective of the character of their constituent parts. 
Moreover, appellant has unlawfully incorporated as the dominant part 
of its mark the essential features of the previously registered mark 
LAY-AN-GROW for goods of the same kind of goods. Carmel Wine Co. v. 
California Winery, 38 App. D.C. 1; In re Fleet-Wing Corp., 38 C.C.P.A. 
(Patents) 1039, 188 F.2d 476, 89 USPQ 369, (41 TMR 588). 
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In Re I. LEWIS MANUFACTURING CO. 
Appl. No. 5943—C. C. P. A.—June 24, 1953 
TRADE-MARK AcT OF 1946—REGISTRABILITY—SURNAMES 
S. SEIDENBERG & CO’s is primarily merely a surname, and is not registrable. 

Applicant appeals from decision of Commissioner of Patents refus- 
ing registration of trade-mark, Serial no. 543,497, filed December 5, 1947. 
Affirmed. 

Case below reported at 42 TMR 78. 

Hauff & Warland and James M. Mason of New York, N. Y., for appellant. 
E. L. Reynolds (H. 8S. Miller of counsel) for Commissioner of Patents. 
Wort.ey, Judge. 

This is an appeal from the decision of the Commissioner of Patents 
affirming the rejection by the examiner of the application for registration 
filed December 5, 1947, under the provisions of Section 2(e) of the Lan- 
ham Act (Trade Mark Act of 1946, of the notation s. SEIDENBERG & CO’s. 
Registration was denied on the ground that the mark sought to be registered 
was primarily merely a surname within the meaning of the involved section. 

The pertinent portions of that section read as follows: 

See. 2. Trade marks registrable on the Principal Register 

No trade mark by which the goods of the applicant may be dis- 
tinguished from the goods of others shall be refused registration on 
the principal register on account of its nature unless it—* * * (e) Con- 

sists of a mark which, * * * (3) is primarily merely a surname. [60 

Stat. 428, 15 U.S.C., see. 1052. ] 

The record reflects that the mark has been used continuously by the 
applicant and its predecessors since prior to 1899; that it was. originally 
registered under the Trade Mark Act of 1905, as amended, on June 12, 
1934 (T.M. 313,810); and that it was republished under the provisions 
of the Lanham Act, supra, January 18, 1949. The Mark, which appears 
to be printed in Old English or a modified Black Letter type, is applied 
to applicant’s cigars by being printed on wrappers enclosing the cigars 
and also on labels pasted on the cigar boxes. 


The examiner refused registration on the ground that the word 
SEIDENBERG constituted the dominant and significant feature of the mark 
and relied on the decision in the case of Ex parte Sears, Roebuck & Co., 
87 USPQ 400 (41 TMR 185), (affirmed March 12, 1953, .... U.S. App. 
D.C. ...., 96 USPQ 360, 43 TMR 506). 


Upon appeal to the commissioner, the appellant renewed its con- 
tention that the involved mark could not be classified as being primarily 
merely a surname because the additions of the single initial and the 
terminal portion & co’s. together with the distinctive fashion in which 
they are printed, were sufficient to remove the mark from that category. 
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The commissioner, in rejecting those contentions, stated [42 TMR 78]. 


In the Sears, Roebuck and Co. case relied upon by the examiner, 
it was held that the term J. c. HIGGINS was unregistrable because the 
addition of initials to the surname does not change the mark as a 
whole from being primarily merely a surname. It is my view that in 
the present case S. SEIDENBERG without the terminal portion & co’s. 
would be clearly unregistrable as a trade mark because it is primarily 
merely a surname for the same reasons stated in the Sears, Roebuck 
and Co. decision, and I am further of the opinion that the addition 
of the expression & co’s. adds nothing distinctive in the applicant’s 
mark since it has been the uniform practice to ignore such expressions 
on the theory that they do not serve to identify any particular com- 
pany. The possessive form in which the expression & CO’s. appears 
is considered of no significance in this regard any more than if the 
‘*S’’ had been appended to the surname SEIDENBERG. (Italics quoted.) 
It appears that the two leading cases which have emerged as a result 

of the interpretations of the instant paragraph by the Patent Office are 
Ex parte Dallioux, 83 USPQ 262, (39 TMR 965) and Ez parte Sears, 
Roebuck & Co., supra. In the former, the mark ANDRE DALLIOUX was 
allowed on the theory that it was the full name! of the applicant and, 
therefore, consisted of something more than primarily merely a surname. 

In the Sears, Roebuck & Co. case, supra, the notation J. C. HIGGINS was 
denied registration on the theory that the word HIGGINS was the dominant 
part of the mark and that the addition of the initials did not prevent that 
mark from being considered to be primarily merely a surname. 

It seems to us that the Patent Office, in the difficult task of fairly inter- 
preting the involved section, has adopted an inconsistent standard in its 
consideration of the two marks cited above. It would appear that had the 
reasoning employed in the Higgins case; namely, that HIGGINS constituted 
the dominant part of that mark, been consistently employed, then that 
reasoning, when applied to ANDRE DALLIOUX, would necessarily have re- 
sulted in its rejection because DALLIOUX is, in our opinion, the dominant 
part of that mark. 

Conversely, it seems to us that the initials in the Higgins mark should 
have received equal consideration to that given ANDRE in the Dallioux 
mark. We strongly doubt that Congress intended such a decisive distinction 
to be made between initials and given names in determining whether a 
mark is primarily merely a surname. 

Here, however, the mark before us is different from both of the above 
marks. 

This case was first argued January 16, 1953. At the conclusion thereof 
there was a substantial doubt in our minds as to exactly what Congress 
intended by the language employed in Section 2(e). Since, in our opinion, 
there was some degree of ambiguity in that language, and since the 
instant case is one of first impression in this court, reargument, with 


1. Not literally correct since the full name was Andre Julien Dallioux. 
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particular reference to Congressional intent, was requested. Reargument 
was had on May 15, 1953. Despite able presentation by counsel, however, 
Congressional intent was not clearly established. Even if we would be 
justified in accepting the testimony of interested witnesses before the com- 
mittee having charge of the involved legislation, here that testimony is 
inadequate. 

Turning then to what we consider to be the ordinary meaning of the 
words used in Section 2(e), we refer to the case of Beckwith v. Com- 
missioner of Patents, 252 U.S. 538, 1920 C.D. 471. In that case the word 
‘‘merely’’ was held to be synonymous with ‘‘only.’’ Applying that 
definition here, is the notation s. SEIDENBERG & COo’s. merely or only a 
surname? Literally it is something more than that. However, is it primarily” 
only a surname? 

It seems to us that SEIDENBERG is clearly a surname which can have no 
other meaning or significance than that of a surname. Nor do we believe 
that the addition of the single initial is sufficient to remove it from that 
category. Further, the addition of the expression & co’s., whether it be 
in the abbreviated and possessive form present here, or in the usual form, 
cannot be held to distinguish or relate to anything except the surname 
SEIDENBERG. 


It is our conclusion, therefore, that the action of the Patent Office 
in holding that the involved mark was not more than primarily merely 
a surname, within the meaning of Section 2(e), was correct. 


We note the statement of the commissioner that the mark of the 
applicant might well qualify for registration under the provisions of 
Section 2(f) of the Lanham <Act.? We see nothing in the record before 
us which might cause us to have any different view from that expressed 
by the commissioner. 


The decision of the Commissioner is affirmed. 


EX PARTE THE B. F. GOODRICH COMPANY 


Commissioner of Patents—July 16, 1953 


TRADE-MaRK Act OF 1946—REGISTRABILITY—PACKAGES, LABELS AND CONFIGURATIONS 
A design which is applied to footwear by adhering a label to the insole and 


2. Webster’s New International Dictionary, Second Edition, Unabridged, 1949: 

primarily, adv. In the first place; originally, preeminently; fundamentally; as, an 
action primarily based on policy. 

primary, adj. * * * 1. First in order of time or development or in intention; prim- 
ative; fundamental; original; initial. * * * 

3. Sec. 2(f) Except as expressly excluded in paragraphs (a), (b), (c), and (d) 
of this section, nothing herein shall prevent the registration of a mark used by the 
applicant which has become distinctive of the applicant’s goods in commerce. The 
Commissioner may accept as prima facie evidence that the mark has become distinctive, 
as applied to the applicant’s goods in commerce, proof of substantially exclusive and 
continuous use thereof as a mark by the applicant in commerce for the five years next 
preceding the date of the filing of the application for its registration (15 U.S.C. 1052). 
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heel portion of the goods becomes a part of the goods and functions as such and 
cannot be registered as a trade-mark. 


REGISTRATION PROCEDURE—APPLICATION 
Affidavits filed by shoe sales men and shoe store owners which purport to 
establish that applicant’s goods are identified by design are not sufficient to show 
that it has trade-mark significance since the affiants are not representative of the 
purchasing public. 


Applicant appeals from decision of Examiner of Trade-Marks refusing 
registration, Serial no. 587,024, filed October 29, 1949. Affirmed. 
Harold 8. Meyer of Akron, Ohio for applicant-appellant. 
McCann, Examiner in Chief. 

This is an appeal by The B. F. Goodrich Company from the final 
refusal of the examiner to register a design as a trade mark for footwear, 
namely, boots and shoes made wholly or partly of rubber for men, women 
and children. Applicant’s mark consists of a generally crescent-shaped 
outline merging near one end of its coneave edge into a semi-circular area, 
the convex edge of the crescent joining the semi-circular area at an abrupt 
off-set. The specimens filed with the application disclose applicant’s mark 
in two forms (1) as a tag made of light cardboard to be loosely attached 
to shoes and (2) as a cover for the arch portion of the sole and the heel 
portion of the shoe. 

The examiner’s refusal is based on the ground that the subject design 
is incapable of distinguishing applicant’s goods in commerce, and in this 
connection the examiner calls attention to U.S. Patent No. 1,938,127 
for an arch supporter. The examiner contends that the arch support por- 
tion of the shoe shown in figure 2 of the patent bears a remarkable de- 
gree of similarity to applicant’s design and that it can only be concluded 
that the subject design follows a common pattern used for arch supporters. 
It is the opinion of the examiner that the average purchaser would readily 
identify applicant’s design as representing a functional feature of appli- 
cant’s footwear, to wit: the cover of an arch support bearing words indica- 
tive of an arch support therebeneath. 

Applicant contends that an examination of figure 2 of the patent 
clearly reveals that the arch supporter of the patent does not conform to 
applicant’s design and that the most that can be said of applicant’s design 
in this respect is that when it is adhered to the insole of the footwear it 
is merely suggestive and, standing by itself, the design is arbitrary and 
meaningless. 

It seems clear that when the design in question is applied to the goods 
by adhering a label to the insole and heel portion of the shoe it becomes a 
part of the shoe and functions as such and under Ez parte Marquette, 
116 Ms.D. 186, 5 TMR 206, Walden-Worcester v. American Grinder Mfg. 
Co., 151 Ms.D. 131, 16 TMR 198, and Denison Mfg. Co., 5 USPQ 316, 
cannot be registered as a trade mark. In Ex parte Minnesota Mining & 
Manufacturing Co., 92 USPQ 74, (42 TMR 164), it was pointed out that 
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under the Act of 1946 express provision was made to register symbols, 
labels, packages, configuration of goods ete., on the supplemental register 
and the absence of any provision specifically providing for registration 
on the principal register of symbols, labels, packages, configuration of 
goods, ete. indicates that such was not contemplated by the Act of 1946. 

Applicant calls attention to affidavits which have been filed in this case 
by shoe salesmen and owners of shoe stores which purport to establish that 
applicant’s goods are identified by the shape of the design of the tag attached 
thereto or by the shape of the label on the insole. These affidavits were 
made by persons engaged in the trade and are not sufficient to show that 
the design has trade mark significance since the affiants are not representa- 
tive of the purchasing public. Ex parte Boott Mills, 614 O.G. 821, 78 
USPQ 338, Oshkosh Trunks and Luggage, 637 0.G. 1293, 86 USPQ 321, 
(40 TMR 1020); Ex parte Chicago Rawhide Manufacturing Company, 
647 O.G. 1022, 89 USPQ 507, (41 TMR 756); Ex parte Hollywood Brands, 
Inc., 94 USPQ 418, (42 TMR 871). 


The decision of the Examiner of Trade Marks is affirmed. 


HARRIS-SEYBOLD COMPANY v. SIMONDS WORDEN 
WHITE COMPANY 
Canc. No. 5589—Oppos. No. 29441—Comm. of Patents—July 20, 1953 


REGISTRATION PROCEDURE—EX Parte REJECTION 


PRECISION is descriptive and dominates applicant’s composite mark, so that 
it cannot be entered on the Principal Register, even if the word is disclaimed. 
It may qualify for registration under section 2(f) or on the Supplemental Register. 


Opposition proceeding by Harris-Seybold Company v. Simonds Wor- 
den White Company, Serial no. 572,460 filed January 19, 1949. 
Cancellation proceeding by Harris-Seybold Company v. Simonds 
Worden White Company, Registration no. 424,047 issued September 17, 
1946. | 
Appeals from decision of Examiner of Interferences dismissing oppo- 
sition and petition. Opposer-petitioner appealed. Affirmed at 43 TMR 
975, but applicant was adjudged not entitled to registration. Petitions for 
reconsideration denied. 
Hudson Boughton, Williams, David & Hoffmann of Cleveland, Ohio for 
opposer-appellant, petitioner-appellant. 
Clarence A. O’Brien and Harvey B. Jacobson of Washington, D. C. for 
applicant-appellee, petitioner-appellee. 
McCann, Examiner in Chief. 
These are petitions by Harris-Seybold Company and the Simonds 
Worden White Company for reconsideration of the decision dated May 12, 
1953 [43 TMR 975] in the above identified proceedings. 
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The petition by the Harris-Seybold Company calls attention to the 
deposition of its witness Henry O. Porter and contends that since the 
president of Simonds Worden White Company by a veiled threat in effect 
charged Harris-Seybold Company with infringement it cannot be properly 
contended on behalf of Simonds Worden White Company that the marks 
are sufficiently dissimilar to negative the likelihood of confusion. 

The testimony of the party Porter does not bear out petitioner’s 
contention of a veiled threat of infringement and the most that can be 
said therefrom is a threat of a price war on the part of Simonds Worden 
White Company by going direct to the customers (Petitioner’s Record, 
pages 37, 41). 

As stated in the decision, petitioner’s mark is clearly dominated by the 
name SEYBOLD with the words PRECISION KNIFE occupying a very sub- 
ordinate role; whereas, in respondent’s registration the word PRECISION 
is at least as prominent, if not more prominent, than the monogram, which 
in turn is distinctly different from petitioner’s name SEYBOLD. Also, as 
stated in the decision, with respect to the opposition proceeding the differ- 
ences between opposer’s and applicant’s marks are even more pronounced. 

The petition for reconsideration by the Harris-Seybold Company has 
been carefully considered, but is denied as to making any change in the 
decision. 

The petition by the Simonds Worden White Company asks reconsidera- 


tion of that portion of the decision which reads as follows [43 TMR 975]. 


“However, as noted above, the word ‘precision’ is descriptive and 
clearly dominates applicant’s mark and the application is so rejected 
ex parte. Applicant is not entitled to registration of his mark on the 
Principal Register of the Act of 1946 unless it applies for and can 
qualify under section 2(f) thereof.” 


The petition contends the decision overlooked the fact that the word 
PRECISION had been disclaimed. 

This fact was not overlooked in writing the decision. As pointed out in 
the decision the word PRECISION is descriptive and clearly dominates appli- 
cant’s mark and as such cannot be registered on the Principal Register even 
if disclaimed since a disclaimer lies hidden in the files while the notation 
PRECISION speaks from the labels. Radiator Specialty Co. v. Sure Rite 
Products Co., 89 USPQ 430. 

With respect to the question in the Simonds Worden White Company’s 
petition as to the practice in the Patent Office in trade marks which are 
dominated by a descriptive term, such marks may be registered under 
section 2(f) of the Principal Register if they can qualify thereunder or 
on the Supplemental Register. See section 2(f), rule 8.1 and section 23, 
rule 8.7. 

The petition for reconsideration by the Simonds Worden White Com- 
pany has been considered, but is denied as to making any change in the 
decision. 
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BOND STORES, INCORPORATED v. ALBERT H. 
WEINBRENNER CO. 


No. 30661—Commissioner of Patents—July 21, 1953 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
BONDSHIRE for shoes is not confusingly similar to BOND or BOND STORES 
for men’s clothing, although the goods are established to be of the same descriptive 
character. 


Opposition proceedings by Bond Stores, Incorporated v. Albert H. 
Weinbrenner Co., Serial no. 574,266 filed February 21, 1949. Applicant 
appeals from decision of Examiner of Interferences sustaining opposition. 
Reversed. 


Samuel Herrick of Washington, D. C. for opposer-appellee. 
Morsell & Morsell of Milwaukee, Wisconsin for applicant-appellant. 
McCann, Examiner in Chief. 


This is an appeal from the decision of the Examiner of Interferences 
sustaining the notice of opposition brought by Bond Stores, Incorporated, 
to the registration of the word BONDSHIRE by Albert H. Weinbrenner Co., 
as a trade mark for men’s dress shoes. 


The opposition is predicated upon allegations of prior use and owner- 
ship of registrations No. 305,592, issued August 22, 1933, and No. 329,813, 
issued November 12, 1934, for the mark Bonp applied, respectively, to men’s 
and boys’ suits, trousers, coats, vests; negligee, work, and dress shirts, 
collars, sweaters, raincoats, underwear, hats; and woolen, cotton, linen, 
silk, and combinations of these fabrics in the piece for men’s and boys’ 
clothing. 


Opposer also alleges use of the term BOND since 1936 as a trade mark 
for men’s dress shoes and states that its corporate name BOND STORES, IN- 
CORPORATED has been registered in this Office since 1929. The statutory 
basis for the opposition is that clause of section 2(d) of the Act which 
relates to the likelihood of confusion or mistake or deception of purchasers. 
Both parties have filed testimony and briefs and were represented at the 
hearing. 


The Examiner of Interferences points out that opposer’s ownership 
of its pleaded registrations, and the prior use of the mark Bonn for the 
products specified therein, is not disputed by the applicant and is estab- 
lished by the proofs presented by the opposer, but that applicant does 
urge that opposer has presented no satisfactory proof that it sells men’s 
shoes with the mark Bonp applied thereto or to the containers in which 
they are sold. The examiner held that opposer’s proofs with respect to 
its use of the term BOND as a trade mark for shoes is somewhat meager 
and, in certain respects, inconsistent, but nevertheless it appears that 
the opposer has sold shoes as one of its products in connection with its 
corporate name since prior to November, 1940, the earliest date of use 
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claimed by applicant, and under section 2(d) of the Act of 1946, use of 
a trade name may bar the registration of a mark of a subsequent user 
applied to similar goods. 

The examiner held, however, that opposer need not rely alone on its 
use of the mark BOND in connection with the sale of shoes since it is well 
settled that wearing apparel consisting of clothing and shoes are goods of 
the same descriptive character, and in view of the opposer’s priority there 
remains for consideration only the question of whether the term BOND- 
SHIRE bears such near resemblance to opposer’s mark BOND or its corporate 
name, BOND STORES, INCORPORATED, as to be likely to cause confusion or 
mistake or deception of purchasers in the contemporaneous use thereof 
for the goods involved. 


The examiner pointed out that the word Bonp comprises the entire 
trade mark of the opposer and since it is also the initial portion of appli- 
eant’s mark, it comprises the dominating and most prominent part thereof, 
and would easily and quite likely to associated and confused with the 
name of the opposer. The examiner also held that there would be even 
greater similarity between applicant’s mark BONDSHIRE and the words 
BOND STORES, which comprise the essential part of opposer’s name BOND 
STORES, INCORPORATED, than there is between it and opposer’s mark BOND. 


I agree with the examiner it is well settled that wearing apparel con- 
sisting of clothing and shoes are goods of the same descriptive character. 
In re Keller, Heumann & Thompson Co., 23 C.C.P.A. 837, 81 F.2d 399, 
28 USPQ 221, (26 TMR 83); The Daniels and Fisher Stores Company v. 
Padi Clothes Company, Incorporated, 480 O.G. 696, 33 USPQ 560, (27 
TMR 592); Elder Manufacturing Company v. International Shoe Com- 
pany, 39 C.C.P.A. 817, 194 F.2d 114, 92 USPQ 330, (42 TMR 306). It is 
true as stated by the examiner that there is a greater likelihood of resulting 
confusion when a newcomer adopts as the initial part of his mark the 
entire trade mark of another. This is especially true in those cases where 
the older mark is arbitrary or fanciful in nature. 

In the instant case, however, the word BOND is neither arbitrary nor 
fanciful but is a well-known English word which is used in at least nine- 
teen different senses, one of which is defined as “a binding agreement; or a 
covenant”. See Webster’s New International Dictionary, Second Edition, 
Unabridged. In other words, the word is used in the sense of a guarantee 
of quality or workmanship or of ingredients. The word “shire” is defined 
in Webster’s Dictionary as “a territorial subdivision in Great Britain, 
usually identical with a county”. The combination of these two words, 
BOND and SHIRE, produces a new arbitrary and fanciful word that is 
clearly distinguishable from the word “bond” in meaning, appearance 
and sound. 

I am also unable to agree with the Examiner of Interferences that 
applicant’s mark BONDSHIRE is similar to the words BOND STORES, which 
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comprise the essential part of the opposer’s corporate name, i.e., BOND 
STORES, INCORPORATED. The word “shire” is totally different from the 
word “stores” in meaning, appearance and sound, and when combined with 
the word BOND produces a new word that is clearly different from BOND 
STORES in meaning, appearance and sound. 

After careful consideration of the examiner’s decision and opposer’s 
brief, it is my opinion that applicant’s trade mark BONDSHIRE is sufficiently 
different from opposer’s trade mark BoND and from opposer’s corporate 
name “Bond Stores, Incorporated” as to preclude any reasonable likelihood 
of confusion when used on the specified goods. 

The decision of the Examiner of Interferences is reversed. 


GOLD MEDAL CANDY CORPORATION v. PRICE 
CANDY COMPANY 
No. 30282—Commissioner of Patents—July 21, 1953 
REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
TURKS for candy is confusingly similar to a composite mark for like goods 
consisting of TURKISH CHEWING TAFFY, the surname BONOMO’S, and 
four characters in Turkish costume. 


Opposition proceeding by Gold Medal Candy Corporation v. Price 
Candy Company, Serial no. 575,159 filed March 9, 1949. Applicant appeals 


from decision of Examiner of Interferences sustaining opposition. 

Watson Johnson Leavenworth & Blair of New York, N. Y. for opposer- 
appellee. 

James Atkins of Washington, D. C. for applicant-appellant. 

McCann, Examiner in Chief. 

This is an appeal from the decision of the Examiner of Interferences 
sustaining the opposition brought by the Gold Medal Candy Corporation 
to the registration of TurKS by Price Candy Company as a trade mark 
for candy. 

Only the opposer has filed testimony and both parties have filed briefs 
and were represented at the hearing. 

The opposition is based upon the ownership and use of registration 
No. 419,516, issued February 19, 1946 under the Act of 1920. Opposer’s 
registration is a composite mark consisting of the name BONOMO’s in script 
with the words TURKISH CHEWING TAFFY, all in a vertical column. At the 
left of the words is shown a relatively large kettle with a fire thereunder, 
and two small figures in Turkish garb pouring and mixing ingredients 
into the kettle. At the right of the words, two additional figures in Turkish 
garb are pictured as pulling taffy. 

The statutory basis for the opposition is that clause of section 2(d) 
of the Act of 1946 that relates to the confusion in trade, mistake or 
deception of purchasers. 
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The examiner stated that the testimony clearly established use by 
opposer of his mark in substantially the form described above or in some 
eases in which the word CHEWING was omitted. 


Applicant has conceded that opposer has priority in the use of its 
mark, and that the goods of the parties are similar. This leaves for con- 
sideration only the question of whether the contemporaneous use of appli- 
cant’s and opposer’s marks on similar goods would be likely to cause 
confusion or mistake or deception of purchasers. 


The examiner held that while the figures are perhaps not a dominant 
part of the mark, they certainly are prominent and would not likely be 
overlooked. The examiner also pointed out it is well established that a 
pictorial representation can have the same significance as the word or 
words which would ordinarily be used to describe a pictorial representation. 
The examiner therefore concluded that a person familiar with opposer’s 
mark would associate the word TuRKsS therewith, and it was the examiner’s 
opinion that there would be a reasonable likelihood that anyone, familiar 
with opposer’s mark, upon seeing the word TurKs applied to identical 
goods would be likely to be confused and misled as to the origin of the 
goods. 

Applicant contends that the marks are not confusingly similar, since 
opposer’s mark contains the possessive surname BONOMO’s plus the descrip- 
tive and generic words QUALITY and TURKISH TAFFY. Applicant also con- 
tends it is well settled that where words form the dominant part of the 
mark, the goods will be called for and known by those words, so that in 
the present case, opposer’s candy would be known and called for by the 
surname BONOMO’s, or possibly BONOMO’S TURKISH TAFFY, and that the four 
characters in Turkish costumes are merely ornamental and unlikely to 
lead anyone to attach any trade mark significance to them. 


As noted above, the words in opposer’s registration are supplemented 
by four characters dressed in Turkish clothes. In other words, the 
Turkish characters and the word TURKISH supplement each other and 
clearly render the word TURKISH the dominant part of opposer’s registra- 
tion. It is obvious that the words TURKS and TURKISH are substantially 
identical in meaning, appearance and sound. This being so, the use of the 
word BONOMO’s by opposer is not sufficient to avoid the likelihood of 
confusion with an otherwise confusingly similar mark. Celanese Corpora- 
tion of America v. E. I. du Pont de Nemours & Company, 33 C.C.P.A. 
857, 154 F.2d 148, 69 USPQ 69. 


After careful consideration of applieant’s argument, J] agree with 
the examiner that the contemporaneous use of opposer’s mark and appli- 
eant’s mark on similar goods would be likely to cause confusion or mistake 
or deception of purchasers. 


The decision of the Examiner of Interferences is affirmed. 


ES 
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KOPPERS COMPANY, INC. v. THE DOW CHEMICAL COMPANY 
No. 30068—Commissioner of Patents—July 21, 1953 
REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
HEXADOW for insecticide is not confusingly similar to HEX, HEX CIDE, 
or HEXIT for chemical products. 


HEX is not sufficiently arbitrary to be entitled to protection under the ‘‘ Family 
of Marks’’ doctrine. 


Opposition proceeding by Koppers Company, Inc. v. The Dow Chemi- 
cal Company, Serial no. 591,226 filed January 21, 1950. Opposer appeals 
from decision of Examiner of Interferences dismissing opposition. Affirmed. 


Frank H. Wisch of Washington, D. C. and Thomas G. Gillespie, Jr. of 
Pittsburgh, Pa. for opposer-appellant. 


Griswold & Burdick of Midland, Michigan for applicant-appellee. 
McCann, Examiner in Chief. 


This is an appeal from the decision of the Examiner of Interferences 
dismissing the opposition proceedings brought by Koppers Company, 
Ine. to the registration of HEXxADOW by The Dow Chemical Company on 
the Principal Register of the Act of 1946 as a trade mark for an “insecti- 
cide”. 

The opposition is based upon the ownership of a number of registra- 
tions embodying the word Hex for use on insecticides, disinfectants, wood 
preservatives and other chemicals. The examiner selected as the most 
pertinent registration No. 217,100 for Hex, registration No. 200,938 for 
HEX CIDE, and registration No. 215,895 for HExrt, all of which bear dates 
long prior to applicant’s claimed date of first use for its mark. The 
statutory basis for the opposition is that clause of section 2(d) of the 
Act which relates to the likelihood of confusion, mistake or deception of 
purchasers. 


Neither party took testimony, but both parties have filed briefs and 
were represented at the hearing. The examiner states that applicant’s 
answer includes a long list of registrations in which the word HEx is 
used as a combining prefix or suffix covering a wide variety of products 
but that no consideration can be given to these registrations as an 
attack cannot be made upon the validity of the registrations on which the 
opposer is relying. The examiner pointed out that the word Hex or “hexa” 
is a common combining form used in chemical terminology to designate 
the presence of six atoms and is so defined in the dictionary. The examiner 
also stated it was held in MacEachen v. Tar Products Corp., 5 USPQ 
505 (20 TMR 464), that the word Hex is incapable of exclusive appropria- 
tion in the chemical field. The examiner stated it was his opinion that 
when considered as a whole there is no reasonable likelihood of confusion 
between applicant’s mark HEXADOW and opposer’s mark HEX. 


Opposer contends that the word Hex is not descriptive and a more rea- 
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sonable derivation of opposer’s mark comes from the meaning of HEX as an 
evil spell, i.e., in this case an evil spell is cast upon the insect. 

It seems clear, however, from the specimens filed by applicant that 
the word HEX was used in the accepted chemical terminology sense of 
indicating the presence of six atoms. Opposer also contends that appli- 
cant has improperly appropriated opposer’s entire mark and insists that 
this is improper in view of the decision in Lever Brothers Co. v. The 
Sitroux Co., 27 C.C.P.A. 858, 44 USPQ 357 (30 TMR 84). In the Lever 
Brothers Co. ease the court pointed out that the word LUX was arbitrary 
and was the dominant part of the mark opposed. In the instant case the 
word HEX is not arbitrary and as applied to chemical compounds has a 
well defined dictionary meaning. In connection with the question of a 
newcomer’s appropriation of a prior user’s entire mark, the Court of 
Customs and Patent Appeals in Crown Overall Mfg. Co. v. Bee-Bee Frocks, 
Inc., 38 C.C.P.A. 845, 187 F.(2) 170, 88 USPQ 498-501 (41 TMR 328), 
stated that they had not overlooked the frequently quoted expression of 
the Court of Appeals of the District of Columbia in the case of Carmel 
Wine Company v. California Winery, 38 App.D.C. 1, 1912 C.D. 428, to wit, 

“We think that it is apparent, without argument, that the two 
marks are deceptively similar within the meaning of the statute. It 
goes without saying that the one has no right to incorporate the mark 
of another as an essential feature of his mark. Such a practice would 


lead to no end of confusion, and deprive the owner of a mark of the 
just protection which the law accords him.” 


but that all too often those quoting that expression overlook the fact that 
the last two sentences are predicated upon the first sentence, that is, one 
may not incorporate as an essential feature of his mark a mark of another 
and thus render the two marks deceptively similar. In MacKachen v. 
Tar Products Corp., supra, the court in commenting upon the Carmel 
Wine Company v. California Winery decision, supra, stated that within 
proper limits the rule mentioned herein is applicable but should not be 
carried to the extent of holding that by use and registration of a word 
in common use one can acquire such rights as to enable him to prevent 
registration thereof by another simply and solely because the latter’s mark 
may contain the word of the former. The court also said that it did not 
feel that the rule was applicable unless the contesting marks also present 
such features of resemblance as to be likely to cause confusion or mistake 
or deception of purchasers. In the instant case when considered as a whole 
applicant’s mark HEXADOW is clearly different from opposer’s marks HEX, 
HEX CIDE, and HEXIT in meaning, appearance and sound. 

Opposer also contends that his registration HEX is entitled to pro- 
tection under the “Family of Marks” doctrine. As pointed out by the 
examiner this doctrine is restricted to cases wherein the mark is an arbi- 
trary word. In the instant case the word HEx is not an arbitrary word but 
is a dictionary word that has a well-defined meaning in the chemical field. 
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After careful consideration of opposer’s argument I agree with the 
examiner that there is no reasonable likelihood of confusion between 
applicant’s mark HEXADOW and opposer’s marks HEX, HEX CIDE, or HEXIT. 


The decision of the examiner of interferences is affirmed. 


BAYER v. HILB & CO., INC. 
No. 30171—Commissioner of Patents—July 22, 1953 
REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
Opposer, merely by introducing its application for registration, does not 
thereby sustain burden of establishing use of its mark prior to date of first use 
proven by applicant. 


Opposition proceeding by Bayer v. Hilb & Co., Inc., Serial no. 583,692 
filed August 19, 1949. Opposer appeals from decision of Examiner of 
Interferences dismissing opposition. Affirmed. 

Wilkinson, Huxley, Byron & Hume of Chicago, Illinois for opposer- 
appellant. 

Whitehead & Vogl of Denver, Colorado for applicant-appellee. 

McCann, Examiner in Chief. 

This is an appeal from the decision of the Examiner of Interferences 
dismissing the opposition brought by Herbert Bayer to the registration 
of a composite mark consisting of the word ASPEN, associated with a 
representation of a leaf of the aspen tree, by Hilb & Co., Ine., as a 
trade mark for “knitted outer wear garments for women, misses and girls, 
namely, sweaters of all types, including long sleeved, short sleeved, pull- 
over, coat sweaters.” 

The opposition is based upon alleged prior use of the notation ASPEN, 
associated with a design of an aspenleaf as a trade mark for sweaters, 
knitted ties, ski socks, and the like, and the statutory basis of the opposi- 
tion is that clause of section 2(d) of the Act which relates to the likelihood 
of confusion or mistake or deception of purchasers. Both parties have 
filed testimony and briefs. 

Applicant admits that there is no issue as to the similarity of the 
marks or goods and agrees that the only issue to be decided on appeal 
is whether opposer has sustained the burden of establishing use of its mark 
prior to the date of first use proven by applicant. 


In his decision the Examiner of Interferences stated that the testimony 
and documentary evidence of applicant definitely and convincingly shows 
that applicant has made continuous use of its mark on a very substantial 
scale in connection with the sale of its goods since May, 1949, and this 
holding is not challenged by the opposer on appeal. 


The examiner held that opposer’s record did not ¢ontain any acceptable 
evidence tending to corroborate opposer’s oral testimony respecting the 
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alleged earlier use of his mark. In this connection the examiner pointed 
out that the party Bayer testified to the effect that he kept records of all 
sales he personally made of his products (Ree. p. 22, 23) but that he did 
not introduce any such records in evidence or explain his failure to do so. 

Opposer contends that in arriving at his decision the examiner com- 
pletely overlooked exhibit No. 14 which is a certified copy of opposer’s 
application, Serial No. 613,553 for registration of the mark in question. 
This application claims use since March 23, 1948, and applicant contends 
that in the absence of evidence specifically controverting these facts, the 
application stands as undisputed proof of the fact that opposer adopted and 
used the mark in question as of the date given therein. Opposer cites 
several decisions to support his position. 

The error in opposer’s argument is that it overlooks that this pro- 
ceeding is an opposition proceeding to determine whether or not, as against 
opposer, applicant is entitled to registration of his mark. Opposer’s ap- 
plication, Serial No. 613,553, is not the subject of this proceeding and the 
allegations made therein have no more status than other ex parte state- 
ments since it is not a registration. This identical point was ruled upon 
in Cameo, Inc. v. Phillips, 655 O.G. 905, 92 USPQ 77, (42 TMR 146). 
The decisions cited by the opposer all deal with either opposition or in- 
fringement cases wherein the application, or the registration, concerned 
was the subject of the proceeding. 

As a matter of record it is noted that opposer’s application, Serial 
No. 613,553, was not filed until May 5, 1951, which is more than five months 
after the publication of applicant’s mark in the Official Gazette of the 
Patent Office on November 28, 1950. 


Opposer does not question any of the other holdings of the Examiner 
of Interferences except the statement with respect to the introduction in 
evidence of the press release comprising his exhibit No. 2. Opposer con- 
tends that this exhibit was offered in evidence at the close of the 
depositions (Opposer’s record page 37), and is physically in the record. 
It appears from the bottom of page 37 and top of page 38 of opposer’s 
record that opposer’s exhibit 2 was offered in evidence. However, I do 
not believe that this will affect the decision in this ease, since at best the 
press release is but an advertisement by the Aspen publicity department 
of Aspen, Colorado, and of Aspenwear products designed by Herbert 
Bayer. This does not constitute trade mark use in applicant of the Aspen 
leaf and the word ASPEN prominently shown thereon. 

I have carefully reviewed the testimony and exhibits submitted by 
the opposer as well as the arguments submitted in the appeal brief, but 
I am not convinced thereby that the decision of the examiner of inter- 
ferences was in error. 

The decision of the Examiner of Interferences is affirmed. 


a m  —— 
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FORT HOWARD PAPER COMPANY v. 
CROWN ZELLERBACH CORPORATION 
No. 29505—Commissioner of Patents—July 22, 1953 
REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
FACIALETTES for paper napkins and cleansing tissue is not confusingly 
similar to FACIALIN for paper fabrie adapted for skin cleansing. 
TRADE-MaRK Act OF 1946—-REGISTRABILITY—DESCRIPTIVE TERMS 
FACIALETTES is unregistrable as ‘‘Facial’’ is highly descriptive of facial 
tissues, and the use of the diminutive suffix ‘‘ette’’ does not sufficiently remove 
its descriptive aspect. 


Opposition proceeding by Fort Howard Paper Company v. Crown 
Zellerbach Corporation. Applicant appeals from decision of Examiner of 
Interferences sustaining opposition. Reversed, but examiner authorized 
to reject application ex parte. 

Morsell & Morsell of Milwaukee, Wisconsin for opposer-appellee. 

Stephen S. Townsend of San Franciseo, California and Stone, Boyden & 
Mack of Washington, D. C. for applicant-appellant. 

McCann, Examiner in Chief. 

This is an appeal from the decision of the Examiner of Interferences 
sustaining the opposition proceedings brought by Fort Howard Paper 
Company to the registration of FACIALETTES by Crown Zellerbach Corpora- 
tion, as a trade mark for paper napkins and cleansing tissue. On the 
drawing and specimens the word FACIALETTES is shown in perspective as 
comprising separate, three dimensional block letters of considerable depth, 
with the face of each letter in white and the depth of each letter in 
solid black. 

Opposer’s right of action is predicated upon ownership by it of regis- 
tration No. 213,028, issued in 1926 under the Act of 1905, renewed in 
1946, and republished in 1948 under the Act of 1946, said registration 
disclosing the mark FACIALIN, written in a somewhat ornate script form, 
for paper fabrie adapted for skin cleansing and cosmetic removing 
purposes. The statutory basis for the opposition is that clause of section 
2(d) of the Act which relates to the likelihood of confusion or mistake or 
deception of purchasers. 

Only applicant has filed testimony which includes answers to inter- 
rogatories propounded by applicant. Both parties have filed briefs and 
were represented at the hearing. 


The examiner held that opposer had proven priority by placing in 
the record a certified copy of its registration and noted applicant conceded 
that the goods of the parties are substantially the same. The Examiner of 
Interferences pointed out that the FaciAL part of the two marks is a 
common word which is clearly descriptive of the goods and as such 
applicant and the public have the right to use it descriptively. The 
Examiner of Interferences pointed out, however, that in determining 
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confusing similarity the marks must be considered in their entireties. The 
examiner noted that.each mark has a different suffix, but held that both 
suffixes IN and ETTES are common suffixes, and as such they do not 
differentiate the marks adequately to obviate a reasonable likelihood of 
confusion. 

The dictionary does not bear out the examiner’s holding that the word 
“in” is a common suffix, and the only use indicated therein for “in” as a 
suffix is in a chemical notation. On the other hand, the suffix “ette” is 
commonly used asa diminutive or to indicate a substitution. 

Opposer’s* mark FACIALIN is written as one word without a hyphen 
between FACIAL and IN, so that there is no positive indication that it is a 
combination of the words FACIAL and IN; that is, it could just as readily, 
and even more logically, be considered by the public as being derived 
from the words “facial” and “linen” with the combined word FACIALIN 
suggesting that the facial tissues are as soft as, or have the texture of 
linen. There is no such connotation in application’s mark FACIALETTES. 
On the other hand the word FACIALETTES might readily be taken by the 
publie as meaning a small or pocket size facial tissue since, as noted above, 
“ette” is commonly used as a combining suffix to denote the diminutive. 

Applicant’s mark, however, is thought to be unregistrable as being 
descriptive. As noted above, the word “facial” is highly descriptive of the 
goods and the use by applicant of the common combining suffix “ette” in 
connection therewith does not change it sufficiently to remove its de- 
seriptive aspect. 

In view of the above holding, the other grounds of appeal raised by 
applicant in his brief become more or less moot and no ruling is made 
thereon. 

The decision of the Examiner of Interferences sustaining the opposi- 
tion is reversed. 

The examiner is authorized to reject applicant’s mark as being de- 
seriptive when the case is returned to his jurisdiction. 


EX PARTE MINNESOTA MINING AND MANUFACTURING 
COMPANY 


Commissioner of Patents—July 28, 1953 


TRADE-MaRK Act OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 
TRADE-MARK Act OF 1946—REGISTRABILITY—DISCLAIMERS 
TOP, as used in applicant’s ScoTCH-ToP, for coating composition utilized as the 
top coat in covering wall surfaces, is descriptive and must be disclaimed. 


Applicant appeals from decision of Examiner of Trade-Marks refusing 
registration of trade-mark, Serial no. 581,434, filed July 1, 1949. Affirmed. 


Carpenter, Abbott, Coulter & Kinney of St. Paul, Minnesota, for applicant. 


Freperico, Examiner in Chief. 
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This is an appeal from the decision of the examiner refusing to 
register a composite mark on the Principal Register in the absence of a 
disclaimer of one of the elements of the mark. 


The mark shown consists of an oval Scoteh plaid background on 
which appear the words scOTCH—TOP BRAND in three lines. The word 
BRAND appears in much smaller letters than the other words, and has 
been disclaimed. The goods in connection with which this mark is used 
are specified in the application as,‘‘hard, tough, sprayable, hydraulic 
setting plastic surfacing ‘material for interior and/or exterior walls of 
buildings.’’ The examiner has held that the word top when used with 
such materials is descriptive and should be disclaimed. Hence, the only 
question involved in the appeal is whether the word top when used 
in connection with products of the type involved has a descriptive 
significance, or, otherwise stated, whether the word tor if used alone 
would be refused registration on the Principal Register on the ground of 
descriptiveness. 


Applicant’s product is a composition used in liquid form as a pro- 
tective and decorative coating for walls, primarily masonry and similar 
walls, either on the exterior or interior of buildings. It is intended as a 
substitute for paint and is applied as the finishing coat; an under coat of 
some other coating composition may be used. The examiner has cited two 
references showing the use of the word ‘‘top’’ in connection with sur- 
facing material, and it appears that the word ‘‘top’’ is conventionally 
used in connection with paints and analogous coating compositions in 
referring to the finishing coat in distinction to an under coat or other 
coat. A recent issue of a magazine on paints in the Patent Office library, 
‘‘National Painters Magazine, Painting and Decorating,’’ June, 1953, 
was examined for occurrence of the word and the following was found: 
‘‘good adhesion of subsequent topcoats,’’ ‘‘the primed surface should be 
top eoated,’’ ‘‘water resistant top coats,’’ page 20; ‘‘a top coat,’’ page 22; 
‘‘then given a top coat,’’ page 26; ‘‘followed by a top coat of alkyd resin 
type exterior trim color,’’ page 35. The book ‘‘Protective and Decorative 
Coatings,’’ 1945, also in the Patent Office library, shows: ‘‘top flat coats,”’ 
page 109; ‘‘a top coating of good mechanical durability,’’ page 114; 
‘‘laequer or synthetic resin camouflage topcoats,’’ page 162; ‘‘surfaces 
and top coats are then applied.’’ ‘‘camouflage or gloss top coats,’’ page 163. 


Applicant’s scorcH—rtTop protective and decorative coating com- 
position is used as the top coat in covering the surfaces of walls and I 
believe that the word ‘‘Top’’ in this connection must be characterized as 
descriptive, and hence must be disclaimed. See In re Hercules Fasteners, 
Inc., 97 USPQ 355, (48 TMR 962). 


The decision of the examiner is affirmed. 
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EX PARTE THE OKONITE COMPANY 
Commissioner of Patents—July 28, 1953 
TRADE-MARK AcT OF 1946—REGISTRABILITY—COLOR MARKS 
Pale yellow coloration on inside surface of cardboard core on which tape is 
wound does not fulfill the function of a trade-mark. 

Applicant appeals from decision of Examiner of Trade-Marks refusing 
registration of trade-marks, Serial no. 590,827, filed January 13, 1950. 
Affirmed. 

James G. Bethell of New York, N. Y., for applicant. 
Freperico, Examiner in Chief. 

This is an appeal from the decision of the examiner refusing to register 
an alleged trade-mark on the Principal Register. 

The goods upon which the mark is used are specified in the application 
as ‘‘friction tapes and rubber adhesive tapes.’’ The specimens filed with 
the application are rolls of the common black adhesive tape of the type 
usually referred to as electrician’s or friction tape. The tape is wound 
upon a hollow cardboard cylinder and the inside surface of this cardboard 
eore is colored. This coloration is what is presented as applicant’s trade- 
mark. The examiner has refused registration on the ground that the colored 
core does not fulfill the function of a trade-mark. The color used is a 
pale yellow which is scarcely distinguishable from the color of some card- 
boards; in fact, the color is only slightly different from the color of the 


paper jacket in which the application papers of this particular application 
are enclosed. Assuming that it would be noticed, I do not believe that 
this color would be recognized or taken by the public as constituting a 
trade-mark. In view of this it is considered unnecessary to discuss the 
more general problem of whether coloration alone may constitute a trade- 
mark. 


The decision of the examiner is affirmed. 


BONE DRY SHOE MANUFACTURING COMPANY v. 
JANESVILLE CLOTHING COMPANY 
No. 5619—Commissioner of Patents—July 29, 1953 


CANCELLATION—PROCEDURE—IN GENERAL 
THE PAUL BUNYAN for men’s and boy’s work shirts, wool and part wool shirts, 
and suede shirts is confusingly similar to a corresponding mark used for leather 
logger shoes. 
CANCELLATION PROCEDURE—PLEADING AND PRACTICE 
Cancellation petition need not establish actual confusion: likelihood of con- 
fusion will be presumed when marks are similar and goods are related. 
CANCELLATION PROCEDURE—DEFENSES 
Defense of laches, which is based on delay, cannot be successfully urged against 
petitioner who files within five years statutory limit prescribed in Section 12(¢c) of 
Act of 1946. 


Cancellation proceeding by Bone Dry Shoe Manufacturing Company 
v. Janesville Clothing Company, Registration no. 351,091, issued December 
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17, 1948. Registrant appeals from decision of Examiner of Interferences 
sustaining petition. Affirmed. 

Mason, Fenwick & Lawrence of Washington, D. C., for petitioner-appellee. 
Edward A. Brand of Washington, D. C., for registrant-appellant. 
McCann, Examiner in Chief. 

This is an appeal by the Janesville Clothing Company from the de- 
cision of the Examiner of Interferences sustaining the petition for can- 
celation brought by Bone Dry Shoe Manufacturing Company to cancel 
registration No. 351,091. Registration No. 351,091 consists of the words 
THE PAUL BUNYAN written in relatively large script with the words JANEs- 
VILLE CLOTHING CO. written in relatively small block letters thereunder, as 
applied to men’s and boys’ work shirts, wool and part wool shirts and 
suede shirts. 

The petition for cancelation is based upon prior use by the petitioner 
of the mark PAUL BUNYAN and ownership of registration No. 279,562, regis- 
tered January 20, 1931. Registration No. 279,562 consists of the notation 
PAUL BUNYAN in block letters as a trade mark for leather logger shoes. 
The statutory basis for the petition is that clause of section 2(d) of the 
Act which relates to the likelihood of confusion, mistake or deception of 
purchasers. 

The Examiner of Interferences points out that petitioner has proven 
priority of use of its mark upon its goods as well as ownership of the 
registration and that this is not disputed by respondent. The Examiner 
of Interferences also points out that respondent does not dispute that the 
marks of the parties are essentially the same. 

The Examiner of Interferences points out that respondent raises two 
defenses, (1) that there has been no actual confusion, nor is there any 
likelihood of confusion; and (2) that petitioner is estopped by laches. The 
Examiner of Interferences points out that since the marks are the same the 
question of whether there is a likelihood of confusion or not depends upon 
whether the goods of the parties are so related that purchasers may be 
led to believe that these goods sold under the same mark may have the 
same source of origin. The Examiner of Interferences also points out it 
is well settled that shoes are goods of the same descriptive properties as 
other items of wearing apparel and cited the decision of Jn re Keller, 
Heumann & Thompson Co., 23 C.C.P.A. 837, 81 F.2d 399, 28 USPQ 221, 
(26 TMR 83) ; General Shoe Corporation v. Murray, 520 0.G. 806, 47 USPQ 
142, (31 TMR 80) ; Byer-Rolnick Co. v. Gala Shoe Mfg. Co., 589 O0.G. 504, 
70 USPQ 327, (36 TMR 264); Sears, Roebuck and Co. v. Carla Shoe Com- 
pany 584 0.G. 498, 68 USPQ 333, as supporting authority. It is the opinion 
of the Examiner of Interferences that the contemporaneous use of the 
marks in question by the parties for the respective goods would be likely to 
cause confusion or mistake or deception of purchasers as to the origin 
of the goods, 
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Respondent points out that there is nearly 2,000 miles between re- 
spondent’s and petitioner’s places of operation, and urges that 15 years of 
contemporaneous use without conflict is sufficient proof against any likeli- 
hood of confusion. 

It is not necessary for a cancelation petition to establish actual con- 
fusion and a likelihood of confusion will be presumed when the marks are 
similar and the goods are related. Bausch & Lomb Optical Co. v. Inter- 
national Industries, Inc., 61 USPQ 485, (34 TMR 289); Cohn-Hall-Marz 
Co. v. American Silk Mills, Inc., 89 USPQ 215, (41 TMR 616); Publicker 
Industries, Inc. v. Cusler, 90 USPQ 13, (41 TMR 751). This presumption 
is not rebutted by an argument that the parties have operated in areas 
remote from each other. A showing that the marks of each party have 
been used to such an extent in the same area that there would have been 
ample opportunity for confusion to arise between the marks if there were 
any likelihood of confusion might overcome the presumption of confusion 
in the instant case. Burberrys, Ltd. v. Harry Myers & Co., Inc., 82 USPQ 
367, (39 TMR 830). 

With respect to respondent’s defense of laches the Examiner of Inter- 
ferences points out that respondent’s registration involved herein has been 
republished under the Act of 1946, and since section 14 of the Act expressly 
provides that in case of republication the application to cancel such regis- 
tration may be filed within five years from the date of the republication, 
the defense of laches is not applicable herein. The Examiner of Interferences 
cited the decisions of Lowell Needle Co., Inc. v. H. & A. Selmer, Inc., 657 
0.G. 1267, 92 USPQ 387, (42 TMR 435); Hillyard Chemical Company v. 
Vestal Laboratories, Inc., 656 O.G. 935, 92 USPQ 289, (42 TMR 432), in 
support of this holding. 

Respondent points out that the petitioner stood idly by for thirteen 
years since respondent’s registration during which time respondent built 
up its clientele to approximately 1,450 customers in 1,200 cities and towns 
in Wisconsin, and states nearby, and that the annual revenue derived from 
this business during the past five years averaged $27,000.00. Respondent 
contends that petitioner is guilty of gross laches and urges that the doctrine 
of Willson v. Graphol Products Co., Inc., 89 USPQ 382, (41 TMR 591), 
is controlling here. 

In the Willson v. Graphol Products Co., Inc., case, supra, the regis- 
trations involved were under the Act of 1905. In the instant case re- 
spondent’s registration has been republished under section 12(c) of the Act 
of 1946, and hence is subject to the statutory provisions of section 14, 
subsection (b) which permits cancelation proceedings to be filed within 
five years from the date of republication of a mark under section 12(c). 
It is not seen how the defense of laches, which is based upon delay, can 
be successfully urged against a petitioner who files within the statutory 
limit prescribed. Hillyard Chemical Company v. Vestal Laboratories, Inc., 
and Lowell Needle Co., Inc. v. H. & A. Selmer, Inc., supra. 

The decision of the Examiner of Interferences is affirmed. 
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HY-PURE LABORATORIES, INC. v. FOLEY & COMPANY 
No. 4400—Commissioner of Patents—July 29, 1953 
TRADE-MAkK Act OF 1946—REGISTRABILITY—IN GENERAL 
Ampersand mark and word ‘‘and’’ are synonymous, and would mean the same 
to the public. 
TRADE-MarRK AcT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 
G AND C is not descriptive of tablets for the relief of colds. 
REGISTRATION PROCEDURE—INTERFERENCE 
Mere delay without more is insufficient to sustain a holding of laches. 
Present practice is not to cancel the registration of the losing registrant in an 
interference when the cases were not co-pending, unless the winning party files a 
formal petition to cancel the registration. 


Interference proceeding between Hy-Pure Laboratories, Inc., appli- 
eation, Serial No. 551,455, filed March 8, 1948, and Foley & Company, 
registration No. 428,631, issued April 1, 1947. Senior party appeals from 
decision of Examiner of Interferences awarding priority to junior party. 
Zugelter & Zugelter of Cincinnati, Ohio for junior party-applicant. 
James R. McKnight and Robert C. Comstock of Chicago, Illinois for 

senior party-registrant. 
McCann, Examiner in Chief. 


This is an appeal by the senior party and registrant, Foley & Company, 
from the decision of the Examiner of Interferences, awarding priority to 


the junior party and applicant, Hy-Pure Laboratories, Inc., in the above 
entitled interference proceedings. Only the junior party has filed testimony, 
and both parties have filed briefs and were represented at the hearing. 

The registration of the senior party consists of a capital letter ‘‘C’’, 
the ampersand mark, and another capital ‘‘C’’, (@ & c) as applied to tablets 
for the relief of cold symptoms. The application for this registration was 
filed on September 8, 1944, and was registered on April 1, 1947. The 
junior party’s mark consists of a capital ‘‘G’’ the word ‘‘and’’, and a 
capital ‘‘C’’ (G AND C), as applied to cold capsules for relieving fever, 
headaches and muscular aches induced by colds, and having a laxative 
effect. The junior party’s application was filed March 8, 1948. 

In his decision the Examiner of Interferences stated there is no question 
presented as to the resemblance between the involved marks, or as to the 
character of the goods and the only question that is involved herein is 
priority of use. The Examiner of Interferences also stated that since the 
senior party did not present any evidence, it is not entitled to any date 
earlier than September 8, 1944, the filing date of the application which 
matured into the registration in question. The Examiner of Interferences 
pointed out that the junior party is under the burden of overcoming the 
senior party’s record date by clear and convincing proof. The Examiner 
of Interferences also pointed out that the proofs of the junior party include 
some documentary exhibits, but in the main consist essentially of de- 
positions of its witnesses. It was the opinion of the Examiner of Inter- 
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ferences that the proofs of the junior party fairly show that it and its 
predecessor in interest have continuously used the mark disclosed in its 
application involved herein since about the year 1929, and manifestly many 
years before September 8, 1944, the record date of the senior party. 

The senior party contends it is clear from the record that the junior 
party never used the term G AND C, in the form shown in its application 
for registration, prior to 1945 or 1946. It is true that the junior party 
changed its mark from G & c to @ AND C in 1946. There is, however, clear 
and convincing proof that the junior party used the mark G & c as a trade 
mark as early as 1929, and since the ampersand mark, ‘‘&’’, and the word 
‘‘and’’ are synonymous and would mean the same to the public, I am 
unable to see any real merit in the senior party’s argument that the junior 
party did not use the term G AND c before 1945 or 1946. 

The senior party also contends that there is no evidence of continuous 
sales of the goods under the trade mark from 1934 to 1945. The senior 
party also points out that the witness Waldemar Heyn, President and 
yeneral Manager of the applicant company, refused to give any information 
whatsoever regarding the present or past sales. The senior party contends 
that since the junior party is under the burden to establish continuous 
prior use of the trade mark by a preponderance of evidence, and since it 
refused to allow its witness to give any information as to any sales, that the 
junior party has clearly failed to sustain the burden placed upon him. 


The record shows that the junior party’s witness Dusterberg on direct 
examination testified that the pictorial representation of the commercial 
package or box used in marketing the @ & c cold capsules, as shown on 
page 12 of the pamphlet for February, 1933, (Ex. 11), was used until 
1945 or 1946 when the new-style package was adopted. Also on cross- 
examination by the senior party the junior party’s witness Jacob Bauman 
testified that the form of the printing on the packages was the same from 
1928 until 1946, (XQ 73 and 74). There can be no doubt from the testimony 
of the junior party’s witnesses, as well as the documentary exhibits, that 
the junior party clearly had trade mark use of its notation as early as 
1929 and until 1935. It is also reasonable to assume from the testimony of 
the witnesses Dusterberg and Bauman, as noted above, that there was 
continuous use of the mark on the old package from 1935 until 1946. 


The senior party also contends that applicant’s mark is descriptive 
and it is therefore not entitled to an award of priority. It is not seen 
wherein the notation G AND C is necessarily descriptive. At any rate, this 
is an ex parte matter which can be reviewed by the examiner when the 
application is returned to his jurisdiction. 


The senior party also contends that the junior party is barred from 
obtaining a registration by reason of its laches, estoppel and acquiescence 
in permitting the senior party’s unchallenged use for six years before the 
interference proceeding was declared. In B. A. Eckhart Milling Co. v. 
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Burrus Mills, Inc., 97 USPQ 233, (48 TMR 772) it was pointed out it 
has uniformly been held that laches is an affirmative defense and must be 
pleaded and since there are no pleadings in an interference proceeding 
such a defense was not contemplated by the present interference practice. 
Insofar as the actual question of laches is concerned it has been con- 
sistently held that mere delay without more is insufficient in itself to sustain 
a holding of laches and it must appear that the delay was accompanied by 
circumstances compelling enough to give rise to an estoppel. In the instant 
ease no showing has been made by the senior party of any circumstances 
that might give vise to an estoppel. West Disinfecting Company v. Owen, 
35 C.C.P.A. 843, 165 F.2d 450, 76 USPQ 315, (38 TMR 318); Willson 
v. Graphol Products Co., 38 C.C.P.A. 1030, 188 F.2d 498, 89 USPQ 382, 
(41 TMR 591); Reid Murdoch & Company v. H. P. Coffee Company, 48 
F.2d 817, 8 USPQ 420, (21 TMR 172) ; The Lightnin’ Chemical Company 
v. Royal Home Products, Inc., 39 C.C.P.A. 1031, 197 F.2d 668, 94 USPQ 
178, (42 TMR 7438). 

The Examiner of Interferences concluded his decision with a recom- 
mendation that the registration of the senior party be canceled under the 
provisions of section 18 of the Trade Mark Act. This recommendation is 
vacated. Present practice is not to cancel the registration of the losing 
registrant in an interference when the cases were not copending, unless 
the winning party files a formal petition to cancel the registration. 


The decision of the Examiner of Interferences awarding priority to 
the junior party is affirmed. 


EX PARTE MID-STATES GUMMED PAPER CO. 
Commissioner of Patents—July 30, 1953 
TRADE-MaRK Act OF 1946—REGISTRABILITY—SLOGANS 
The slogan THEY LIE FLAT, for gummed paper, is merely an informative state- 
ment which is practically generically descriptive, and cannot be entered on the 

Supplemental Register. 

Applicant appeals from decision of Examiner of Trade-Marks, Serial 
no. 543,857, filed October 8, 1947, by Mid-States Gummed Paper Co. refusing 
registration. Affirmed. 

Dawson & Ooms, of Chicago, Illinois for applicant. 
F'EpERICcCO, Examiner in Chief. 

This is an appeal from the decision of the examiner refusing to register 
a mark on the Supplemental Register under the Trade Mark Act of 1946. 

The mark involved is the phrase .... THEY LIE FLAT, written in two 
lines with the third word underlined, and the goods involved are gummed 
papers. The examiner refused registration on the ground that the phrase 
is merely an informative statement which could not serve as a trade mark. 

That the phrase may be a slogan is no objection to its registration, since 
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section 23 of the Trade Mark Act relating to the Supplemental Register 
specifically provides that slogans may be registered on the Supplemental 
Register, provided they are capable of distinguishing the applicant’s goods. 
In fact, one of applicant’s principal arguments for registration is that 
the phrase is a slogan. 

Applicant has supplied for consideration in this appeal a variety of 
exhibits of its use of the mark. These show that no fault can be found with 
respect to the manner in which the mark is used, as is often the case in con- 
nection with slogans alleged to be trade marks. The only difficulty found is 
the meaning of the phrase, and registration must be refused because of this 
meaning. Applicant’s goods are gummed papers, more specifically, sheets 
of paper having adhesive on one side which are used by printers for making 
gummed labels, seals, and things of that kind. One of the desirable char- 
acteristics of such material, not only in connection with the operations of 
printing, but also in connection with the use of the resultant product, is 
that the paper lies flat. Applicant has submitted a catalog with samples of 
its papers and the papers shown indeed really do lie flat. In connection 
with some of its advertisements, applicant uses the phrase ‘‘really flat.’’ 
It seems to me that the phrase only points to such a fundamental and ob- 
viously desired property of the goods in question, and is so thoroughly 
descriptive, that it falls into the category of being practically generically 
descriptive, and hence can not be registered. The fact that the phrase 
has a hyphen before it and has the appearance of part of a sentence is 
not considered material. The phrase as written obviously indicates that 
the goods on which it is used, namely Mid-States gummed papers, are 
referred to, and it is not seen that trade mark significance can attach to 
typography alone. 

The decision of the examiner is affirmed. 


MISHAWAKA RUBBER AND WOOLEN MANUFACTURING 
COMPANY v. PODNIK 
No. 29531—Commissioner of Patents—July 30, 1953 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
Applicant’s mark on tire products, which consists of a composite of the letter 
‘*B’’ superimposed upon a red-colored circle, with the letter ‘‘B’’ having three 
projecting tail-like elements, is not confusingly similar to opposer’s mark for foot- 
wear, which consists of a red-colored ball or dise and the notation BALL BAND. 
Pneumatic tires, inner tubes and rim liners are of a widely different character 
from rubber footwear such as boots, shoes, overshoes, gaiters, rubbers, soles and 
heels. 


Opposition proceeding by Mishawaka Rubber and Woolen Manufactur- 
ing Company v. Beta Narodni Podnik (by change of name, Svit Narodni 
Podnik), Serial no. 560,959 filed July 9, 1948. Opposer appeals from 
decision of Examiner of Interferences dismissing opposition, affirmed. 
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Eugene M. Giles of Chicago, Illinois, and Miles D. Pillars, of Washington, 
D. C. for opposer-appellant. 


Pierce, Scheffler & Parker of Washington, D. C., for applicant-appellee. 
McCann, Examiner in Chief. 


This is an appeal from the decision of the Examiner of Interferences 
dismissing the opposition proceedings brought by Mishawaka Rubber and 
Woolen Manufacturing Company to the registration by Bata Narodni 
Podnik, now by change of name, Svit Narodni Podnik, of a composite 
mark comprising the letter ‘‘B’’ superimposed upon a red-colored circle, 
with the letter ‘‘B’’ having three comet or tail-like elements projecting 
from the stem portion thereof and appreciably beyond the edge of the 
circle, as a trade mark for pneumatic tires, inner tubes and rim liners for 
use with pneumatic tires. 


The opposition is based upon prior use and ownership of several 
registrations consisting of a red-colored ball or disc, and the notation BALL 
BAND as applied to an extensive line made of rubber, including boots, shoes, 
overshoes, arctices, gaiters, rubbers, rubber soles and rubber heels, and other 
related items. Opposer also alleges that it has used its mark on rubber tires 
and other products made wholly or partly of rubber, and that it obtained 
registration No. 103,909 for tires, issued April 20, 1915, which registration 
was not renewed. 


The statutory basis for the opposition is that clause of section 2(d) of 
the Act which relates to the likelihood of confusion or mistake or deception 
of purchasers. 


The Examiner of Interferences states it appears from the stipulated 
facts 


‘that since many years prior to the record date of the applicant, the 
the opposer had applied the marks relied upon herein to articles of 
footwear made of rubber, and combinations of rubber and fabric, and 
of rubber and leather, consisting of boots, shoes, overshoes, arctics, 
gaiters, rubber soles and rubber heels, wool boots, and the like. It 
further appears that such products have been widely distributed in 
large quantities, and have been extensively advertised at considerable 
expense, sales thereof having been made in every state of the union, 
and in many foreign countries, amounting in the aggregate to more than 
five hundred million dollars; and since the year 1909 opposer has 
expended over a million and a half dollars in the advertising thereof. 
Opposer has secured a number of registrations, both of the representa- 
tion of the red circular figure, and of the notation BALL BAND, in con- 
nection with its products, which registrations are in the record; and 
it also appears from the opposer’s stipulated facts that from about 
June 1910 until about the year 1923, the opposer had manufactured, 
and sold pneumatic rubber tires for automobiles in connection with 
which it used both the red circular figure and the BALL BAND marks, 
and for which product it secured registration No. 103,909 dated April 
20, 1915; such registration, however, as previously noted, has not been 
renewed, and the total number of tires manufactured by the opposer 
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was not large, not exceeding ten thousand. From about 1932 to 1939 
the opposer had also manufactured and sold rubber floor mats, and 
foam rubber, and air-inflated, cushions for automobiles, in connection 
with which it used its present marks. The opposer has now extended 
its line of rubber cushions into other fields, including, railway, air- 
plane, theater, chair cushions, and mattresses.’’ 


It is the examiner’s position that irrespective of any products that 
opposer may have manufactured in the past, its business at present, as 
it has been for a considerable period of time, is confined essentially to the 
manufacture and sale of footwear, which products in the opinion of the 
examiner are of such widely different character from the goods of appli- 
eant as to possess substantially nothing in common, and clearly pertain to 
such totally different classification of merchandise as to be unlikely to cause 
purchasers to assume that both products originated from the same source. 
The examiner also held that the lack of likelihood of confusion as to the 
origin of the goods is not materially altered by the fact that the opposer 
at one time had also manufactured and sold tires, since the use of the 
mark in connection with such goods has obviously been abandoned. The 
examiner also held that while the wide differences in the goods of the 
parties are deemed sufficient to obviate any reasonable likelihood of con- 
fusion, the marks themselves also have differences which are quite sub- 
stantial and that the differences in the marks together with the wide 
differences in the goods are cumulative to such an extent as to clearly 


avoid any likelihood of confusion or mistake or deception of purchasers. 

Opposer contends that applicant has appropriated his entire red 
circular figure as his trade mark, and that it is well settled that a new- 
comer cannot appropriate the entire trade mark of another. Opposer 
also contends that the letter ‘‘B’’ in applicant’s mark has little distinctive- 
ness and since it is descriptive it has little trade mark significance. 


It is true that a newcomer will not be permitted to adopt the entire 
mark of another with small or trivial additions thereto. Carmel Wine Co. 
v. California Winery, 38 App.D.C. 1, 1912 C.D. 428. However, it has been 
held that the Carmel Wine Co. v. California Winery decision does not 
establish the proposition that under no circumstances could the entire 
mark of another be appropriated by a newcomer. In re Fleet-Wing Corpo- 
ration, 38 C.C.P.A. 1039, 188 F.2d 476, 89 USPQ 369 (41 TMR 588). 
In the final analysis the test is whether the incorporation of the entire 
mark of another renders the mark deceptively similar. The Crown Overall 
Manufacturing Co. v. Bee-Bee Frocks, Inc., 38 C.C.P.A. 845, 187 F.2d 170, 
88 USPQ 498, (41 TMR 328). 


In the instant case applicant’s mark is clearly dominated by the fanci- 
ful form of the letter ‘‘B’’ which includes the comet or tail-like projections 
from the stem and to the left of the ‘‘B’’ and outside of the red circle. 
This renders the mark as a whole quite unlike opposer’s mark and clearly 
distinguishable therefrom. I also agree with the examiner that the goods of 
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the parties are not the same and that the differences in the marks and in 
the goods are cumulative to such an extent as to obviate any reasonable 
likelihood of confusion as to the origin of the goods. 


Opposer’s brief has been carefully considered but I am not convinced 
thereby that the examiner’s decision was in error. 


The decision of the Examiner of Interferences is affirmed. 


EX PARTE RED WING SHOE COMPANY 
Commissioner of Patents—July 31, 1953 


TRADE-MARK Act OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
THE BILLY BOOT, together with BEST UNDER THE SON printed in relatively small 
letters, as used on shoes, is not confusingly similar to BILLYBOY on identical goods. 
TRADE-MARK Act OF 1946—REGISTRABILITY—DISCLAIMERS 
BOOT is generically descriptive of shoes, and as such cannot become distinctive 
under Section 2(f). As unregisterable matter, it is mandatory that it be disclaimed. 
REGISTRATION PROCEDURE—APPLICATION 
Specimens filed of advertisements showing that THE BILLY BOOT, BEST UNDER 
THE SON shoe are manufactured by applicant do not indicate trade-mark use in con- 
nection with the goods, and consequently necessitate rejection of the application. — 


Appeal from Examiner of Trade-Marks. 


Application by Red Wing Shoe Company to register a trade-mark, 


Serial no. 578,894, filed May 14, 1949. Applicant appeals from decision 
refusing registration. Affirmed. 


Jerome W. Paxton of Washington, D. C., for applicant. 
McCann, Examiner in Chief. 


This is an appeal from the final refusal of the examiner to register 
the notation THE BILLY BOOT in relatively large letters, with the words BEST 
UNDER THE SON in considerably smaller letters thereunder, as a trade 
mark for leather shoes for children, under section 2(f) of the Trade Mark 
Act of 1946. 

The examiner’s refusal is based on the grounds 

(1) that applicant’s mark is confusingly similar to the mark shown in 

registration No. 148,393, and 

(2) because of applicant’s failure to disclaim the generic term BOOT. 


Registration No. 148,383 comprises the word BILLYBOY within an oval, as 
a trade mark for leather shoes, and was registered November 15, 1921, and 
renewed November 15, 1941. 


The examiner points out that in the appeal applicant calls attention 
to the fact that the instant mark was originally registered to applicant as 
registration No. 235,564 on November 22, 1927, but was not renewed, and 
that registration No. 235,564 was allowed after consideration of registra- 
tion No. 148,383. The examiner states that the allowance of substantially 
the identical mark as registration No. 235,564 over registration No. 148,383 
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is not conclusive of applicant’s right to have the same registration in 
this ease. He states that the primary consideration is whether or not 
there is or would likely be likelihood of confusion in trade resulting from 
the concurrent use of the marks. In response to applicant’s argument 
that due consideration was not given to the notation BEST UNDER THE SON, 
the examiner stated that the words BILLy Boor clearly dominate applicant’s 
mark, and pointed out that the expression BEST UNDER THE SON is printed 
in relatively small letters. The examiner also states that it was his 
opinion that the words BILLY BOOT and BILLYBOY are so similar, especially 
in sound, that their contemporaneous use on identical products might 
lead to confusion in trade. 

It is true that the word BILLy is identical in each of the marks, and 
that there is some resemblance in sound between BILLYBOY and BILLY BOOT. 
However, applicant’s mark also includes the notation BEST UNDER THE SON 
which while subordinate to THE BILLY BOoT cannot be disregarded since 
it is well settled that in determining likelihood of confusion the marks 
must be viewed as a whole. Beckwith v. Commissioner of Patents, 252 U.S. 
538, 1920 C.D. 471; Franco-Italian Packing Corp. v. Van Camp Sea Food 
Co., Inc., 31 C.C.P.A. 1029, 142 F.2d 274, 61 USPQ 369. When so con- 
sidered, it is thought that applicant’s mark sufficiently distinguishes from 
registration No. 148,383 as to avoid any reasonable likelihood of confusion. 

It is noted that applicant does not traverse the examiner’s require- 
ment to disclaim the generic word soot. Section 6 of the Trade Mark Act 
of 1946 makes it mandatory that unregistrable matter be disclaimed. In 
the instant case the word Boor is clearly generically descriptive of the 
goods, and as such cannot become distinctive under section 2(f). The 
examiner’s requirement that the word soot be disclaimed is affirmed. 

The specimens filed in this case amount to nothing more than a 
statement or advertisement that THE BILLY BOOT, BEST UNDER THE SON shoes 
are manufactured by the Red Wing Shoe Company. This is not deemed 
to be trade mark use of applicant’s mark on the goods. This application is 
accordingly rejected on the ground that the specimens do not show trade 
mark use in connection with the goods as required by rule 10.1. 

The decision of the Examiner of Trade Marks is affirmed on the 
grounds indicated. 


EX PARTE VALLEY PAPER COMPANY 
Commissioner of Patents—July 31, 1953 


TRADE-MARK Act OF 1946—REGISTRABILITY—IN GENERAL 
While the decisions in many infringement suits are not applicable to registra- 
tion proceedings, the final proof of a trade-mark is whether courts will give it effect 
as such, and if courts refuse to do so on the ground that there is no trade-mark, the 
Patent Office ought to take some cognizance of such decisions in its actions. 
TRADE-MarK Act OF 1946—REGISTRABILITY—COLOR MARKS 
The disembodied two-colored background of a label is not a proper trade-mark. 
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Application by Valley Paper Company for registration of trade-mark, 
Serial no. 528,008 filed July 5, 1947. Applicant appeals from decision 
of Examiner of Trade-Marks, refusing registration. Affirmed. 


Thiess, Olson & Mecklenburger, of Chicago, Illinois, for applicant. 


Frperico, Examiner in Chief. 

This is an appeal from the decision of the examiner refusing to 
register an alleged trade mark on the Principal Register under the Trade 
Mark Act of 1946. 


The mark shown on the drawing consists solely of a rectangular panel 
of blue and yellow color, the yellow color forming a solid rectangular 
interior portion and the blue color forming a solid border or frame for 
the yellow color. The goods in connection with which the mark is used 
are specified as ‘‘writing, typewriter and printing paper.’’ 

The examiner has refused registration on the ground that the mark 
presented is merely the color background of a label forming only the 
surface design of the package, and that the mark shown on the drawing 
does not correspond with the mark or design shown on the specimens 
submitted with the application. 

The specimens of the mark as actually used, submitted with the ap- 
plication, are printed labels of about 9x12 inches in size which are applied 
to the top of a box of writing paper. The upper portion of the label has 
a representation of an airplane in flight superimposed over the blue and 
yellow background, in size extending practically from one outer edge of 
the label to the other outer edge, and the lower part of the yellow panel of 
the label has a representation of clouds. Both the airplane and the clouds 
are colored light green. The words AIR ROUTE BOND appear in large size 
letters in the lower part of the blue margin. 

The examiner stated that ‘‘It is doubtful that persons seeing the 
eolored background of a label, which applicant claims as its mark, on a 
box of writing paper would get any impression that such colored back- 
ground, in and of itself, is a mark intended to indicate origin or identity 
and distinguish applicant’s goods from those of others,’’ and relied on 
the decisions is Campbell Soup Company et al. v. Armour and Company, 
79 USPQ 14 (1948), affirmed by the Court of Appeals, Third Cireuit, 81 
USPQ 430 (1949), (39 TMR 566), which held that a two-colored back- 
ground of a label containing other significant material does not of itself 
constitute a trade mark. This case involved a label for canned goods the 
background of which was colored red and white. It seems clear that if 
this ease is followed, the label presented by the applicant for registration 
cannot be registered as a trade mark. Applicant objects to the Campbell 
Soup Company case on the ground that it was an infringement suit and 
that decisions of the courts in infringement suits are not relevant with 
respect to applications for registration of trade marks. With this I cannot 
wholly agree. While the decisions in many infringement suits are not 
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applicable to registration proceedings, after all, the final proof of a trade 
mark is whether the courts will give it effect as a trade mark, and if the 
courts refuse to do so on the ground that there is no trade mark, the 
Patent Office ought to take some cognizance of such decisions in its actions. 

Applicant urges that the identical matter here in issue was before 
the Court of Appeals of the District of Columbia in Hygienic Products 
Co. v. Coe, 29 USPQ 458 (1936), (26 TMR 600), wherein the court per- 
mitted registration of a mark described as a yellow rectangular panel 
bounded by a blue border (the specimens in that case, however, show a 
label around the cylindrical side of a can), but used for goods entirely 
unrelated to the goods involved here. Applicant’s position is that since 
the Court of Appeals in review of a Patent Office decision has already 
ruled on the point involved, there is nothing to do but allow the present 
registration. The Hygienic case not being a ruling in this same case, has 
only the status of a precedent to be considered together with subsequent 
decisions of the same or coordinate courts, and its effect as a precedent is 
considered weakened by such later decisions. The Campbell Soup Com- 
pany ease has already been mentioned. In re Burgess Battery Co., 46 USPQ 
39 (30 TMR 392) (C.C.P.A. 1940), In re Burgess Battery Co., 61 USPQ 
367 (C.C.P.A. 1944), Burgess Battery Co. v. Marzall, 92 USPQ 90 (D. C., 
Dist.Col. 1952), (42 TMR 237), and Burgess Battery Co. v. Watson, 96 
USPQ 293 (Court of Appeals, Dist.Col., 1953), holding unregistrable a 
design of alternating black and white stripes constituting a label or dress 
of goods to be unregistrable, are also noted. While the marks involved 
in the Hygienic case and in the Burgess Battery case in the same court 
were specifically different, I do not see any significant differences in the 
principles involved, or how the District Court and the Court of Appeals 
could have rendered the decision they did except by paying no attention 
to the earlier Hygienic case (which was in fact presented as a precedent in 
one of the appellant’s briefs in the appeal). 

With respect to the holding that the mark presented does not corres- 
pond to the mark shown by the specimens, the examiner’s position is that 
the airplane and clouds are an integral part of the design shown on the 
specimens. 

It is obvious that the mark on the drawing does not correspond to 
the mark as used. There are large areas of solid yellow shown on the 
drawing where there is no yellow on the specimens and there are sub- 
stantial areas of solid blue shown on the drawing where there is no blue 
on the specimens. The drawing does not comply with the rules of the 
Patent Office which require that the drawing shall be a substantially exact 
representation of the mark as actually used (Rule 9.1). Section 1(a) of 
the Trade Mark Act requires compliance with the rules and regulations 
prescribed by the Commissioner as a condition for obtaining registration 
of a trade mark. While the omission of purely descriptive matter, such as 





96 THE TRADE-MARK REPORTER Vol. 44 T. M. R. 


‘*Manufactured by Valley Paper Company, Holyoke, Mass.,’’ which also 
appears on the applicant’s labels in small letters, or of insignificant matter, 
may be in order, the omissions and changes which the drawing makes over 
its specimens constitute a violation of the rule. 


Life Savers Corporation v. The Curtiss Candy Company, 85 USPQ 
440, (40 TMR 520), (Court of Appeals, Seventh Cireuit, 1950), is of 
interest in this connection. The plaintiff was claiming trade mark rights in 
a label background consisting of stripes in five colors, and prepared for 
the trial a package with a label containing only the colored stripes and 
omitting the printed matter, notably the words Lire savers. The trial 
court refused to admit this package in evidence and this was affirmed by 
the Court of Appeals on the ground that such a package had not been 
used by the plaintiff. 

The Court of Appeals in the Campbell Soup ease, it should be noted, 
while holding that the red and white background did not constitute a 
trade mark, indicated that the sum total of the combinations which made 
up the label might be a trade mark. Applicant has already obtained a 
registration of the entire label, with the exception that color is not indi- 
eated, as a trade mark for the goods, and applicant has also obtained a 
registration of the words AIR ROUTE alone. 

What applicant is attempting to register in this case is merely the dis- 
embodied background of its label and this alone is not considered to be a 
proper trade mark. 

Applicant argues that the colors can be seen from across the street 
and hence constitute a trade mark. I do not believe that mere con- 
spicuousness constitutes a trade mark (the red and white labels in the 
Campbell Soup case are just as, if not more, conspicuous), nor that pur- 
chasers of writing paper select their stationery by looking into store 
windows across the street, as applicant urges. 

The statement of the manner in which the mark is used, which is 
required by section 1(a) of the Trade Mark Act and by Rule 7.3, which 
appears in this application is full of alternatives and contains some things 
that do not seem probable. The examiner is instructed, if this application 
should come before him again, to examine this matter and take appro- 
priate action. 


The decision of the examiner is affirmed. 


EX PARTE THE LONDON GRAMOPHONE CORPORATION 
Commissioner of Patents—August 12, 1953 
TRADE-MARK Act OF 1946—REGISTRABILITY—GEOGRAPHICAL TERMS 
LONDON, for phonograph records, is primarily geographical, and is not regis- 
trable on the Principal Register in the absence of recourse to Section 2(f). 
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TRADE-MarRK Act oF 1946—CoNSTRUCTION—SECTION 2(e) (2) 

One purpose of Act of 1946 was to change former statute under which any 
term could be refused registration solely by reason of a geographical meaning, 
regardless of whether the geographical meaning of the word was minor or obscure, 
or remote, or could not conceivably have any connection with goods, but this purpose 
was not to go to the other extreme and permit registration of all or practically all 
geographical terms as trade-marks. 


Appeal from Examiner of Trade-Marks. 

Application by The London Gramophone Corporation, Serial no. 
590,376, filed January 5, 1950. Applicant appeals from decision refusing 
registration. Affirmed. 

Sidney A. Diamond of New York, N. Y., for applicant. 
FEeperico, Examiner in Chief. 

This is an appeal from the decision of the examiner refusing to register 
applicant’s mark on the Principal Register under the Trade Mark Act 
of 1946. 


The mark sought to be registered is a composite mark consisting of the 
word LONDON, in large capital letters, surmounting a crest composed of 
two rampant winged animals holding a lyre. The examiner indicated that 
the crest suggested the royal coat of arms of England, but the resemblance 
is remote, although it probably would give the impression of a coat of arms 
of British origin. The goods recited in the application are ‘‘mechanically 
grooved phonograph records.’’ The basis of refusing registration is that 


the term London has a geographical significance and should be disclaimed ; 
hence the refusal of registration is based solely on the absence of a dis- 
claimer and the question involved is whether the word London if used 
alone would be unregistrable on the Principal Register in the absence 
of recourse to section 2(f). 

Section 2(e) (2) of the Trade Mark Act requires refusal of registration 
of a mark which ‘‘when applied to the goods of the applicant is primarily 
geographically descriptive or deceptively misdescriptive of them’’, and 
applicant’s position is that this clause does not bar the registration. 


Applicant urges that London is not primarily geographical because the 
word has other meanings and usages and because there are a number of 
other towns named London, but the other meanings and usages are minor 
and obviously derived from the geographical meaning, and the existence 
of other towns named London does not deprive the word of its primary 
geographical meaning. Applicant also urges that London is used as a 
surname, but this is of no moment. I do not see that there can be any 
reasonable argument that the word London is not primarily geographical. 


Applicant asserts that its phonograph records are not made in London, 
and that London has no particular renown as a center for manufacturing 
phonograph records. Neither of these facts is considered material here. 


Without intending to imply that there are no other circumstances under 
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which a mark may be refused registration on the ground of geographical- 
ness, where the word in question is primarily the name of a place and the 
goods involved in fact originated in that place or have some association or 
connection with it, or the public might understand or think that the goods 
originated there or have some association or connection with the place, I 
believe that registration should be refused under section 2(e). The appli- 
eant can still seek registration under section 2(f) if the mark has in fact 
become distinctive of the applicant’s goods, or seek registration on the Sup- 
plemental Register. 

While there is no doubt that one purpose of the Trade Mark Act of 
1946 in this connection was to change the former statute under which any 
term could be refused registration solely by reason of a geographical 
meaning, regardless of whether the geographical meaning of the word was 
minor or obscure or remote, or could not conceivably have any connection 
with the goods, and that the Act has, in fact, changed his practice, I do 
not believe that the purpose of the Act was to go to the other extreme and 
permit registration of all or practically all geographical terms as trade 
marks. Applicant indicates that the purpose of the Act was to prohibit 
registration of the names of localities having a wide renown as the source 
of particular goods, but in such cases the name could not be the trade mark 
of any particular dealer in such goods and could not be registered even 
under the provisions of Section 2(f£), which does provide for the registra- 
tion of geographical terms when they have become distinctive of the 
applicant’s goods. Under applicant’s theory, Section 2(f) would be 
inapplicable to geographical terms since all of them, except those that 
could not be registered under any circumstances, could be registered with- 
out resort to section 2(f). 


Applicant refers to two registrations issued to it for the same or 
similar marks for related goods. I am convinced, even considering the 
fact of the issuance of these registrations (which appears to be incon- 
sistent with current and recent practice of the examiners), that the 
decision of the examiner in this case is correct. 


The decision of the examiner is affirmed. 


EX PARTE HERCULES STEEL PRODUCTS CORPORATION 
Commissioner of Patents—August 13, 1953 


REGISTRATION PROCEDURE—APPLICATION 
Advertising leaflets submitted with application are not specimens of the mark 
as actually used on the goods, as required under Section 1(a)(3) of the Act of 1946 
and Rule 10.1. 
TRADE-MarK Act oF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 
TRADE-MARK AcT OF 1946—REGISTRABILITY—GENERIC TERMS 
CENTER-LIFT, as used in phrase SUPER-POWER HERCULES CENTER-LIFT, for hoists 
for tilting dump bodies, is descriptive and generic, and cannot be registered under 
Section 2(f) as it does not appear that the phrase is a trade-mark. 
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Appeal from Examiner of Trade-Marks. 


Application by Hercules Steel Products Corporation, Serial no. 546,769, 
filed January 12, 1948. Applicant appeals from decision refusing regis- 
tration. Affirmed. 


Toulmin & Toulmin of Dayton, Ohio, for applicant. 
FEpERIcO, Examiner in Chief. 


This is an appeal from the decision of the examiner refusing to register 
the phrase CENTER-LIFT as a trade mark for ‘‘fluid operable hoists for 
tilting vehicle dump bodies,’”’ on the Principal Register, under the pro- 
visions of Section 2(f). The examiner has refused the registration on 
the ground that the words are generically descriptive of the goods and 
are therefore not capable of distinguishing the goods of the applicant 
from the like goods of others. 

The specimens submitted with the application as filed are merely 
advertising leaflets of HERCULES HOISTS AND DUMP BODIES and, while 
they do show the phrase SUPER-POWER CENTER-LIFT HERCULES DUMP BODIES 
in one corner of the outer page, they are not specimens of the character 
required by the statute, Section 1(a)(3), and the rules, Rule 10.1. The 
rule requires that the specimens must be specimens of the mark as actually 
used on the goods and must be duplicates of the actually used labels, etc., 
with certain exceptions and variations not relevant here. This was 
pointed out at the hearing and applicant has submitted for consideration 
specimens of name plates actually used. These are admitted to the record 
and considered as substituted specimens, subject to any formal require- 
ment concerning them the examiner may deem necessary, should the appli- 
eation be returned to his jurisdiction. 


The substituted specimens are metal plates about the size of an 
automobile license tag on which appear the word HERCULEs in large letters. 
Above this word appears ‘‘super-power,’’ and below it ‘‘center-lift,’’ both 
in much smaller capital letters. The name plate thus shows SUPER-POWER 
HERCULES CENTER-LIFT. 

One of the meanings of the word ‘“‘lift’’ is a hoist, and the word is 
also commonly used in connection with hoists and dump bodies in various 
connotations, both as a noun and as an adjective. Note, for example, the 
following usages which have been collected from some patents relating 
to the subject matter: patent No. 1,597,544 for dumping wagon, ‘‘the 
extremely high lift * * * of the body portion;’’ 1,823,941 for coal truck, 
‘‘equipped with a lift body adapted to be raised and lowered ;’’ 2,219,525 
for truck body hoist mechanism, ‘‘range of lift of the body,’’ ‘‘incre- 
ments of lift;’’ 2,303,033 for dump truck body, ‘‘hydraulic lift;’’ 2,319,840 
for compound hoist, ‘‘high angle lift;’’ 2,418,494 for ‘‘Twin Lift;’’ 
2,494,377 for dump truck, ‘‘high lift,’’ ‘‘lift cylinder;’’ 2,499,919 for 
‘‘High-Lift Dump Body;’’ 2,603,518 for ‘‘Truck Tipping Mechanism 
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with Initial Lift Lever,’’ ‘‘lift lever,’’ ‘‘lift position;’’ Reissue 19,042 
for dumping vehicle, ‘‘high lift position.’’ 

It ean only be taken that the word ‘‘lift’’ is generic in connection with 
hoists and the like, and could not be registered as a trade mark even under 
the provisions of Section 2(f). The word ‘‘center’’ used in the combination 
‘‘eenter-lift’’ appears to be highly descriptive. ‘‘Center’’ is a word of 
position and would indicate that the lift was positioned or applied at or 
about the center of the dump body. In the expression ‘“‘ ‘center lift’ hoists 
for dump bodies,’’ which combines the mark with the name of the goods, 
‘‘eenter’’ would normally be taken as descriptive. 

In view of the generic nature of the word ‘‘lift,’’ the highly descriptive 
nature of the word ‘‘center’’ and the combination of words ‘‘center lift,’’ 
and the minor role the words fill as used in combination with HERCULES, I 
do not believe that the mark can be registered under Section 2(f) upon 
allegations of five years exclusive use and the several affidavits submitted. 
These affidavits are in similar terms and are not convincing or considered 
sufficient to establish that the phrase sought to be registered in itself is 
in fact a trade mark. As used by applicant in the full phrase SUPER POWER 
HERCULES CENTER LIFT, it only has the appearance of giving some informa- 
tion concerning the HERCULES hoists and dump bodies. 


The decision of the examiner is affirmed. 


EX PARTE SPINCRAFT, INC. 
Commissioner of Patents—August 13, 1953 
TRADE-MARK AcT OF 1946—REGISTRABILITY—SERVICE MARKS 
SKILL WILL DO IT, as used in connection with metal spinning, is refused regis- 


tration as a service mark, as it is merely an advertising phrase, and cannot be 
characterized as a mark used to identify services. 


Appeal from Examiner of Trade-Marks. 


Application by Spincraft, Inc., Serial no. 542,621, filed November 28, 
1947. Applicant appeals from decision refusing registration of service 
mark. Affirmed. 


Ira Milton Jones of Milwaukee, Wisconsin, for applicant. 
FEepErRIco, Examiner in Chief. 


This is an appeal from the decision of the examiner refusing to register 
a service mark on the Principal Register under the Act of 1946. 

The mark sought to be registered is the slogan SKILL WILL Do IT, 
allegedly used as a service mark for the applicant’s business of ‘‘spinning 
metal parts from flat sheet metal on customer’s order and to his specifi- 
cations.’’ The examiner has refused registration on the ground that the 
slogan presented does not function as a mark to distinguish the service of 
applicant since it is merely a well-known accepted truism that is applicable 
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to any service and merely a laudatory advertising phrase. The mere fact 
that the expression is a slogan is no objection to its registration, since in 
connection with service marks the statute specifically provides that slogans 
may be such service marks. The basis of refusal must be the nature of 
the slogan itself or some other matter. 


The examiner has placed the rejection on the basis of the nature of 
the slogan itself, but it seems to me that there is present in this case a 
further factor which requires refusal of registration. A service mark is 
defined in the statute, in language analogous to the definition of a trade 
mark, as ‘‘a mark used in the sale or advertising of services to identify the 
services of one person and distinguish them from the services of others, 
ete.’’ I do not believe that the slogan in this case is actually used in a 
manner to identify the applicant’s services. Applicant has a service mark 
for these services, which has already been registered, consisting of the 
word sPINCcRAFT. The material submitted by applicant in this case shows 
that the applicant uses its mark sprincraFtT to identify its services. This 
mark is written in script with the tail of the ‘‘t’’ turning over to the left 
and running beneath practically the entire length of the word, forming a 
broad line beneath the word sprncraFtT. Within this line there appears the 
phrase SKILL WILL bo IT in considerably smaller type than the mark 
SPINCRAFT, in fact in some representations the phrase is practically 
illegible (one representation, under the return address on an envelope, 
is differently arranged but the relationship of the two is similar). In 
view of this manner of using the mark, I do not believe that it can be 
characterized as a mark actually used to identify the services, but is in 
fact merely an advertising phrase used in connection with the mark which 
is used to identify the services. It is true that two trade marks may be 
used on the same goods, and presumably two service marks may also be 
used for the same services, nevertheless, when one of two marks used 
together is something which is not ordinarily a trade mark or considered 
a trade mark and is always used with and subordinate to a trade mark, I 
do not believe that it presents proper subject matter for separate regis- 
tration on the Principal Register. 


Metal spinning is a process whereby a flat sheet of metal held in the 
center is rotated by a machine, and merely by pushing against the metal 
with a blunt implement until it approaches a form which is also rotating, 
it is transformed into a shape such as a bowl, vase, tea or coffeepot (with- 
out the spout and handle), or the like, or an industrial product of a 
similar shape. The results appear astonishing to the uninitiated and 
undoubtedly great skill is required in the art. The vice-president of the 
applicant in fact states, in an affidavit of record, that its chief stock in 
trade is skill. While the phrase sKILL WILL po IT is of course applicable to 
many fields of endeavor, when considered in connection with a particular 
field and used in advertising a service, it is merely a laudatory descriptive 
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expression, indicating that the advertiser possesses the skill necessary to 
perform the services that it seeks to perform for customers, and is con- 
sidered unregistrable on the Principal Register for this reason. See Ex 
parte Robert Hall Clothes, Inc., 91 USPQ 462, (43 TMR 982). 


The decision of the examiner is affirmed. 





EX PARTE I. ROKEACH & SONS, INC. 
Commissioner of Patents—August 14, 1953 
TRADE-MarK Act oF 1946—REGISTRABILITY—IN GENERAL 
KOSHER, written in ordinary or reversed form in Hebrew or English, is in- 
capable of functioning as a trade-mark. 
REGISTRATION PROCEDURE—APPLICATION 
Showing which pertains to recognition of mark by public and success of appli- 
cant in obtaining court decrees in its favor is relevant to consideration of whether 
mark is capable of distinguishing applicant’s goods, with relation to Supplemental 
Register. 


Appeal from Examiner of Trade-Marks. 

Application by I. Rokeach & Sons, Ine., Serial no. 559,372, filed 
January 2, 1948. Applicant appeals from decision refusing registration. 
Affirmed. 

Jacob T. Basseches and Paula T. Basseches of New York, N. Y., for 
applicant. 
Freperico, Examiner in Chief. 

This is an appeal from the decision of the Examiner of Trade Marks 
refusing to register a mark for soap on the Principal Register. 

The drawing of the mark shows a representation of one face of a cake 
of soap with lettering shaded to indicate contrasting colors. The letters 
shown are the three Hebrew letters, arranged as described hereinafter, 
spelling the word Kosher. This word indicates compliance with certain 
dietary laws and the soap which applicant sells is intended for use by 
those persons who observe these laws, which extend to the composition 
of the soap used to cleanse cooking utensils and dishes. 

The examiner has refused registration on the ground that the word 
indicating compliance with the Jewish dietary laws is not subject matter 
for appropriation as a trade mark. Wi'h this conclusion there can be no 
doubt, the word Kosher, whether written in Hebrew characters or not, 
is considered wholly incapable of functioning as a trade mark owned by any 
particular individual or company. 

The letters as shown on the drawing are not written as they ordinarily 
appear, but the word as shown is the mirror image of the word when 
normally written, having the appearance, for example, the word would 
have when viewed from the inside of a store on the window of which the 
word appears. Being so obviously unregistrable when written in normal 


Vol. 44 T. M. BR. EX PARTE I. ROKEACH & SONS, INC. 103 


manner, I do not believe that the word could be registered when viewed 
from the rear side. 


After the appeal, applicant filed a proposed amendment and sub- 
stitute drawing, and a showing, and the Commissioner ruled, on petition, 
that these would be considered with the appeal. 


Applicant now submits that trade mark significance resides in the 
manner in which the word is applied to the soap. The letters on the cake 
of soap are not merely a surface application of colored material, but the 
soap is formed with the colored letters going through the body of the 
cake from one side to the other. The front side of the cake shows the 
word in its normal appearance and the rear side shows the mirror image 
which is shown on the drawing. In use, as the soap is worn away, the 
letters will still be visible. 


The proposed substitute drawing is the same as the original drawing 
except that the outline of the cake of soap is in dotted instead of solid 
lines and the letters are shown cross-hatched instead of solid black, but these 
differences are not material to the issue. The proposed amendment adds 
a description to the application, reading as follows: 

‘‘The drawing is a representation of the outline of a cake of soap, 
showing on the rear face the result of applying to and passing through 
the cake of soap, of the Hebrew characters spelling the word KOSHER, 
which runs from one face to the other. The lining is for shading only. 
No claim is made to a bar of soap, per se.’’ 


Applicant is thus attempting to show and describe the construction of 
the cake of soap. Since the word itself cannot have any trade mark 
significance and its rear view is likewise considered unregistrable, any 
trade mark significance residing in the construction of the goods can only, 
it seems to me, be presented for registration as a configuration of goods 
on the Supplemental Register. Section 23 of the Trade Mark Act of 1946, 
relating to the Supplemental Register, provides, ‘‘For the purpose of 
registration on the supplemental register, a mark may consist of any * * ® 
configuration of goods, * * * but such mark must be capable of distinguish- 
ing the applicant’s goods * * * .’’ The proposed drawing and amendment 
do not, it seems to me, adequately show and describe the configuration of 
goods and present the mark as such. Nor does the proposed amendment 
change the application from one seeking registration on the Principal 
Register to one seeking registration on the Supplemental Register. The 
application as proposed to be amended is still considered unregistrable. 

The showing presented with the proposed amendment relates to 
recognition of the mark by the public, and the success of applicant in 
obtaining a number of court decrees in its favor. This would be relevant 
to the consideration of whether the mark is capable of distinguishing ap- 
plieant’s goods, in accordance with the above quotation from Section 23. 
Whether applicant is entitled to registration on the Supplemental Register 
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on an adequately presented application is not decided, and this decision is 
without prejudice to consideration of such an application. 


The decision of the examiner refusing registration is affirmed. 


EX PARTE BAXTER LABORATORIES, INC. 
Commissioner of Patents—September 2, 1953 
TRADE-MaRK Act OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

PLEXITRON, for medicines and pharmaceutical preparations, is confusingly simi- 
lar to LEXTRON for like goods. 

Fact that suffix ‘‘tron’’ may be common to many pharmaceutical trade-marks 
is unimportant, if the marks as a whole are likely to result in confusion, deception, 
or mistake. 

Likelihood of confusion as to source is not negatived by differences in trade 
channels through which the respective products pass where both are categorized 
as medicines and pharmaceutical preparations which presumably are known to 
physicians and hospital staffs. 


Appeal from Examiner of Trade-Marks. 


Application by Baxter Laboratories, Inec., Serial no. 585,423, filed 
September 28, 1949. Applicant appeals from decision refusing regis- 
tration. Affirmed. 


Dawson, Tilton & Graham, of Chicago, Illinois, for applicant. 
LeEeps, Assistant Commissioner. 


Applicant has appealed from the refusal of the Examiner of Trade 
Marks to register PLEXITRON as a trade mark for medicine and pharma- 
ceutical preparations described specifically as various compounded fluids 
for parenteral use comprising water for injection. Use is claimed since 
August 2, 1949. 


Registration was refused on the ground of likelihood of confusion 
with the previously registered mark LEXTRON for medicines and pharma- 
ceutical preparations, used since 1933. 


Applicant presents in its brief four main points, namely: (1) There 
are differences in sound and meaning between the two marks; (2) The 
suffix ‘‘tron’’ is in wide use in trade marks in the pharmaceutical field; 
(3) The products of the parties are sold through different channels of 
trade and for distinctly different purposes; and (4) during three years 
of contemporaneous use no instance of confusion has come to applicant’s 
attention. 


It is true that there are differences in the sound of the prefixes 
‘*Plexi’’ and ‘‘Lex’’, but these differences are diminished when they are 
prefixes of single words comprising the suffix ‘‘tron’’. As to meaning of 
the prefixes, the differences are obvious, but it is doubtful if a purchaser, 
whether a discriminating and trained staff of a hospital or an ordinary 
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purchaser in a drugstore, would stop to analyze these differences in the 
word marks PLEXITRON and LEXTRON. 

The fact that the suffix ‘‘tron’’ may be common to many trade marks 
in the pharmaceutical field is unimportant if the marks as a whole are 
likely to result in confusion, deception, or mistake. 

According to applicant’s brief, its products are sold only through the 
American Hospital Supply Corporation, which deals directly with hospitals; 
and the LEXTRON product is sold through drug-stores to the general public 
without prescription. It is also stated that applicant’s products are 
injected subcutaneously or intravenously into patients and not admin- 
istered orally; whereas the Lextron product is an oral preparation. In 
other words, the argument seems to be that the products are of such nature 
that no one would confuse one with the other. The question in these 
proceedings is not whether or not the goods are such that one might be 
purchased in place of the other, but whether or not there is such similarity 
between the marks that when applied to the goods of the parties confusion 
as to the source of the goods might arise. Skol Company, Inc. v. Olson, 33 
C.C.P.A. 715, 151 F.2d 200 [35 TMR 306] ; £. R. Squibb & Sons v. Clenolor 
Products Company, 78 USPQ 262. Likelihood of confusion as to source 
is not negatived by differences in trade channels through which the re- 
spective products pass, particularly where, as here, both are categorized 
as medicines and pharmaceutical preparations, which presumably are 
known to physicians and hospital staffs and hospital purchasing depart- 
ments. Furthermore, there is nothing to prevent either party from chang- 
ing its distribution channel at will. 

Applicant asserts that no instance of confusion has come to its 
attention during three years of contemporaneous use. Evidence of con- 
fusion is not always readily apparent, especially in cases such as this 
where the question resolves itself into one of likelihood of confusion of 
source. 

After careful consideration of the examiner’s findings and of the 
applicant’s argument, I am constrained to agree with the examiner. The 
cumulative differences between the marks, the products and the trade 
channels are not sufficient to satisfy me that confusion as to source is 
unlikely. 

The decision of the Examiner of Trade Marks is affirmed. 


EX PARTE Q.-TIPS, INC. 
Commissioner of Patents—September 2, 1953 
REGISTRATION PROCEDURE—APPLICATION 
Examiner’s requirement of a classification amendment from class 40 to class 44 
is affirmed. Under the language of Section 30 of Act of 1946, shift in classification 
neither broadens nor narrows applicant’s rights. 
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Petition from Examiner of Trade-Marks. 

Application by Q-Tips, Inc., Serial no. 642,047, filed February 10, 
1953. Applicant petitions from examiner’s requirement of amendment 
of application. Affirmed. 

Pennie, Edmonds, Morton, Barrows & Taylor of New York, N. Y., for 
applicant. 
LEeps, Assistant Commissioner. 

Application was filed to register Q-T1ps for ‘‘swabs consisting of small 
sticks of wood or paper having wads of cotton twisted about one or both 
their ends and intended for use primarily as a cosmetic aid and dressing 
table adjunct in Class 40, Fancy goods, furnishing and notions.’’ The 
examiner required a classification amendment to Class 44, Dental, medical, 
and surgical appliances. Applicant has petitioned to overrule the require- 
ment. 

Applicant has a registration of the same mark for the same goods in 
Class 44, but it contends that because the product is now being marketed 
in an entirely new and different package intended solely for the cosmetic 
field, as distinguished from the medical and nursery field, a new regis- 
tration in a different class is desirable. 

A search of the Patent Office records discloses a number of registrations 
for swabs or applicators used for applying rinses and dyes to hair, apply- 
ing lip rouge and leg make-up, giving manicures and pedicures, and 
applying ointments for scalp treatments. All of these registrations are in 
Class 44, Dental, medical, and surgical appliances. No registration for 
such swabs or applicators has been found in Class 40, Fancy goods, 
furnishings and notions. 

Section 30 of the Trade Mark Act of 1946 provides for establishment 
of a classification of goods and services by the Commissioner, for con- 
venience of Patent Office administration, but not to limit or extend the 
applicant’s rights. 

Under the language of the statute, the applicant’s rights are no 
narrower than they would be if a registration were granted in Class 40; 
nor would its rights be broader if such a registration were granted. There- 
fore, the maintenance of an orderly system of classification for convenience 
of administration requires that the Examiner of Trade Marks be affirmed. 
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